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Ezra Sutton of Ezra Sutton, P.A for Bradley Inports, Ltd.

Bef ore Hohein, Bucher and Bottorff, Adm nistrative Trademark
Judges.

Opi ni on by Hohein, Adm nistrative Trademark Judge:

Ryan Takahashi, a United States citizen, has petitioned

to cancel the registration, issued to Bradley Inports, Ltd., of
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the mark "WEST SIDE" and skyline design, as reproduced bel ow,

for "wonmen's, nmen's, children's and infants' underwear, |jeans,

pants, shorts, jackets, swi mwear, sweaters, shirts, vests, tank
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tops, sweatshirts, and outerwear and rai nwear, nanely, vests,
j ackets, coats, snowsuits and snowpants; children's scarves,
gl oves and knickers; children's and infants' hats, overalls and
ronpers; children's and wonen's | eg warners, body stockings,
| eotards, skirts, tube tops and halter tops; wonen's, children's
and infants' blouses and dresses; infants' |egging sets; and
children's and nmen's outerwear and rai nwear shirt jackets."'

As grounds for cancellation, petitioner alleges that he
"has been continuously using the Trademark WESTSIDE in comerce
in connection with Cothing, nanely, jackets, sweaters,
sweatshirts, pants, shorts, sweatpants, T-shirts, shirts, tank
tops, polo shirts, woven and knit shirts, socks, underwear,
overalls, dresses, skirts, vests, pajanmas, junpsuits, track
suits, bathing suits, belts, suspenders, neck ties, bandannas,
wri st bands, head bands and outerwear, nanely, snow pants, snow
j ackets, ski bibs, snow suits, gloves, insulated and thernal
pants[,] jackets and shirts; headgear, nanely, hats, caps, [and]
sun visors; and footwear, nanely[,] shoes since at |east as early
as Cctober 1998"; that petitioner "is infornmed and believes that
the Registrant is not using the Trademark WEST SIDE in the United
States”; that, on information and belief, "the Trademark WEST
SIDE ... is no longer being used by the Registrant or any
assignee or transferee thereof in connection with the goods
recited in the [involved] registration or in connection with any

ot her goods or services"; that "[t]he Trademark WEST S| DE has

' Reg. No. 1,414,282, issued on Qctober 21, 1986 from an application
filed on May 23, 1983, which sets forth a date of first use anywhere
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been abandoned by the Registrant within the neaning of Section 14
of the 1946 Lanham Trademark Act, 15 U. S.C. § 1064(c)"; that,
accordingly, the involved registration "for the Trademark WEST
SI DE shoul d be cancel ed because the Trademark has been abandoned
in the United States by the Registrant”; that "[o]n February 14,
2001[,] Petitioner filed an Application in the United States
Patent and Trademark Office to register the Trademark WESTSI DE
for [the above noted itenms of] Cothing ..., which ... has been
assigned Serial No. 76/209257"; that [o]n June 26, 2001[,] the
United States Patent and Trademark Office nmailed an office action
refusing registration of Petitioner's Application Serial No.
76/ 209257, for the mark WESTSIDE, indicating, inter alia, that
Petitioner's mark was |ikely to be confused with Registrant's ..
mar k WEST SIDE"; and that "[i]f Registrant's Registration No.
1,414,282 is permitted to remain on the Register, Petitioner nay
be unable to overcone the aforenentioned refusal of
registration.”

Respondent, in its answer, has denied the salient
al | egations thereof.

The record consists of the pleadings; the file of the
i nvol ved registration; and notices of reliance tinely filed by

petitioner? on (1) respondent's answers (dated July 19, 2002) to

and in comerce of Cctober 1975; conbined affidavit 8§88 and 15.

21t is noted that the Board's March 4, 2003 order, which suspended
proceedings for six nonths in view of an indication that the parties
were negotiating for a settlenment of this case, crossed in the mai
with a stipulated nmotion, which was tinely received on February 28,
2003, to go forward herein and extend all testinony periods, beginning
with petitioner's initial testinony period. Accordingly, the Board's
March 4, 2003 suspension order is vacated and the parties' February
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(a) petitioner's Interrogatory Nos. 6 (including the docunents
submitted in response thereto), 11, 13 and 16, (b) petitioner's
Requests for Admi ssions Nos. 7 and 8, and (c) petitioner's
Requests for Production of Docunents Nos. 3 through 8, 11, 13
through 16, and 18 through 22;° and (2) official records of the
United States Patent and Trademark O fice ("USPTO') with respect
to application Serial No. 76209257 for registration of the mark
"WESTSIDE." Neither party, however, took testinony or subnitted
any other evidence. Only petitioner filed a brief, and neither
party requested an oral hearing.

According to the record, petitioner filed application
Serial No. 76209257 on February 14, 2001 seeking to register the
mar k "WESTSI DE" for various itens of apparel. Registration
t hereof was refused, in an Ofice action issued on June 26, 2001,
on the ground that petitioner's mark is likely to cause confusion
with the "WEST SI DE" and skyline design mark which is the subject
of respondent’'s involved registration. Such application is
currently suspended pendi ng the disposition of this proceeding.

As to respondent, the record shows that its sol e use of
the term "WEST SIDE" is in connection with swi mvear, which bears

the mark "WEST SIDE" and floral design, as shown bel ow,

28, 2003 stipul ated notion = C LDy resetting petitioner's
initial testinony period to cl0S : T1 18, .

*Wiile, in light of Trademark Rule 2. 120(])(3) it is pointed out that
answers to requests for production of docunent's are not proper subj ect
matter for a notice of reliance, such answers have been consi dered
herein i nasmuch as respondent has not objected thereto. See TBWP
8§704.11 (2d ed. rev. 2004).
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rather than the "WEST SIDE" and skyline design mark which is the
subject of its involved registration. |In particular, while
Interrogatory No. 6 requests that, "[f]or each product bearing or
sol d under the mark WEST SI DE," respondent "describe in detai
how t he mark WEST S| DE appears on each such product ... and how
it is used in connection with the sale, offering for sale,
di stribution, or manufacture of each such product,” respondent
has not indicated any products in its answer thereto other than
referring to the swimwear which it offers under the "WEST Sl DE"
and floral design mark illustrated above. Furthernore, with
respect to its "WEST SIDE cl othing," respondent indicates in
answer to Interrogatory No. 11 that it has not attended any trade
shows where such clothing "was displayed, sold, offered for sale,
and/ or pronoted." Moreover, as to "the mark WEST SIDE, "
respondent confirnms in answer to Interrogatory Nos. 13 and 16
that it has not placed any "advertisenents ... which were
di stributed, aired or otherw se di ssem nated" using such mark or
ot herwi se spent any anount on advertising any "products bearing
or sold under"” such mark. Likew se, in answer to Requests for
Adm ssions Nos. 7 and 8, respondent adnmits that it does not
di splay "the mark WEST SIDE" in connection with clothing at trade
shows and that it does not advertise such mark.

In a simlar vein, respondent reveals in its answers to
vari ous Requests for Production of Docunents that, other than the
docunents show ng use of the above noted "WEST SIDE" and flora

design mark in connection wth hang tags for swimwar, it has no
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| abel s, invoices, packing slips, tags, markings or adverti sing
for "the mark WEST SIDE"; and it has no catal ogs, brochures,
fliers, sales neeting materials or descriptive materials in
general which relate to any product sold or distributed under
such mark. Also, other than Iikew se referring to docunents
i ndi cating the use of the above noted "WEST SIDE" and fl oral
design mark in connection with hang tags for swi mwear, respondent
answered "none" in response to requests that it produce
representative docunents reflecting both the total nunber of
units of "WEST SIDE clothing” manufactured by or on behal f of
respondent and the total nunber of such units sold by respondent,
and representative speci nens of each type of |abel, container,
carton, tag, invoice, sticker, box, bag, packaging, silkscreen,
and/ or any other means by which respondent has applied or used
"the mark WEST SIDE" on or in connection with any products.
Respondent, in addition, unequivocally answered "none"
in response to requests that it produce the follow ng: al
advertisenments placed either by respondent or on its behalf with
respect to each of the products on which it uses "the mark WEST
SI DE"; photocopies of all periodical publications, including
magazi nes, newspapers, trade publications and catal ogs, in which
products bearing or sold under such mark have been adverti sed,
pronoted or featured; all docunments which relate to the nmethod of
mar keting and distribution of its products sold under "the nmark
WEST SIDE"; all docunents relating to the actual and intended
channel s of distribution of each of the products bearing or sold

under such mark; all sales reports and royalty paynment reports
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for each product bearing or sold by or on behalf of respondent
under "the mark WEST SIDE"; all docunents identifying or listing
each outlet or store in the United States which sells, offers for
sal e, pronotes or advertises any product manufactured,

di stributed or sold by respondent under such mark; all contracts
bet ween respondent and its distributors of, manufacturers of and
custoners for any products bearing or sold under such mark; all
docunents and things relating to respondent’'s attendance at any
trade shows and exhibitions of goods bearing or sold under "the
mar k WEST SIDE"; all docunents relating to and/or identifying the
retail price of each of the products bearing or sold under such
mar k; representative docunents reflecting respondent’'s total
gross sales "for WEST SIDE clothing”; and all docunents relating
to the date respondent first becanme aware or acquired know edge
of petitioner and/or its use of "the mark WESTSI DE. "

Turning to the nerits of this proceeding, petitioner
has clearly established his standing to be heard on the clai m of
abandonnment by having proven that his application, Serial No.
76209257, to register the mark "WESTSIDE" for various itens of
apparel has been refused on the basis that such mark is likely to
cause confusion with respondent’'s "WEST SIDE" and skyline design
mark for certain articles of clothing, which is the subject of
the registration involved herein. See, e.q., Lipton Industries,
Inc. v. Ralston Purina Co., 670 F.2d 1024, 213 USPQ 185, 189
(CCPA 1982) [to have standing in a cancellation proceeding, "it

woul d be sufficient that appellee prove that it filed an
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application and that a rejection was nmade because of appellant's
registration"].

As to petitioner's claimthat respondent has abandoned
its registered "WEST SIDE" and skyline design mark, Section 45 of

the Trademark Act, 15 U.S.C. §1127, defines abandonnent of a nark

in relevant part as follows:

Abandonnment of mark. A mark shall be

deened to be "abandoned" when ... the
foll ow ng occurs:

(1) When its use has been discontinued

with intent not to resume such use.

Intent not to resune may be inferred

fromcircunstances. Nonuse for three

consecutive years shall be prima facie

evi dence of abandonnent. "Use" of a

mar k means the bona fide use of that

mar k made in the ordinary course of

trade, and not made nerely to reserve a

right in the mark.
Petitioner, noting that "rmuch of the focus of Petitioner's
witten discovery requests was to determi ne the extent to which,
if at all, Respondent is using the [registered] mark," argues in
his brief that the sole use shown by respondent in answer thereto
"consist[s] of hang tags that were attached to four wonen's
bat hi ng suits produced by Respondent” and that "none of these ..
bear[s] the mark covered by the subject registration.”
Petitioner asserts that, "[b]ased upon Respondent's responses to
Petitioner's witten discovery requests [as] discussed above,
Respondent has not denonstrated any use what soever of the mark
covered by the registration sought to be cancelled in this
proceedi ng, either through use on the goods thensel ves or through

any advertising or marketing materials."”
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In view thereof, and citing Rivard v. Linville, 133
F.3d 1446, 45 USPQd 1374, 1376 (Fed. Cir. 1998) for the
proposition that "[a] prim facie show ng of abandonnent
elimnates a challenger's burden to establish the intent el enent
of abandonnent as an initial part of its case and creates a
rebuttal presunption that the registrant abandoned the nmark
wi thout intent to resune use under the statute,” petitioner
contends that (enphasis in original):

The evi dence presented by Petitioner

denonstrates that Respondent has abandoned

the mark WEST SI DE and desi gn covered by the

subj ect registration due to a period of non-

use [sic] for at least three years. 1In fact,

Respondent has produced no evi dence

what soever of use of the subject mark WEST

SI DE and design and therefore has not, and

cannot, rebut the presunptlon that the mark
has been abandoned.

Since Petitioner expressly requested

through its witten discovery requests that

Respondent produce evi dence to denonstrate

its use of the mark, and Respondent has

conpletely failed to do so, it nust be

presuned t hat Respondent has abandoned the

mar K. .

In addition, petitioner maintains that respondent nay
not rely upon its limted use of the "WEST SIDE" and fl oral
design mark to avoid the presunption of abandonnment of its
regi stered "WEST SIDE" and skyline design mark. Specifically,
citing Van Dyne-Crotty Inc. v. War-CGuard Corp., 926 F.2d 1156,
17 USPQ2d 1866, 1868 (Fed. Cir. 1991), petitioner correctly
observes that for tacking to be perm ssible, "the two marks nust

create the same continuing commercial inpression and the
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previously used mark nust be the | egal equivalent of the mark in
guestion or indistinguishable therefroni,] such that consuners
shoul d consider the marks to be the sane" (enphasis by
petitioner). Thus, as to respondent's registered "WEST SIDE" and
skyline design mark and its "WEST SIDE" and floral design mark,
petitioner argues that (footnote omtted):

There can be no argunent that the two
marks ... are legally equivalent or create
the sane comercial inpression. The use of
two conpletely different design elenents
serves to drastically alter the comrerci al
i npressions created by the respective marks.
The mark covered by the subject registration
i ncludes a design elenment of the New York
City skyline connoting the inpression of the
"west side" of Manhattan and its fanous
skyline. In contrast, the only mark that
Respondent produced [evidence of use] in
response to Petitioner's discovery requests
features a design el ement conprised of
stylized flowers and an entirely different
stylized format for the words "west side."

o Thi s new mark has no connection
what soever to New York City or its well-known
skyline, and therefore has an entirely
di fferent comrercial inpression than the mark
covered by the subject registration. [Here]
., a sinple visual inspection of the two
marks ... clearly denonstrates that the mark
covered by the subject registration and the
mar k t hat Respondent has produced evi dence of
use of are not "legally equivalent.” ....
Accordi ngly, Respondent cannot possibly rely
upon the use of this entirely different mark
to avoid the presunption that it has
abandoned the mark covered by the subject
regi stration, especially since Respondent has
produced no evi dence what soever of use of the
subj ect mark

We agree with petitioner that the discovery answers
made of record are sufficient to establish a prima facie case of
abandonnment. In particular, the record denonstrates that not

only does respondent admit that it has not advertised and does

10
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not advertise any products under its registered "WEST SIDE" and
skyline design mark and that, simlarly, it has not pronoted and
does not pronote any itenms of clothing under such mark at trade
shows, but the only docunentation which respondent has provi ded
regardi ng goods which it has for sale and any sal es of clothing
are a fewitens of swi mwear which bear hang tags displaying the
significantly different "WEST SIDE" and floral design mark. W
concur with petitioner, noreover, that for the above nentioned
reasons stated in his brief, the "WEST SIDE" and fl oral design
mar kK does not create the sane continui ng comrercial inpression,
and thus is not the | egal equival ent of, respondent’'s registered
"WEST SIDE" and skyline design mark. Respondent, therefore, my
not tack its use of the "WEST SIDE" and floral design mark so as
to avoid a finding of abandonnment of its registered "WEST S| DE"
and skyline design mark.

In short, despite petitioner's various discovery
requests therefor, respondent furnished no evidence show ng that,
during a period extending for nore than three years prior to the
date it furnished its answers to such requests, it had nmade any
sal es or other use of its "WEST SIDE" and skyline design mark in
connection with any of the clothing itens set forth inits
i nvolved registration. Wile, of course, respondent had the
opportunity to explain its nonuse of its "WEST SIDE" and skyl i ne
design mark, it offered no testinony or other evidence inits

behal f during its testinony period.” Respondent's failure to

* Cf. Commodore El ectronics Ltd. v. CBM Kabushi ki Kai sha, 26 USPQd
1503, 1507 (TTAB 1993) ["we hold that absent other facts which

11
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rebut petitioner's prima facie showi ng of abandonnent accordingly
entitles petitioner to cancellation of the involved registration.
Decision: The petition to cancel is granted and Reg.

No. 1,414,282 will be canceled in due course.

adequately explain or outweigh the failure of an applicant to have any
document s supportive of or bearing upon its clained intent to use its
mark in comrerce, the absence of any docunmentary evidence on the part
of an applicant regarding such intent is sufficient to prove that the
applicant |acks a bona fide intention to use its mark in commerce"
and, thus, "[a]n allegation to such effect ... states a clai mupon
which relief can be granted"]. A fortiori, absent a satisfactory

expl anation thereof, respondent's |ack of any docunents show ng actual
use of its registered mark in connection with advertising, trade show
pronotions and/or product sales suffices to denonstrate a prima facie
case of abandonnent.

12
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