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By the Board.

On January 21, 2003, the Board (i) resuned
proceedi ngs and allowed the parties tinme to brief
petitioners’ notion (filed March 15, 2002) for summary
judgnment; (ii) joined Enpresa Cubana Exportadora De
Alimentos y Productos Varios, S.A (“Cubaexport”) as a

def endant al ong with Havana Club Hol ding, S. A (“HCH);
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and (iii) denied HCH s “Mtion Pursuant to the Governnent
in the Sunshine Act for (A) an Order Requiring
Petitioners to Show Cause Why Their Claims Shoul d Not be
Di sm ssed Due to Inproper Ex Parte Contacts Concerning an
Adj udi catory Proceeding, (B) Full Disclosure by
Petitioners, Governor Bush, USPTO Director James E. Rogan
and Deputy Director Jon Dudas of the Extent and Nature of
Al'l Such Ex Parte Communications Related to This
Proceedi ng, and (C) Suspension of This Proceedi ng Pendi ng
Resol ution of the Foregoing” (filed Septenber 10, 2002).
This case now conmes up on the follow ng notions:

1. Petitioners’ nmotion (filed March 15, 2002) for
summary judgment;

2. HCH s nmotion (filed February 19, 2003) for
reconsideration of the Board’' s denial of HCH s
“Mpotion Pursuant to the Governnent in the Sunshine
Act ..”; and

3. Cubaexport’s motion (filed April 25, 2003) “For an
Order (1) Dism ssing Bacardi’s Anmended Petition to
Cancel; (2) In the Alternative, Directing Bacard
To Show Cause Why Its Anmended Petition Shoul d Not
Be Di sm ssed and Conpelling Disclosure of Al Ex
Parte Communi cations; and (3) Suspending All
Proceedi ngs Pendi ng Resolution of This Dispositive
Mot i on.”

Respondent s have opposed petitioners’ notion and
petitioners have opposed the notions filed by HCH and
Cubaexport. We have exercised our discretion and

considered all reply briefs filed by the parties. See
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Trademark Rule 2.127(a) and TBMP § 502.02(b) (2d ed.
2003) and authorities cited therein.

As requested by HCH and Cubaexport in their
respective notions, we first turn to their notions before
considering petitioners' notion for summary judgment.

1. HCH s Motion for Reconsideration of Board's Denial of
HCH s “Mdtion Pursuant to the Government in the Sunshine
Act ..”

I n our January 21, 2003 order, we found that if the
Governnment in the Sunshine Act applies to this case,
HCH s notion was wi thout merit and denied the notion. W
expl ai ned that the evidence filed by HCH in support of
its contention that there were inproper ex parte
contacts, nanmely, (a) a June 13, 2002 letter from Florida
Governor Jeb Bush to former Under Secretary of Comerce
for Intellectual Property and United States Patent and
Trademark Office (“PTO’) Director James Rogan® written on
behal f of Florida-based Bacardi-Martini, USA Inc.; (b) a
response from Director Rogan to Governor Bush dated July
3, 2002; and (c) a letter dated July 16, 2002 from
Governor Bush in which Governor Bush thanked Director
Rogan for the informati on he “passed al ong regardi ng the

Bacardi case,” were not relevant to the nmerits of this

proceedi ng, as required by the statutory provisions under
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whi ch HCH based its nmotion. W also addressed CGover nor
Bush’s statenment in his July 16, 2002 letter that
“[al]long with the continued assistance of M. Jon Dudas
[formerly, Deputy Under Secretary of Commerce for

I ntell ectual Property and PTO Deputy Director, now,
acting Under Secretary of Commerce for Intellectual
Property and acting PTO Director], your attention to this
matter has been very hel pful.” HCH maintained that this
statenment indicated that there were “other and further ex
parte communi cations.” W stated that we were
“unpersuaded by the record before us that such [ex parte]
comuni cati ons have occurred.” Further, we noted that
petitioners and respondent HCH had not briefed the
applicability of the Governnent in the Sunshine Act to
Board proceedings, and, after a | engthy discussion of
certain relevant statutory provisions, expressed our
reservations about the applicability of the Governnent in
t he Sunshine Act to Board inter partes proceedings.

HCH contends that our decision is erroneous in
several respects and has subm tted “docunents obtai ned
subsequent to the filing of the Mdtion — some 150 pages
of letters, e-mails, and other communi cati ons obtai ned

fromfreedomof information laws in Florida and the

! Director Rogan departed the PTO on January 12, 2004.
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federal FOA [i.e., the Freedomof Information Act].”?
According to HCH, the docunents “confirm what was already
apparent fromthe slim- but startling — factual materi al
avai |l abl e when the notion was filed: Bacardi set out to
enlist Governor Bush to apply political pressure to
obtain the cancellation it was seeking, and used that
relationship to facilitate nunerous ex parte

conmuni cations by its own staff, and by the Governor and
his staff.” Because a notion for reconsideration may not
properly be used to introduce additional evidence, see
TBMP Section 518 (2d ed. 2003), we do not consider the
“some 150 pages of letters, e-mails, and other
comruni cati ons” submtted by HCH and its argunents based
on such letters, emuils and other comuni cati ons.

We next turn to HCH s argunments that are not based
on the “sonme 150 pages of letters, e-mails, and other
communi cations,” m ndful that a notion for
reconsi derati on should not be devoted sinply to a
reargunent of the points presented in a brief on the
original nmotion, but rather should be limted to a

denpbnstration that, based on the facts before it and the

2 HCH subnmitted the documents as a part of Charles Sins’
decl aration, which was filed with HCH s notion for
reconsideration. (M. Sins is one of HCH s attorneys.)
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applicable law, the Board’s ruling is in error and
requires appropriate change. Id.

A. Applicability of Government in the Sunshine Act
to this Proceeding.

We addressed this issue at length in our January 21,
2003 decision. Nevertheless, HCH maintains -— in a
f ootnote nonetheless -— that it “need not address the
[ Board’ s] suggestion that the Governnment in the Sunshine
Act does not apply to this proceedi ng, since the Board
made no such hol di ng and deci ded the Mdotion on its
merits.” HCH, however, cannot prevail on its origina
nmotion if we are not persuaded that the Governnent in the
Sunshi ne Act indeed applies to this proceeding.® W are
unawar e of any precedent hol ding that the Governnment in
t he Sunshine Act is applicable to Board proceedi ngs, and
HCH has not cited any such precedent in its notion for
reconsi deration, even after we had rai sed questions about

the statute’ s applicability to this proceeding. Thus, we

3 The manner in which HCH has chosen to address this vital
concern regarding the viability of its notion, i.e., cursorily
in a footnote, without addressing 5 U S.C. 8§ 554(a) (which
limts the statute’s application to particul ar proceedi ngs),

wi t hout addressing prior court precedent, and w thout discussing
the statute’s legislative history, suggests to us that HCH is
aware that the basis for its notion is questionable.
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remai n unconvi nced that the Government in the Sunshi ne
Act applies to this proceeding.?

B. “The Showing In This Proceedi ng Was Mbre
Conpelling Than In Every Reported Case \Were
Di scl osure Was Required”®

HCH conpl ains that it “mde a much stronger show ng

[in this case] of ex parte contacts than in those cases

"% in view of

[cited by HCH where disclosure was ordered
t he “actual ex parte communications, urging the Director
(a statutory member of the PTO) to grant Bacardi the
ultimte relief it was seeking, and to do expeditiously
[sic].” According to HCH, the cases cited in HCH s
nmotion for reconsideration provide that disclosure is
“mandatory ...[and] require a fortiori that it be directed
here.” Also, HCH argues that the Board comm tted plain

error by “skipping over the first step required by the

Governnment in the Sunshine Act, obtaining the full record

4 HCH al so contends that “[e]ven if the Act did not apply, due
process and basic norns of adm nistrative |law would effectively
require the sane result here.” Cubaexport has nade essentially
the same argunent in its notion, which is discussed below. This
argunent is not well taken for the reasons identified belowin
t he di scussi on of Cubaexport’s notion.

5 Subsection heading, HCH s notion for reconsideration, at

p. 5.

5 For exanple, HCH cites to the news articles of Portland
Audubon Soc’y v. Endangered Species Comm, 984 F.2d 1534 (9"
Cir. 1993) and the “third-party declarations professing

suspi cions of ex parte contacts” of Professional Air Traffic
Controllers Oganization v. Federal Labor Relations Authority,
672 F.2d 109 (D.C. Cir. 1982) (“PATCO 1").
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— [and rushing] to the second step, evaluation of what
remedy is required, when the factual basis to assess what
had happened had not yet been conpiled.”

Initially, we advise HCH that this case nust be
decided on its record, and not by conparison to unrel ated
cases. But even if we consider HCH s contention that HCH
“has made a nmuch stronger showi ng of ex parte contacts
than in those cases where disclosure was ordered,” we do
not agree. HCH s “showi ng” was quite unpersuasive.

First, the correspondence in the record before us when we
consi dered HCH s original notion was between Governor
Bush and Director Rogan, not the actual decision-nakers
in this case. Although Director Rogan was a statutory
menber of the Board, see 15 U.S.C. 8 1067(b), his work at
the PTO was not |limted to Board matters, see 35 U S.C. 8§

3(a), and he did not author any of

” W& assunme that HCH intended to refer to the Board and not the
PTO.
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the orders witten thus far in this case. Second, HCH
filed just three letters between Governor Bush and the
PTO as evidence of ex parte communications. (HCH did not
include the “some 150 pages of letters, e-mails, and
ot her communi cations” filed with its notion for
reconsideration.) |In these letters, HCH points to just
two phrases; i.e., Governor Bush's statement in his June
13, 2002 letter seeking cancellation and his statenment in
his July 16, 2002 letter thanking Director Rogan for the
“continued assistance” of M. Dudas. Thus, HCH s
evidence in support of its original notion was |imted.
Third, the three letters that HCH did file with its
nmotion do not discuss or refer to petitioners' clains in
this proceeding. As we noted in our January 21, 2003
deci sion, the statutory sections under which HCH brought
its motion all require that the ex parte comuni cations
be on the nerits. See 5 U.S.C. 88 557(d)(1)(A)-(C. HCH
has failed to satisfy one of the key requirenments of a
statute under which HCH bases its notion.

We al so disagree with HCH s contention that we
commtted plain error by evaluating “what renmedy is
requi red, when the factual basis to assess what had
happened had not yet been conpiled.” Assum ng the

Governnment in the Sunshine Act enpowers us to grant the
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relief HCH seeks, we nust first be satisfied that there

is cause to believe that an inperm ssible ex parte
comrmuni cati on i ndeed has been made. In this case, HCH
has not persuaded us that there have been any ex parte
communi cations on the nerits, has not asserted that there
have been any ex parte comruni cations with any of the
actual decision-makers in this case, and has not offered
any evidence that there has been any ex parte

conmuni cations with such actual decision-nmakers. Sinply
put, the evidence submtted with HCH s original notion
does not persuade us that there is cause to grant the
relief HCH seeks, i.e., issuing a show cause order or
requiring full disclosure by petitioners, Governor Bush,
Director Rogan and M. Dudas — even assum ng we have the
authority to do so.®

C. “The Communications Already Presented To The
Board Were Clearly Relevant To the Merits O
This Proceedi ng, And Cannot Be Di sm ssed As Mere
Status lnquiries”?

HCH s argunents are | argely based on the statenent

in Governor Bush’'s letter of June 13, 2002 that “[t] he

8 In footnote no. 4 of our January 21, 2003 order, we noted that
HCH did not cite to any authority under which the Board may

conmpel Governor Bush to provide “full disclosure.” HCH has not
i nfornmed us of any such authority in its notion for
reconsideration. In view thereof, we conclude that there is no

authority for us to conpel Governor Bush to provide “ful
di scl osure.”

10
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out -dated registration belongs to a conpany owned by

Fi del Castro call ed CubaExport and shoul d be cancell ed

i medi ately.” HCH contends that a “request that the
relief one party seeks be granted cannot be construed as
a nere procedural inquiry, regardless of the recipient’s
portrayal of the request, and is plainly relevant to the
nmerits.”

HCH i gnores that there is nore to the letter than
sinply the request for inmedi ate cancellation of the
registration. The letter also states that Bacardi -
Martini, USA, Inc. is headquartered in Manm, “has a
wor kf orce of nore then 300 Floridians,” and has “faced
a process mred in | engthy bureaucratic procedures, wth
no end in sight”; and invites contact with the Governor’s
Ofice if there are further questions. Thus, despite
HCH s argunents, we still conclude that if the letter is
considered as a whole, it is a conplaint on behalf of a
Fl ori da- based busi ness about delays in the cancell ation
process with a request for status information, rather
than an ex parte communication on the nerits.

Al so, in arguing that our decision was erroneous,
HCH addressed our citation to Professional Air Traffic

Controllers Org. v. FLRA, 685 F.2d 547 (D.C. Cir. 1982)

® Subsection heading, HCH s notion for reconsideration, at p. 7.

11
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(“PATCO I1”), in which the court found, inter alia, that

two phone calls by the Secretary of Transportation to two

menbers of the Federal Labor Relations Authority ("“FLRA")

12
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were not ex parte conmunications on the nerits.'® HCH
poi nts out that unlike PATCO Il where the Secretary of
Transportation |[imted his statenents to procedural
matters, in this case, Governor Bush “expressly requested
that this proceeding be decided in Bacardi’s favor.” HCH
further contends that the PATCO Il court’s treatnent of a
di nner conversation between Anerican Federation of
Teachers President Al bert Shanker and a nenber of the
FLRA is “nmore simlar to the type [of ex parte contact]
at issue in this proceeding.” HCH states that “the | abor
| eader expressed his views as to what type of punishment
shoul d be nmeted out to a union that participates in an
illegal strike ...without even directly referring to the
pendi ng proceeding”; and that the court in PATCO II
“found this communication clearly inproper, as it was a
bl atant attenpt to influence the nember’s decision.”

We are not persuaded by petitioners’ argunents.
First, we cited the court’s conclusion concerning the
Secretary’s phone calls in our discussion of Governor

Bush’s request for “quick, decisive action” or

10 The Secretary had stated in one phone call the “the
Departnent of Transportation woul d appreci ate expeditious
handling of the case.” In the other phone call, he expressed
“his concern that the case not be delayed.” The court, after
consi dering the substance of the communi cations, conmented that

13
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declaration that “a swift resolution to this mtter is

i mperative” in his first letter

the Secretary “did not in fact discuss the nerits of the case.”
ld. at 118.

14
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— we did not cite the case in addressing Governor Bush’s
statenent that the “out-dated registration ...should be
cancelled.” We dealt with Governor Bush’s statenment
regardi ng cancell ation separately in a subsequent
paragraph in the order. Second, we note that in the
cited case, M. Shanker’s coments in his dinner neeting
were not nmade in a vacuum they canme after repeated
public advocacy on his views of the PATCO strike, in
support of PATCO. According to the court, “[h]e spoke
frequently on this subject, was interviewed about the
PATCO stri ke on a nationally tel evised news program and
publ i shed a nunmber of colums in the New York Tinmes
di scussing the PATCO situation.” 1d. at 570. Thus,
there was no secret as to M. Shanker’s view on the PATCO
case and his advocacy for a particular result, and it is
not surprising that he took the opportunity to advocate
for his views in a private dinner with a nenber of the
FLRA who was involved in deciding the case. The court
evidently realized this too, and advised that the FLRA
menmber shoul d have term nated his discussion with M.
Shanker when the conversation turned to the discipline
appropriate for a striking union.

The facts in the case at hand are remarkably

di fferent. Here, we consider statenents made in an

15
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unsolicited letter (not in a private dinner nmeeting or
sim lar encounter) conplaining of bureaucratic delays in
a matter involving a Florida constituent, where Florida’'s
Governor requested that the relief the constituent seeks
be granted. There is no evidence in the record of a
hi story of public advocacy for petitioners by Governor
Bush or his staff, or public statenents made by him or
his staff on this matter. Thus, we are not persuaded
that the court’s treatnent of a dinner conversation
bet ween a union head with a history of public advocacy of
a pro-union position in a case before the FLRA with an
actual decision-maker in the FLRA case is in any way
anal ogous to the case before us.
D. “Even If The Communications Presented To The Board
Were Status Inquiries, They Were Still | nproper Under
The Governnent In The Sunshine Act”!

HCH al so argues that even if the comruni cati ons were
status inquiries, they still were inproper because “even
a procedural inquiry may be a subtle effort to influence
an agency decision,” citing the PATCO Il decision.* It
adds that the communications in issue here are “nore

egregi ous than the conmuni cations found inproper in

1 Subsection heading, HCH s notion for reconsideration, at p.
10.

12 As HCH acknow edges, despite its statements regarding
procedural inquiries, the PATCO Il court did not remand the case
for a new proceeding.

16
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PATCO because in PATCOIl1l, it was the Secretary of
Transportation who nade the status inquiries, but in this
case, the communications canme on behalf of a private
party, seeking “a quick, favorable decision for Bacardi

fromthe Director”; and that

17
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the “Director is a statutory menber of the TTAB, with
power to select nmenbers of TTAB panels and substanti al
i nfluence over their work and careers.”

Because HCH does not contend that any of the actual
deci sion-makers in this case, i.e., those individuals who
aut hored or participated in the decisions rendered thus
far in this case, were asked about the status of this
case, or that Director Rogan or M. Dudas contacted any
of the actual decision-makers in this case, HCH s
argunment is not well taken.

In view of the foregoing, we find that HCH has not
denonstrated that our decision of January 21, 2003 was in
error based on the facts before us and the applicable
law. HCH s notion for reconsideration is therefore
deni ed.

2. Cubaexport’s Motion to Dismss or, in the
Alternative, for an Order to Show Cause and Conpelling
Di scl osure, and to Suspend.

Before turning to the nerits of the notion, we
address petitioners’ objection on the basis that the
Board’s order of April 15, 2003 did not enconpass
Cubaexport’s filing the instant motion. Specifically,
petitioners contend that our order of April 15, 2003 only
recogni zed the decision of the Departnment of Treasury’'s

O fice of Foreign Assets Control (“OFAC’) on Fish &

18
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Neave’'s (Cubaexport’s attorneys in the proceeding)
application for a specific license to respond to
petitioners’ summary judgnment notion. Because Eric
Huang, one of Cubaexport’s attorneys enployed by Fish &
Neave, states in his cover |etter acconpanying
Cubaexport’s notion that the notion is nmade “pursuant to
the Board’ s April 15, 2003 order allow ng respondent
Cubaexport to respond to the notion for reconsideration
filed by” HCH, and because the notion is based, at | east
in part, on the sanme facts and statute as HCH s noti on,
petitioners’ objections are not well taken and we proceed
to consider Cubaexport’s npotion.

According to Cubaexport, from January 2002 through
at | east Septenber 2002, Governor Bush's office and
petitioners acted in concert and in secret to persuade
the PTOto act in petitioners' favor. As evidence,
Cubaexport offers the declaration of M. Huang, which
encl oses a duplicate copy of (a) the declaration of G egg
Reed, one of HCH s attorneys, filed with HCH s noti on
under the Government in the Sunshine Act and encl osing,
inter alia, a copy of the three conmuni cations between
Governor Bush and Director Rogan di scussed above, and (b)
M. Sins’ declaration which was filed with HCH s noti on

for reconsi deration and encloses a copy of the “sonme 150

19
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pages of letters, e-mails, and other communications.”
From t he docunents submtted with M. Huang’s
decl arati on, Cubaexport concludes as foll ows:

Two of Governor Bush's aides, on February 20,
2002, net in secret with PTO attorney El eanor
Meltzer [of the PTOs Ofice of Legislation and
I nternational Affairs] to discuss Bacardi's
cancel l ation petition.

On February 25, 2002, Bacardi Vice President
Jorge Rodriguez-Marquez nmet secretly with PTO
officials, including Deputy Director Jon Dudas
and Ms. Meltzer, to discuss the cancellation
and press Bacardi's case. That second neeting
focused specifically on Bacardi’'s argunents as
to why the HAVANA CLUB registration [that is,
the registration which is the subject of this
proceedi ng] shoul d be cancel |l ed.

Bacardi | ater conplained that, in the February
25 meeting, Ms. Meltzer reveal ed "persona
negative feelings about [Bacardi's] case."

On March 19, 2002, CGovernor Bush's office
i nformed Deputy Director Dudas of [the] summary
j udgnent notion that Bacardi filed.

On March 20, 2002, Bacardi's vice president
sent to Travis Thomas, Director of the Comrerce
Departnment's Office of Business Liaison, an e-
mail with copies of Bacardi's summary | udgnent
notion, along with Bacardi's argunents as to
why Cubaexport is not entitled to the HAVANA
CLUB registration. 1In his e-mail, Bacardi's
vi ce president discussed "Bacardi's rights
under the law' and argued (incorrectly) that
Cubaexport allowed the registration to | apse.
He argued that "Cubaexport willingly gave up
all their rights in 1993 when they transferred
themto HCH' and that "Cubaexport's 20 year
regi stration ended in 1996 and they chose not
to renew it.."

On March 21, 2002, after speaking with

20
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Bacardi's vice president, [M.] Thomas
forwarded to Deputy Director Dudas the March 20
e-mail. (Citations omtted.)

Furt her, Cubaexport maintains that petitioners,

“seemingly frustrated with the progress of [their] ex
parte efforts ...decided to up the ante,” and contends as
fol |l ows:

Bacardi's vice president requested that

Governor Bush help put nore pressure on the PTO
"where possible.” From April through the

begi nni ng of June 2002, Bacardi and the
Governor's staff prepared a letter from
Governor Bush hinmself to "get this resolved.™
The deci sion was made by the Governor's staff
to "nove up the food chain" to the PTO Director
James Rogan, a nenber of the Board.

On June 13, 2002, Governor Bush personally
demanded that the registration be cancelled in
a letter to Director Rogan.
On Septenber 3, 2002, Deputy Director Dudas net
with Bacardi representatives to discuss the
cancel l ation proceeding. There is no
i nformation now avail able to respondents as to
what was specifically discussed. (Citations
omtted.)
Cubaexport represents that neither Cubaexport nor HCH
were copied on any of these letters and e-mails, nor were
they informed of, or invited to attend, the neetings
menti oned above.
Cubaexport first maintains that “Bacardi’s concerted

effort to force a particular outconme in this action

t hrough secret neetings and correspondence with PTO

21
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of ficers violates the nobst basic concepts of fairness in
adversary proceedings.” In support, Cubaexport notes
that the PTO Director and Deputy Director “have
substantial influence over the Board nmenbers’ work and
careers”; that they both are statutory nmenbers of the
Board; and that they both have the power to cancel a
registration in a cancell ation proceeding, citing 15
US C 8§ 1067(b), 15 U.S.C. § 1068 and 35 U.S.C. § 3.
Second, Cubaexport maintains that “Bacardi’s ex parte
conmuni cations” constitute inproper ex parte
comruni cati ons under the Governnment in the Sunshine Act.

Cubaexport seeks dism ssal, or, in the alternative,
a show cause order why petitioners' supplenental and
anended petition to cancel should not be dism ssed.
Cubaexport al so requests that petitioners be conpelled to
di sclose fully the amunt, context and inpact of ex parte
conmuni cations. According to Cubaexport, full disclosure
wll “afford the Board a nore conplete picture of exactly
what transpired than even the current record, and wll
al l ow respondent to respond fully to the argunents
presented ex parte to the PTQO.”

We have carefully considered each of Cubaexport’s

and petitioners' argunments in connection with

22
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Cubaexport’s motion.'® Assuming we have the authority to
grant what Cubaexport seeks, we are not persuaded t hat
Cubaexport is entitled to the relief it requests.

First, Cubaexport is incorrect in contending that
the Deputy Director is a statutory nenber of the Board.
Neither 15 U.S.C. § 1067(b) nor 35 U.S.C. §8 3, cited by
Cubaexport, nor any other statute, states that the Deputy
Director is a nmenber of the Board. Even though 35 U S.C.
8§ 3 authorizes the Deputy Director to act in the capacity

of the Director

13 The Board has not received a response to Cubaexport’s notion
from HCH

23
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when the Director is absent, as Cubaexport contends, it
does not state that the Deputy Director a nmenber of the
Board. Also, there is no evidence in this case that
during relevant tinme periods, Director Rogan was absent
fromthe PTO and M. Dudas was acting in the capacity of
the Director. Thus, we reject the inplication in
Cubaexport’s argunent that contact with M. Dudas was
contact with the Board.

Second, Cubaexport has not provided evidence of any
ex parte communi cati ons between petitioners and/or their
“agents,” and the actual decision nakers in this case,
and has not provided evidence of any communi cati ons
bet ween Director Rogan and M. Dudas and the actual
deci sion-nmakers in this case. Wthout any evidence of
contact with the actual decision-makers in this case, we
cannot agree that, if indeed the Government in the

Sunshine Act applies to this proceeding, ' petitioners

14 Cubaexport tries to persuade us that the Governnent in the
Sunshine Act applies to Board inter partes proceedi ngs, despite
Section 554 thereof which exenpts matters “subject to a
subsequent trial of the law and the facts de novo in a court.”
Cubaexport argues that a court’s review of Board decisions are
“not a true de novo proceeding”; and the “Board s finding[s] of
fact are ‘given great weight’ and are not upset unless new
evidence is introduced which ‘carries thorough conviction.’”
However, courts regularly refer to a district court appeal from
a Board decision as a de novo proceeding. See, e.d., Redken
Laboratories, Inc. v. Cairol, Incorporated, 501 F.2d 1403, 183
USPQ 84 (9'" Cir. 1974) (“Title 15 U.S.C. § 1071 affords both
parties to a conpleted cancellation proceedi ng before the Board

24
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have viol ated the Governnent in the Sunshine Act or that
the requested show cause order should be issued, or even
that the “fairness and the integrity of the process” has
been conprom sed.

I n view of the foregoing, including the reasons set
forth in our denial of HCH s notion for reconsideration,
and for the reasons discussed in our January 21, 2003
order, Cubaexport’s notion to dism ss, or, in the
alternative, for a show cause order, under both the
Governnment in the Sunshine Act and under “concepts of
fairness in adversary proceedings,” is denied. Also, in
vi ew of our denial of Cubaexport’s notion to dismss, or,
in the alternative, for a show cause order, Cubaexport’s
nmotion to suspend pending resolution of its notion is

nmoot .

the option of having all further proceedings conducted as a
civil action in the district court. That civil action is
intended to be a trial de novo.”); Gold Seal Conpany v. Weks,
129 F. Supp. 928, 105 USPQ 407 (D.D.C. 1955) (The court stated
“Itlhis is a trial de novo” in a district court appeal of a
Patent O fice decision refusing registration); J. Thonas
McCarthy, MCarthy on Trademarks & Unfair Conpetition § 21:20
(4" ed. 1997)(“If appeal is made to the Federal CGircuit, the
case proceeds on a closed record and no new evi dence is
permtted. But if reviewis sought in a federal court, review
is a formof ‘de novo scrutiny and new evidence is
permtted.”); and Id. at 21:21 (“Civil reviewin federal court
is intended to be a trial ‘de novo of the Trademark Board
decision.”) W therefore are not persuaded by Cubaexport’s
argunent .
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3. Petitioners’ Mdtion for Sunmary Judgnent

Before addressing the nerits of petitioners' sumrmary
j udgnent notion, we provide a recitation of the
underlying facts. Because this matter is not a sinple
one, the information provided herein is lengthy. W
first describe the adoption, use, registration and
transfers of the mark which is the subject of this
proceedi ng; then describe the civil action between the
parties; and conclude with a description of petitioners'
actions in the PTO ™
Adoption, use, registration and transfer of mark
Bef ore the Cuban revolution, Jose Arechabala, S. A
("JASA"), a Cuban corporation owned principally by
nmenbers of the Arechabala fam |y, produced HAVANA CLUB
rum JASA obtained the follow ng four United States
trademark registrations:
1. U S Reg. No. 324,385 for HAVANA CLUB for
“ethyl al cohol, rum etc.” (registered May
14, 1935);
2. U S Registration No. 335,919 for HAVANA

CLUB and Design for “rum etc.” (registered
June 16, 1936);

15 The background information recited herein has been extracted
fromPTO records, the parties’ briefs, the decision of the
District Court in Havana Club Holding, S.A v. Glleon, S A,
974 F. Supp. 302 (S.D.N. Y. 1997), and the decision of the Second
Crcuit in Havana Cdub Holding, S.A v. Galleon, S A, 203 F.3d
116, 53 USP@d 1609 (2d Cir. 2000), cert. denied, 531 U S. 918
(2000) .
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3. U. S Registration No. 578,679 for a second
HAVANA CLUB and Design mark (lined for
yel | ow-beige and red) for “runi (registered
August 11, 1953 on the Suppl enment al
Regi ster); and

4. U S. Registration No. 578,680 for the second
HAVANA CLUB and Design mark (w thout col or
lining) for “rum’ (registered August 11,
1953 on the Suppl enental Register).
These registrations expired after their initial twenty-
year ternms for failure to renew the registrations. JASA

exported its rumto the United States until 1960, when

t he Cuban
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governnment, under the | eadership of Fidel Castro, seized
and expropriated JASA's assets. Neither JASA nor its
owners ever received conpensation for the seized assets
fromthe Cuban governnment.

Soon thereafter, Cubaexport began selling HAVANA
CLUB rum made in the JASA distillery. On June 12, 1974,
Cubaexport applied to register the follow ng tradenmark
(hereinafter “HAVANA CLUB and Design”) for “runi under
Section 44 of the Trademark Act, based on Cuban

Regi stration No. 110, 353:

T P T

Furf
R

1}
st oo

— b =

o= =y
i b am e e = e

The resulting registration, i.e., Registration No.
1,031, 651, issued on January 27, 1976 for an initial term

of twenty years.'®

1 Registration No. 1,031,651 includes a disclaimer of “Havana”
and “Fundada en 1878,” and is lined for the color gold. The PTO
accepted a Section 8 declaration on April 12, 1982, and the

regi stration was renewed on June 18, 1996.
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In 1963, the United States inmposed an embargo on
Cuba. See Cuban Assets Control Regulations ("CACR'), 31

C.F.R
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Part 515, promnul gated pursuant to the Trading with the
Eneny Act of 1917, 12 U.S.C. § 95a.' In 1996, Congress
enacted the Cuban Liberty and Denocratic Solidarity

(LI BERTAD) Act, Pub. L. No. 104-114 (1996), which, anpng
ot her things, codified the regul ations inplenmenting the
Cuban enbargo, see 22 U.S.C. 8 6032(h). The Secretary of
the Treasury has the authority to adm nister the Cuban
enbar go, which he has delegated to OFAC. See 31 C.F.R 8
515. 802.

From 1972 to 1993, Cubaexport, a Cuban state
enterprise, exclusively exported HAVANA CLUB rum
primarily to Eastern Europe and the Soviet Union. In
1993, Cubaexport sought to reorganize and find a foreign
partner for its "Havana Cl ub" rum busi ness. Havana Rum &
Liquors, S.A. ("HR & L"), a newy forned Cuban conpany,
entered into a joint venture agreenent with Pernod
Ricard, S.A. ("Pernod"), a French conpany distributing
liquor internationally. Under a Novenber 1993 agreenent
bet ween Pernod and HR & L, Havana Club |International,

S.A. (“HCl”) and HCH were fornmed. HCH and HCI are

7 The CACR prohibit, inter alia, (i) the inportation into the
United States of merchandi se from Cuba or nerchandi se of Cuban
origin, and (ii) the use in U S. commerce of any trademark in
whi ch Cuba or a Cuban national has, at any tine since July 8,
1963, had any interest, direct or indirect. See 31 C.F.R
8§515. 201 and 8515.204, and 31 C F. R 8515.201 and 8515. 311,
respectively.
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entities organi zed under the | aws of Luxenmbourg and Cuba,
respectively. In an agreenment dated January 10, 1994,

Cubaexport assigned the HAVANA CLUB and Design
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trademark and registration to HR & L, and in a subsequent
agreenment dated June 22, 1994, HR & L assigned this
trademark and registration to HCH. '8

After an October 5, 1995 application to OFAC for a
"specific" license authorizing the 1994 assignnents of
t he HAVANA CLUB and Design trademark from Cubaexport to
HR & L, and fromHR & L to HCH, OFAC issued License No.
C- 18147 on Novenber 13, 1995, which approved the two
assi gnnments and aut horized all necessary transactions
incident to the assignnments of the mark

Subsequently, on January 18, 1996, HCH filed a
renewal application for Registration No. 1,031, 651,
cont ai ni ng an excusabl e nonuse decl arati on asserting that
but for the enbargo, HCH would sell HAVANA CLUB rumin
the United States. On June 18, 1996, U. S. Registration
No. 1,031,651 was renewed for an additional termof ten
years.

Al nost one year l|ater, on April 17, 1997, OFAC
revoked License No. C- 18147, stating:

You are notified that, as a result of facts and

ci rcunstances that have come to the attention of

this Ofice which were not included in the

application of October 5, 1995, License No. C-
18147 ...is hereby revoked retroactive to the

8 The Assignment Branch of the PTO recorded the assignment from
Cubaexport to HR & L at Reel No. 1104, Frane No. 0046, on
February 10, 1994 and recorded the assignnent fromHR & L to HCH
at Reel No. 1219, Frane No. 0428, on Septenber 13, 1994.

32



Cancel | ati on No. 92024108

date of issuance. The determ nation to revoke
License No. C- 18147 is made pursuant to §

515. 805 of the Cuban Assets Control Regul ations,
31 CF.R Part 515. Any action taken under this
specific license fromthe date of issuance until
now is null and void as to matters under the
jurisdiction of the Ofice of Foreign Assets
Control . *

Litigation Between the Parties.

Begi nning in 1995, petitioner Galleon S. A
(“Galleon”) produced rumin the Bahamas bearing the
HAVANA CLUB nane, and distributed sixteen cases of this
rumin the United States. From May 1996 to August 1996,
petitioners distributed an additional 906 cases of
Gal l eon’s HAVANA CLUB rumin the United States.

I n Decenmber 1996, HCH and HClI filed a civil action
to enjoin Galleon, Bacardi-Martini USA, Inc. and three
other entities (collectively “Bacardi”) fromusing the

HAVANA CLUB trademark, alleging violations of sections 32

19 OFAC did not provide the reasons for the revocation of the
license. However, the District Court, in its opinion, stated as
fol | ows:

[Tl he "facts and circunstances” which later cane to
the attention of OFAC apparently concerned the

i ncorporation of Pernod into the ownership of HC

Hol ding and HCI. Plaintiffs' Cctober 19, 1995
application, filed by Plaintiffs' counsel, stated
that "each of the assignors and assi ghees are
nationals of Cuba." Plaintiffs' own papers indicate
t hat Pernod, one of the parties involved in the
reorgani zation, is not a national of Cuba.

Havana Club Holding, S.A v. Glleon, S. A, 974 F. Supp 302, n. 7
(S.D.N.Y. 1997) (“Havana Club I1").
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and 43(a) of the Trademark Act. One of Bacardi's

def enses was that OFAC s specific |icense to HCH

aut hori zing the assignments of the U.S. trademark, was
invalid because HCH obtained the mark by fraud. 1In March

1997, the District Court ruled that
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Bacardi | acked standing to challenge OFAC s specific
license to HCH and that OFAC s decision to grant the
specific license was unrevi ewable by the District Court.
See Havana Club Holding, S.A v. Galleon S. A, 961 F. Supp
498 (S.D.N. Y. 1997) (“Havana Club 1").

I n August 1997, the District Court ruled on
Bacardi’s summary judgnent notion on its counterclaimfor
cancellation, finding that HCH had no rights to the
HAVANA CLUB trademark because the specific |icense to
assign the mark to HCH had been nullified by OFAC s
revocati on of the specific license and because the CACR s
general license authority under 31 C.F.R 8§ 515.527(a)
did not authorize the assignment. See Havana Cl ub
Hol ding, S.A. v. Galleon S. A, 974 F. Supp 302 (S.D.N.Y.
1997) (“Havana Club 11”). Although acknow edgi ng t hat
the nullification of the assignnment caused the rights in
the mark to revert to Cubaexport, the assignor, the
District Court did not cancel the United States
registration for HAVANA CLUB and Desi gn because
Cubaexport was not a party to the litigation. 1Id. at
311-12.

On February 4, 2000, the Second Circuit affirmed the
decision of the District Court. See Havana Cl ub Hol di ng,

S.A. v. Galleon S. A, 203 F.3d 116, 53 USPQ2d 1609 ( 2d.
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Cir. 2000), cert. denied, 531 U S. 918 (2000).
Actions taken in the PTO

Petitioners comenced this cancellation proceeding
seeki ng cancel |l ati on of Registration No. 1,031, 651 on
July 12, 1995 with the filing of their original petition
to cancel. On Septenber 4, 1996, the Board granted
petitioners' notion to anend the petition to cancel and
t he suppl enental and anmended petition to cancel (filed
August 20, 1996) becane petitioners' operative pleading
in this case. The supplenmental and anmended petition to
cancel asserts the followng claims; (i) fraud in
obtaining the registration; (ii) fraud in maintaining the
registration (with the filing of the Section 8
affidavit); (iii) fraud in renewing the registration;
(iv) abandonnment based on the |egal effect of the
assignnments of the registration; and (v)

m srepresentation of the source of the goods.

On March 17, 1997, the Board granted petitioners’
nmotion to suspend proceedings due to the civil action
bet ween the parties. The Board also deferred action on
HCH s notion (filed October 18, 1996) for sunmary
judgnent; petitioners’ notion (filed Decenber 3, 1996) to
extend the tine to respond to HCH s notion for summary

judgnent; and petitioners’ nmotion (filed January 6, 1997)
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under Fed. R. Civ. P. 56(f), which were pending at the
tinme.

Several nmonths after the Supreme Court of the United
States denied a wit of certiorari of the Second
Circuit’s decision, petitioners requested on March 1,
2001 that “the judgnent of the United States District
Court ...canceling Havana Club Holding’ s rights in
Regi stration No. 1,031,651 be given effect ...” On July
6, 2001, the Board noted petitioners’ request was not in
accordance with 15 U. S.C. 8§ 1119 providing that
“[d] ecrees and orders [regardi ng cancell ation of
regi strations] shall be certified by the court to the

Director,” and nmmi ntained the proceedings in suspended
st at us.

Three and a half nmonths later, on October 26, 2001,
Acting PTO Director Nicholas Godici issued an order
directing the parties to the District Court proceeding to
show cause why the records of the PTO should not be
rectified to reflect the District Court’s order
i nval idating the assignnents of the registration invol ved
in this proceeding. After the parties responded,
Commi ssi oner of Trademarks Anne H. Chasser issued a

notice on January 15, 2002 providing that PTO records

“Wll be rectified to reflect the district court’s order

37



Cancel | ati on No. 92024108

invalidating the recorded assignnments” and that
“registration records will also be rectified to conform
with the assignnent records.” PTO assignnment records at
Reel No. 2398, Franme No. 0855 now show that Cubaexport is
t he owner of record of Registration No. 1,031,651, as
does the PTO s automated database of registrations. On
March 15, 2002, petitioners filed a Petition for Review
with the Federal Circuit, thereby “appealing” the
Comm ssi oner’s decision. On July 31, 2002, the Federal
Circuit granted the PTO s notion to dism ss and dism ssed
t he appeal, finding that the Federal Circuit’s review of
deci sions concerning trademarks is |limted to the “review
[ of] decisions of the Trademark Trial and Appeal Board
with respect to applications for registration of marks,
cancel |l ati on proceedi ngs, and opposition proceedi ngs.”
Also on March 15, 2002, petitioners filed their
conbi ned notion for summary judgnment and notion to resune
proceedi ngs which we address infra, noting that the civil
action “has |ong since concluded, appeals have been
t aken, and a final decision on the nerits has been
entered.” On April 3, 2002, HCH sought conti nued
suspensi on of the cancell ation proceeding in view of
petitioners' Federal Circuit appeal of the Comm ssioner’s

Notice, which we granted in an order mailed on April 24,
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2002.% We resuned proceedings and reset the time for
further briefing of the summary judgnent notion and
nmotion for reconsideration on April 15, 2003, after the
Federal Circuit had rendered its decision and after Fish
& Neave had obtai ned perm ssion from OFAC to represent

Cubaexport in this proceeding.

20 The Board made minor amendments to its April 24, 2002 order
in an order nailed on May 13, 2002.
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Wth the facts and events nentioned above in mnd,
we turn to the merits of petitioners' summary judgnment
noti on.

Sunmary judgnment is an appropriate nethod of
di sposi ng of cases in which there are no genui ne issues
of material fact in dispute, thus |eaving the case to be
resolved as a matter of law. See Fed. R Civ. P. 56(c).
The purpose of summary judgnment is to avoid an
unnecessary trial where additional evidence would not
reasonably be expected to change the outcone. See Pure
&old, Inc. v. Syntex (U S.A), Inc., 739 F.2d 624, 222
USPQ 741 (Fed. Cir. 1984). A party noving for sunmary
j udgnment has the burden of denonstrating the absence of
any genui ne issue of material fact, and that it is
entitled to summary judgnent as a matter of |law.  See
Cel otex Corp. v. Catrett, 477 U S. 317, 106 S. Ct. 2548
(1986). The evidence nust be viewed in a |light favorable
to the non-nmovant, and all justifiable inferences are to
be drawn in the non-novant’s favor. See O d Tynme Food,
Inc. v. Roundy’s Inc., 961 F.2d 200, 22 USPQ2d 1542 (Fed.
Cir. 1992).

Petitioners maintain that the District Court
“Cancel l ation Order” cancelled HCH s rights in the

registration, found that HCH never acquired any ownership
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rights in the registration and that the assignnments from
Cubaexport to HC & L and fromHC & L to HCH were null and
void. Thus, according to petitioners, “the renewal
affidavit filed by HCH nust also be treated as a nullity
because if HCH was not the registrant and never acquired
any ownership interest of any kind in the subject
registration ...then HCH could not as [a] matter of | aw
renew that application [sic].” They conclude that “HCH s
renewal application was a dead letter just like the
assignnments, so the U S. HAVANA CLUB Regi stration expired
in 1996.” Further, they maintain that “[o]nly
Cubaexport, the putative owner of the U S. HAVANA CLUB
Regi stration in 1996, |lawfully had the power to file the
renewal affidavit”; that Cubaexport has not filed a
renewal application; and if Cubaexport were allowed to
file one now, it would not be “justifiable” because
Cubaexport had transferred its rum business, including
wor | dwi de rights, its personnel and its files, and the
time for filing a renewal affidavit has passed. They
argue that as a result, the registration has expired and
must be cancel | ed.

In response, HCH and Cubaexport, in separate briefs,
argue, inter alia, that because petitioners commenced

this proceeding nore than five years after the issuance
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of the registration, they may not challenge the
registration except on one of the grounds set forth in
Section 14(3) of the Trademark Act. Noting that the
motion for summary judgnent is predicated on the argunent
that the registration should be cancel ed because HCH, not
Cubaexport, filed the renewal application, respondents
contend that the nmotion nust be deni ed because “wrong-
party renewal” is not a ground for cancellation under
Section 14(3).

Respondents al so argue that cancell ation would be
i nequi t abl e under the circunstances of this case.
Specifically, HCH contends in its response as foll ows:

... HCH act ed reasonably and in conpl ete good
faith in renewi ng the Havana Cl ub Regi strati on.
In fact, only HCH could have renewed the Havana
Club Registration during the renewal period:

t hroughout the 1996 renewal period, HCH was the
owner of the registration fromthe perspective
of all concerned, including without limtation
(a) Cubaexport and HCH (both of which then
reasonably believed the assignnments from
Cubaexport to HRL and fromHRL to HCH to have
been legally effective, based on, anong ot her
factors, the existence of the Specific License
.); (b) OFAC (which had granted the then-
effective Specific License); and (c) the PTO
(whi ch processed and accepted w thout question
t he renewal papers filed by HCH)

In fact, during the renewal period, the PTO
woul d have been obligated by law to reject any
application to renew the Havana Cl ub

Regi stration filed by Cubaexport or any other
person or entity other than HCH, because from
t he perspective of the PTO and all others
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concerned, it was HCH that then owned the

registration. It was not until April 1997 —

|l ong after the renewal period for the Havana

Cl ub Registration had cl osed —that OFAC revoked

the Specific License retroactive to its date of

i ssuance; ...and it was not until October 1997

that the court directed the PTOto void the

assi gnnments, revest Cubaexport with ownership of

t he Havana Cl ub Registration, and retroactively

deem Cubaexport as the owner of the registration

at all tinmes since issuance of the registration

in 1976.

In reply, petitioners argue that the “wong-party
renewal ” argunent is a red herring because “the Lanham
Act mandates that a | apsed registration be stricken
automatically” and “[n]o formal cancellation proceeding
is required.” They add that “[e]ven if a cancellation
proceedi ng were required to be brought, appropriate
grounds for cancellation under Section 14(3) include
abandonnent and fraud, as may be asserted here.”
Further, petitioners reiterate that “[o]nly Cubaexport,
the putative record owner of the HAVANA CLUB Registration
in 1996, lawfully has the power to file the renewal
affidavit” and it did not do so. Therefore, they
conclude that the registration is “nothing nore than
‘dead wood’ and the PTO nust rectify the register to
expunge that registration.”

Further, in response to respondents’ contention that

t he renewal application (filed by HCH) was tinely and

proper because it was accepted by the PTO petitioners

43



Cancel | ati on No. 92024108

argue that the district court determ ned that HCH had no
interest in the registration at the time HCH filed the
renewal papers; that under Section 9(a) of the Trademark
Act, the “true owner of the registration” nust file a
renewal application within a specific statutory tine
period; and that HCH was not that true owner.

I n deciding petitioners' summary judgnent notion, we

begin with the decision of the District Court in Havana
Club Il, which stated as foll ows:

Cubaexport's rights arise out of the invalid
transfer of the rights to the mark. The
abortive transfer between Cubaexport, Havana Rum
& Liquors, and Plaintiffs voids those provisions
of the contract relating to the mark, rendering
theminvalid and of no effect. Cubaexport,
Havana Rum & Liquors, and Plaintiffs, as the
original parties to the transaction, are
returned to the status quo ante. Cubaexport,
restored as the owner of the registration,

i nevitably has an interest in the outcome of the
registration issue. Havana Club I, 974 F. Supp
at 311.

The District Court al so recognized that “Cubaexport has a
significant business interest in maintaining the
registration of its mark” and that “[c]ancelling the
registration ...[woul d] neglect the substantial rights of
Cubaexport, a party not before this court.” Although
Bacardi was seeking cancellation of the registration, the
court went on to state:

[ Cubaexport] may reformits agreenent with
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Plaintiffs so that it is once again the conmpany
entitled to export the rum under the Havana Cl ub
mark after the enmbargo is lifted. O, it my
seek to renegotiate the assignnent of the mark
to Plaintiffs after Plaintiffs restructure their
corporate organi zation to conply with the

provi sions of the CACR. Such opportunities
would clearly be inpaired if this Court granted
Def endants' petition to cancel Cubaexport's
registration. Accordingly, Defendants' petition
to cancel the registration is denied, and al
rights to the registration revert to Cubaexport.
| d.

From t he foregoing, we conclude that the District
Court, in addition to specifically declining petitioners'
request that the HAVANA CLUB and Design registration be
cancel l ed, contenplated that the registrati on would
continue to exist.*

Next, we address two of respondents’ argunments which
merit coment. First, both respondents argue that
Section 14(3) of the Trademark Act precludes a chall enge
to the validity of a registration nore than five years
old on the ground of “inproper renewal of a

n 22

regi stration. Respondents are correct -- Section 14(3)

21 petitioners' characterization in its sumary judgment notion
of the District Court’s opinion as a “cancellation order” is

t herefore both m sl eading and incorrect. (W note that
petitioners ceased referring to the District Court’s order as a
“Cancel lation Order” in their reply brief.)

22 Respondents cite to Park ‘N Fly, Inc. v. Dollar Park and Fly,
Inc., 469 U S. 189 (1985) (“A mark that has been registered five
years is protected fromcancell ati on except on the grounds
stated in 8814(c) and (e)”); and Treadwell’s Drifters Inc. v.

Mar shak, 18 USP@@2d 1318 (TTAB 1990) (holding that ownership of a
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does limt the grounds a plaintiff nay assert in a
petition to cancel a registration that is nore than five
years ol d. However, because petitioners base their
sunmary judgnment nmotion on the District Court’s orders,
we give petitioners the benefit of any doubt and construe
the notion as being based on a District Court order
directed to the validity of the registration, and not
based on the “inproper renewal of a registration.” Thus,
we have considered the nmerits of petitioners' sunmary

j udgnment noti on.

Second, one of respondents, i.e., Cubaexport, has
argued that petitioners do “not (and cannot) dispute that
the application for renewal filed by HCH satisfied al
statutory and PTO requirenents for a conplete
application.” Petitioners have not chall enged
Cubaexport’s argunent. Thus, we assune that the renewal
application is otherwise in accordance with “all
statutory and PTO requirenents for a conplete
application” and limt our inquiry to the questions
rai sed by petitioners regarding the validity of the
renewal registration in light of the District Court

deci si on.

regi stered mark is not one of the grounds all owed under Section
14(3)).
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We now turn to the question which is at the heart of
petitioners' notion, i.e., whether the District Court’s
opi nions conpel cancellation of the renewed HAVANA CLUB
and Design registration.

A proper renewal application nust be executed and
filed by the owner of a registration.®”® See 15 U.S.C. §
1059 (1988) and 15 U.S.C. § 1127 (1994); In re Wlla
A .G, 787 F.2d 1549, 229 USPQ 274, n.1 (Fed. Cir. 1986);
37 C.F.R §2.182; and TMEP §1605.03 (2d ed. 1993). If
the owner, as set forth in the application for renewal,
is not the same person or the sanme |egal entity as the

regi strant shown in

23 Trademark Rule 2.182, at the tinme of the renewal, stated:

An application for renewal nmay be filed by the
registrant at any tinme within six nonths before the
expiration of the period for which the certificate of
regi stration was i ssued or renewed, or it may be
filed within three nonths after such expiration ..~

Pursuant to 15 U.S.C. 8 1127, the term“registrant” incl udes

both the original registrant and a person who has acquired
owner shi p through proper transfer of title.
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the registration, continuity of title fromthe registrant
to the present owner nust be shown. Id. The owner nmay
establish its ownership of the registration by recording
papers evidencing each change of ownership in the
Assi gnment Division and specifying where such evidence is
recorded in the PTO or submitting other proof of the
change of ownership. 1d.

In this case, well before the nine-nonth renewal
peri od commenced, ** it appeared that Cubaexport was no
| onger the owner of the registration. According to HCH
and Cubaexport, all of the parties concerned considered
HCH as the owner of the registration. Cubaexport had
assigned the registration to HR & L, and HR & L had
assigned the registration to HCH. The assi gnnments from
Cubaexport to HR & L and fromHR & L to HCH had been
recorded with the Assignnent Branch of the PTO
Continuity of title to an assignee — one of the renewal
requi renents noted above -- fromthe original registrant
(Cubaexport) to HCH existed within the records of the
PTO, and the renewal application was nmade in the name of

HCH, the owner of record.

24 The initial termof the HAVANA CLUB and Design registration
expired on January 27, 1996. Thus, the applicable statutory
renewal period spanned fromJuly 27, 1995 to April 27, 1996.
See Trademark Rule 8§ 2.182; and 15 U.S.C. 8§ 1059 (1988). HCH
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filed the renewal application on January 12, 1996, two weeks
before the expiration date of the registration
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Petitioners contend that “[o]nly Cubaexport
lawfully had the power to file the renewal affidavit.”
However, if Cubaexport had tried to renew the
registration during the applicable statutory renewal
period, it would have been unsuccessful; the Post
Regi stration Division would have properly refused the
renewal application because the owner of record was not
HCH. Additionally, because the mark had actually been
transferred prior to the filing of the renewal
application, a declaration by Cubaexport stating that
Cubaexport was the owner of the registration would not
have been truthful at that time, and therefore renewal of
the registration in the nanme of Cubaexport woul d have
been subject to chall enge.

Two ot her considerations nust be given great weight
in our decision. First, in judging the validity of the
renewal registration, we rmust focus on circunstances in
ef fect when the renewal applicant filed its application,
and not on the circunstances which existed years |ater.
To do otherw se would inject confusion and uncertainty in
the renewal process and adm nistratively burden the
Trademark Office. Second, there is no opportunity now
for Cubaexport to file a new, substitute or anmended

renewal application. The statutory renewal period has

50



Cancel | ati on No. 92024108

| ong passed, and neither we, nor the parties, my extend
or reopen that period.

In view of the foregoing, we conclude that HCH was
in conpliance with PTO renewal rules and practice when it
filed its renewal application in its name, that it filed
a proper renewal application, that the PTO acted properly
in accepting the renewal application and renew ng the
registration in HCH s nanme, and that the resulting
renewal registration is valid and nust be so recogni zed
by the Board. Therefore, and again m ndful that the
District Court has not specifically ordered the
cancellation of the registration, but in fact concluded
t hat Cubaexport “retai ned whatever rights it had in said
mark and the related U S. Registration as of said date,
notwi t hstanding the invalid transfers” and noted that
Cubaexport “may reformits agreenment with Plaintiffs so
that it is once again the conpany entitled to export the
rum under the Havana Club mark after the enmbargo is
lifted,” we conclude that the District Court’s order does
not conpel us to cancel the registration. Petitioners'
sunmary judgnment nmotion is therefore denied.

4. Sufficiency of Clainms in Petition to Cancel.

We next consider the |egal sufficiency of

petitioners' conplaint, i.e., whether petitioners have
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stated any clainms in their supplenmental and anended
petition to cancel upon which the Board may grant relief.
See Fed. R Civ. P. 12(b)(6);% and Small Engi ne Shop,

Inc. v. Cascio, 878 F.2d 883 (5th Cir. 1989)(a court nmay
dism ss a conplaint under its own notion for failure to
state a claim. Petitioners' pleading need only all ege
such facts as would, if proven, establish that
petitioners are entitled to the relief sought, that is,
that (1) petitioners have standing to maintain the
proceedi ng, and (2) a valid ground exists for petitioning
to cancel the involved registration. |In undertaking our
review, we accept all of petitioners’ well-pleaded

all egations as true, and we construe the conplaint in the
i ght nost favorable to petitioners. See TBMP 8§ 503.02
(2d ed. 2003) and cases cited therein.

We consider each of petitioners' allegations in turn
bel ow. Because we find that petitioners have not alleged
any valid ground for petitioning to cancel the involved
registration, we need not consider petitioners' standing
and have not done so.

Fraud in Obtaining Registration.

The suppl enmental and anended petition to cancel

2% Fed. R CGv. P. 12(b)(6) is made applicable to the Board
pursuant to Trademark Rule 2.116(a).
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pl eads as follows in relevant part:

21.

22.

23.

44,

Cubaexport ...was not the successor to Jose
Arechabala, S. A .. The use of the statenent
“Fundado en 1878” as part of the HAVANA
CLUB and DESI GN mark regi stered by
Cubaexport was neant to be understood by
the American public as an indication that
Cubaexport’s rum was sonehow associ at ed
with or approved by the original source of
HAVANA CLUB rumin the United States and
was of the same quality as the rumthey had
previously purchased and enjoyed.

Cubaexport was well aware at the tine it
filed its application ...that it was not the
owner of the mark HAVANA CLUB for rumin
the United States.

Cubaexport knew that the HAVANA CLUB and
DESI GN mark which it applied for in the
United States was still associated with
Jose Arechabala, S. A, the original Cuban
conpany whi ch had previously inported and
sold HAVANA CLUB rumin the United States.
Moreover, the fornula used to make ersatz
HAVANA CLUB rum by Cubaexport was
materially different fromthe fornula used
by the original producers of HAVANA CLUB
rum This formula was changed
surreptitiously in a manner calculated to
decei ve purchasers of HAVANA CLUB rumas to
t he changed nature of the product.

* * *

These fraudul ent acts and statenments
include, but are not limted to, the
statenent that the HAVANA CLUB and DESI GN
mar k was owned by Cubaexport at the tine of
the original application ... [This
statenment was] willfully false and
fraudul ent when made and [was] done with
the intention of fraudulently obtaining
the registration of the HAVANA CLUB and
DESI GN mark on the Principal Register of
the PTO

53



Cancel | ati on No. 92024108

First, we address a mi sstatenent in paragraph 44.
Petitioners allege that Cubaexport represented that it
owned t he HAVANA CLUB and Design mark at the time of the
original application. 1In actuality, Cubaexport nerely
represented that it believed that it was the owner of the
mark in the original application. Specifically,
Cubaexport, by its Director, stated:

...he believes said conpany to be the owner of

the mark sought to be registered; that to the

best of his know edge and belief no other

person, firm corporation or association has the

right to use said mark in commerce, either in

the identical formor in such near resenbl ance

thereto as may be |ikely, when applied to the

goods or such other person, to cause confusion,

or to cause m stake, or to deceive ..

See 35 U.S.C. 8 1051(a)(1l). This difference is
significant because “[w] here there is reasonabl e doubt as
to who is the owner of a mark, it is not fraud to state
in the application oath that one ‘believes hinself, or
the firm corporation or association in whose behalf he
makes the verification, to be the owner of the mark
sought to be registered.”” J. Thomas McCarthy, MCarthy
on Trademarks & Unfair Conpetition

§ 31:71 (4'" ed. 1997).

Next, we consi der whet her paragraph 44 conports with

Fed. R Civ. P. 9(b), which requires that fraud be
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pl eaded with particularity.? Paragraph 44 states in part
that “[t]hese fraudul ent acts and statenments include, but
are not limted to, the statenent that the HAVANA CLUB
and DESI GN mark was owned by Cubaexport at the tine of
the original application ...” To the extent that

par agr aph 44 pl eads

26 Federal Rule 9(b) states:

In all avernents of fraud or m stake, the

ci rcunstances constituting fraud or m stake shall be
stated with particularity. Mlice, intent,

know edge, and other condition of mnd of a person
may be averred generally.
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unspeci fied “fraudul ent acts and statenments,” it does not
nmeet Federal Rule 9(b)’'s requirement that fraud be
pl eaded with particularity. W therefore only consider
the specific “fraudul ent acts and statenents” nentioned
in paragraph 44, i.e., “the statenment that the HAVANA
CLUB and DESI GN mark was [believed to be] owned by
Cubaexport at the time of the original application ”
Fraud in procuring a trademark registration or
renewal occurs when an applicant knowi ngly makes fal se,

mat eri al representations of fact in connection with his
application. Torres v. Cantine Torresella S.r.l., 808
F.2d 46, 1 USPQ2d 1483 (Fed. Cir. 1986). See also Smth
International, Inc. v. Adin Corp., 209 USPQ 1033 (TTAB
1981). The Trademark Act only inposes on an applicant
the obligation that he will not make know ngly inaccurate
or knowi ngly m sl eading statenents in the verified

decl aration formng a part of the application for
registration. See 35 U . S.C. § 1051(a)(1) (1988). Thus,
an applicant need only verify a statenent that “no other
person, firm corporation, or association, to the best of
hi s knowl edge and belief, has the right to use such mark
in comerce either in the identical formthereof or in
such near resenblance thereto as m ght be calculated to

deceive.” Bart Schwartz International Textiles, Ltd. v.
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F.T.C., 289 F.2d 665, 129 USPQ 258 (CCPA 1961). When a
claimof fraudulent m srepresentation is nade regarding a
registrant’s sworn declaration as to its ownership of the
mark and as to the rights of others to use the mark --
whi ch essentially is petitioners' claimin this
proceeding -- a plaintiff nust prove that “at the tinme of
the application for registration, the registrant knew
that others had the right to use and were using the word
[in question] as the name of the product.”? Id. at 260.
Petitioners have alleged that JASA, of Cardenas,
Cuba, had first used the HAVANA CLUB mark in commerce in
the United States as early as the 1930s (paragraph 19);
that the mark “was still associated with” JASA when

Cubaexport filed its application (paragraph 23); that

20 C.f., Intellimedia Sports, Inc. v. Intellimedia Corporation,
43 USQP2d 1203 (TTAB 1997), in which we stated:

[A] plaintiff claimng that the declaration or oath
in defendant's application for registration was
executed fraudulently, in that there was anot her use
of the sane or a confusingly simlar mark at the tine
the oath was signed, nust allege particular facts
which, if proven, would establish that: (1) there was
in fact another use of the sane or a confusingly
simlar mark at the time the oath was signed; (2) the
ot her user had legal rights superior to applicant's;
(3) applicant knew that the other user had rights in
the mark superior to applicant's, and either believed
that a Iikelihood of confusion would result from
applicant's use of its mark or had no reasonabl e
basis for believing otherwi se; and that (4)

applicant, in failing to disclose these facts to the
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JASA was “the original Cuban conpany which had previously
i mported and sold HAVANA CLUB rumin the United States”
(paragraph 23); that in 1963, the CACR i nposed a total

enbargo on all trade between the

Pat ent and Trademark Office, intended to procure a
registration to which it was not entitled.
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United States and Cuba (paragraph 31); and that since the
effective date of the CACR, “no rum produced in Cuba has
been lawfully inported into and sold in the United
States” (paragraph 31). Also, petitioners have all eged

t hat JASA owned four United States trademark

regi strations containing the term *“Havana Cl ub”
(paragraph 19). (We note that by June 12, 1974, the
filing date of Cubaexport’s U. S. application, all of
JASA’'s U.S. registrations had expired.)

Petitioners have not nmade out a legally sufficient
claimof fraud. First, petitioners have not all eged that
there was any use of HAVANA CLUB in the United States by
JASA at the tine when Cubaexport filed its U S.
application.?® (JASA's use in the 1930s, which
petitioners have alleged, is deened too distant in tine
from when Cubaexport filed its application to satisfy
this element of a fraud claim) Second, the pl eaded
facts, even when construed in a |light nost favorable to
petitioners, do not support a key elenent of petitioners'

claim i.e., that Cubaexport knew when it filed its

8 N.b., King Autonotive, Inc. v. Speedy Miuffler King, Inc., 667
F.2d 1008, 212 USPQ 801 (CCPA 1981)(holding that a pl eadi ng of
fraud (in connection with a statenent in an application that no
one el se had the right to use the sane or a confusingly simlar
mark in commerce) requires avernments of fact supportive of
plaintiff’s belief that registrant knew of a third party’ s right
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application that JASA had the right to use the mark in

the United States. JASA’ s

to use a mark in commerce when it filed its application in the
United States.)
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right to use HAVANA CLUB in 1974 was not by any means
clear. JASA's four United States trademark registrations
whi ch included the HAVANA CLUB mark had all expired prior
to 1974, and el even years had passed since the Cuban
enbargo comrenced, barring the inmportation of any Cuban
rum Additionally, petitioners' pleading only alleges an
associ ation of the mark with JASA, not actual use of the
mark in the United States by JASA. An association with
an entity does not allow an entity to indefinitely claim
trademark rights once it has stopped using the nmark.

Rat her, at sonme point, the mark is deened abandoned.
Third, Cubaexport, consistent with the Trademark Act,
merely represented in its application that it believed no
other entity had the right to use the applied-for mark in
the United States. Fraud “will not lie if it can be
proven that the statement [to the PTQl, though false, was
made with a reasonabl e and honest belief that it was
true.” Smith International, supra at 1044.

Thus, the pleaded facts do not support petitioners’
claimof fraud and, consequently, petitioners have failed
to state a claimof fraud upon which relief my be
granted. Petitioners' claimof fraud in obtaining the
registration is therefore di sm ssed.

Fraud in Maintaining Registration.
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As facts underlying this claim petitioners have
pl eaded the foll ow ng:

28. On or about January 12, 1982, a Section 8
Decl aration was filed in the PTO in
connection with Registration No. 1,031,651
On information and belief, that declaration
..wlfully [sic] and falsely stated that
the mark [ HAVANA CLUB] “is still in use on
goods and services in each class as
evi denced by the attached speci nen for each
class showing the mark as currently used.”

29. The Declaration further falsely averred
t hat Cubaexport was the owner of said mark
and registration. As alleged aforesaid,
Cubaexport, at all relevant tinmes, knew
said mark HAVANA CLUB and DESI GN was not
owned by Cubaexport in the United States.
Turning first to the allegation in paragraph 28, we
note that at the time Cubaexport filed its Section 8
decl aration, the practice of the Patent and Trademark
O fice Post Registration Section was that any use, even

use only in a foreign country, was sufficient to neet the
requi renments of Section 8. See Cerveceria India, Inc. v.
Cerveceria Centroanericana, S. A, 10 USPQ2d 1064 (TTAB
1989), aff’'d, 892 F.2d 1021, 13 USPQ@d 1307 (Fed. Cir.
1989); and H Rep. 542, acconpanying H R 6260, 97th
Cong., 2d Sess. 10 (1982), regarding anendnent of Section

»n 29

8 from*“still in use” to “use in comerce. See al so, 2

2% \When Cubaexport filed the Section 8 declaration on January
12, 1982, Section 8 stated as follows, in relevant part:
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Notes From the Patent Office, Section 4, Part 3, Note 8-1

(July, 1965)(“[T]he policy followed is to accept an
all egation that the mark is ‘in use’ as being sufficient
to comply with the requirenents of Sec. 8, without a
statenment of use in comerce. It is considered
significant that the words ‘in use’ in Sec. 8 are not
nodi fied by the words ‘in commerce’ as they are in Secs.
9 and 15.”) Thus, Cubaexport’s declaration conplied with
the applicable statute and PTO Section 8 practice.
Petitioners therefore have not asserted a legally
sufficient claimregardi ng Cubaexport’s statenent on use
inits Section 8 declaration.

Turning next to petitioners' allegation in paragraph
29 that the Section 8 declaration “falsely averred that
Cubaexport was the owner of the mark,” petitioners nust
show t hat Cubaexport’s statenment of ownership was a
false, material m srepresentati on made know ngly. See

Torres, supra; and McCarthy on Trademarks and Unfair

[T]he registration of any mark under the provisions
of this Act shall be cancel ed by the Commi ssioner at
the end of 6 years following its date, unless within
1 year next preceding the expiration of such 6 years
the registrant shall file in the Patent and Trademark
Ofice an affidavit showing that said mark is stil

in use or showing that its nonuse is due to special

ci rcunst ances whi ch excuse such nonuse and is not due
to any intention to abandon the mark ...
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Conpetition, supra at 8 20:15 ("It is relatively clear

that fraud made in affidavits under sections 8 and 15, to
continue a registration and obtain incontestability, also
constitute fraud in 'obtaining' a registration sufficient

for

Section 8 was anended to add the “use in conmerce” requirenment
on August 27, 1982. See Pub. L. No. 97-247 (1982).
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cancellation."). For the reasons set forth in the
previ ous section of this order, including petitioners
failure to allege use of HAVANA CLUB in the United States
when Cubaexport filed its application, we conclude that
Cubaexport could not have know ngly made a
m srepresentation as to ownership of the mark in its
Section 8 decl arati on.

Petitioners' clainms of fraud in connection with
mai nt ai ni ng the HAVANA CLUB and Design registration are
t herefore dism ssed.

Fal se and Fraudul ent Renewal by Respondent Havana Club
Hol di ng, S. A

As another claim petitioners allege as foll ows:

47. The rights, if any subsisted, to the HAVANA
CLUB and DESIGN mark in the United States
and U S. Registration 1,031,651 on or about
January 12, 1996, still resided in
Cubaexport, not Respondent Havana Cl ub
Hol di ngs, S. A. Nonet hel ess, Havana Cl ub
Hol di ngs, S.A. purported to renew said
registration on said date. The purported
attenpts by Cubaexport and Respondents to
transfer said mark and regi stration were,
in addition to being assignnments-in-gross,
null and void ab initio pursuant to 31 CFR
515. 203(a) and cannot serve as the basis
for recognizing any rights to said mark in
Respondent Havana Cl ub Hol di ngs, S. A
Al ternatively, since Cubaexport never
sought to renew Reg. No. 1,031, 651 of said
HAVANA CLUB and DESI GN mark, the
requirenents of 15 U S.C. 1059(a) and (e)
were not net, and the registration thereof
in the United States PTO expired, and said
registration nmust be cancelled and
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expunged.

48. Cubaexport, Respondent Havana Cl ub
Hol di ngs, S.A., and Respondent Havana Rum &
Liquors, S.A., were at all relevant tines
aware of the fact that the purported
transfers of the HAVANA CLUB and DESI GN
mark in the United States and said
registration thereof were prohibited by the
CACR and willfully violated those
regul ations. Furthernore, Respondent
Havana Cl ub Hol di ngs, S.A. know ngly
fal sely represented that it owned said mark
and registration in connection with the
renewal declaration filed on or about
January 12, 1996.

49. \Wherefore, Registration No. 1,031, 651 of
t he HAVANA CLUB and DESI GN mark was fal sely
and fraudulently renewed by Respondent
Havana Cl ub Hol dings, S.A. in violation of
15 U.S.C. 1064(3) and should be cancell ed
as prayed for hereinafter.
We first turn to the allegations of paragraph 47.
The District Court has agreed with petitioners that HCH
did not obtain any rights in the mark or registration
pursuant to the assignnments by Cubaexport and HR & L.
However, despite petitioners' argunents regarding
Cubaexport’s failure to renew the registration, the
District Court did not order the cancellation of the
registration. W have considered the substance of the
al |l egati ons of paragraph 47 in the first half of this
decision in view of the District Court’s orders, and have

concluded that the registration should not be cancell ed.

Turning now to the allegations of paragraph 48, we
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note that petitioners' claimis prem sed on Cubaexport,
HCH and HR & L’s willful violation of the CACR. OFAC,
however, when it revoked its |icense approving the

assi gnnment and aut horizing all necessary transactions
incident to the assignnent of the mark, did not explain
why it revoked the license and did not find that there
was a Willful violation of the CACR * Additionally,
while the District Court found that the “attenpted
transfer of the Havana Club registration fell under the
provi sions of” the CACR, it did not find that there was a
willful violation of the CACR and did not consider
petitioners' allegation that there was fraud in the
assignnments of the registration. See Havana Cl ub |

supr a.

In order to determ ne whether there has been a
fraudul ent transfer of the mark under the CACR, we woul d,
of course, need to exam ne the CACR  The Board has
little or no experience in determ ning violations of
statutes or regulations that do not directly concern
registration of trademarks. The better practice in

determ ni ng whether a violation of a statute or

30 |n fact, the District Court noted that “OFAC enjoys

consi derabl e discretion in granting or revoking |icenses, and
the CACR permt OFAC to amend, nodify, or revoke a |icense at
any time, onits own initiative.” Havana Club Il, supra at 306.
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regul ati on has occurred, or whether a fraud has been

comm tted under one or nore regulatory acts, is to defer
to a court or governnment agency having conpetent
jurisdiction under the statute or regulation involved.
See, e.g., Santinine Societa v. P.A B. Produits, 209 USPQ
958 (TTAB 1981); and Kell ogg Co. v. New Generation Foods,
Inc., 6 U S.P.Q2d 2045 (TTAB 1988). Thus, because

petitioners have not pleaded that a court or

It also found that OFAC s deci sions are not reviewabl e by the
District Court. 1d.
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gover nnment agency having conpetent jurisdiction under the
CACR has found that Cubaexport, HCH and/or HR & L have
willfully violated the CACR, or that the attenpted
transfer of the HAVANA CLUB and Design registration was
fraudul ent or part of a fraudul ent scheme, petitioners
have failed to state a proper claimof false and
fraudul ent renewal upon which the Board may grant relief.
Petitioners' claimof false and fraudul ent renewal is

t heref ore di sm ssed.

Abandonnent .

Petitioners’ allegations regardi ng abandonnent of
the mark underlying the HAVANA CLUB and DESI GN
registration are as foll ows:

37. By Assignnment, dated January 10, 1994,
Cubaexport purportedly assigned the rights
to the HAVANA CLUB and DESI GN trademark in
the United States and U S. Reg. No.

1,031, 651 thereof to Respondent Havana Rum
& Liquors, S. A, a Cuban conpany, with its
address at 305 Mramar, Havana Cuba. ... No
goodwi I | or related assets were conveyed
with the purported trademark, so this

assi gnnment -i n-gross destroyed any rights of
t he purported assignee in or to said HAVANA
CLUB and DESI GN mark or the registration
thereof in the United States.

38. By Assignnent, dated June 22, 1994, Havana
Rum and Liquors, S.A., a Cuban conpany,
pur portedly assigned the rights to the
trademar k HAVANA CLUB and DESIGN in the
United States and U.S. Reg. No. 1,031, 651
t hereof to Respondent Havana Cl ub Hol di ngs,
S.A. ... The assignnent recited that the
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transfer was for $10 and ot her good and

val uabl e consi deration recei ved by Havana

Rum & Liquors, S. A, from Havana Cl ub

Hol dings, S.A. ... No goodwi ||l or related

assets were conveyed with the purported

trademark, so this assignnent-in-gross

destroyed any rights of the purported

assignee in or to said mark or the

registration thereof in the United States.
Because of the Cuban enbargo, Cubaexport, HCH and HR & L
coul d not have inported, distributed, sold or naintained
any assets in the United States, and it was inpossible
for themto separate the mark fromthe busi ness assets.
In view thereof, we conclude, as the District Court did

in Havana Club 11, that the principle of assignnment-in-
gross is inapplicable to this case.* Petitioners' claim
of abandonnent is therefore dism ssed.

M srepresentati on of Source.

31 The District Court in Havana Club Il, supra, addressed this
issue in its opinion at footnote no. 9, stating:

Def endants additionally argue that the separation of
the trademark fromthe appurtenant business, the hard
assets in Cuba, resulted in an assignnment in gross.
As a general matter, Defendants are correct in
asserting that such a situation nmay |ead to an
assignment in gross. However, the principle is
i napplicable to the unique circunstances of this
matter. Cubaexport and Plaintiffs never had assets
inthe United States. Wile the Havana C ub
trademark may be recogni zable by U S. consuners, the
enbargo has prevented Plaintiffs and Cubaexport from
i mporting, distributing, selling, or maintaining any
assets in this country. Thus, it was inpossible for
the Plaintiffs and Cubaexport to have separated the
mark fromthe business assets when no assets existed
in the United States.
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Petitioners allege as foll ows:

54.

55.

56.

Respondent s and Cubaexport have prepared
and caused advertisenments for their ersatz
HANANA CLUB rum to appear in magazi nes and
publications distributed through the
channel s of interstate commerce in the
United States and have paid pronotional
fees or given other inducenents to novie
producers to cause their HAVANA CLUB rum
and their purported HAVANA CLUB and DESI GN
mark to be depicted in novies distributed
in interstate commerce in the United
States, including the film*®“The Firni.
These adverti senents and the use and
depiction of said mark in filns are

desi gned to induce American consuners into
buyi ng Respondents’ ersatz HAVANA CLUB rum
abroad and to build up a demand for said
product when it becones legally avail abl e
for sale in the United States.

The aforesaid actions of Respondents,
including their use of the |abeling

st atement incorporated as a conponent of
the DESIGN portion of the aforesaid mark
that falsely indicates that the producer
was “founded in 1878” is part of a

del i berate scheme by Respondents to pass
off their ersatz HAVANA CLUB rum as bei ng
sonehow approved by the producer of, or as
bei ng the sane quality as, the only HAVANA
CLUB rum ever sold legally in the United
St ates which was produced by Jose
Arechabal a, S. A

Furthernore, said advertising and
pronotional use of said HAVANA CLUB and
DESI GN mar k and Respondents’ ot her

af oresaid acts and om ssions are intended
to confuse the Anmerican public into wongly
bel i eving that Respondents are sonehow t he
| egitimate successor to the origina
producer of the HAVANA CLUB rum sold in the
United States, Jose Arechabala, S. A

| ndeed, the use of the statenent “founded
in 1878” as part of the Design portion of
the mark can have no other purpose.
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Petitioners conclude that respondents “have used the
pur ported HAVANA CLUB and DESI GN mark as a vehicle for
fraud and said mark is being used in violation of 15
U.S.C. 8 1064(3) to m srepresent the source of
Respondents’ ersatz HAVANA CLUB rum”

Section 14(3) of the Trademark Act recognizes a
claimof m srepresentation of source if "the registered
mark is being used by, or with the perm ssion of, the
registrant so as to m srepresent the source of the goods
or services on or in connection with which the mark is
used." We have stated in the past that “application [of
Section 14(3)] under the decisional |aw has ...been
limted to cases involving deliberate and bl at ant
m srepresentati on of source wherein the registration is
merely a vehicle for the m suse rather than evi dence of
even a col orabl e ownership claim and where the mark is
intentionally displayed in such a manner as to facilitate
passi ng off the goods as those of another.” ( oba
Maschi nen GrbH v. d obal Banking Systens, Inc., 227 USPQ
862 (TTAB 1985). See also McCarthy on Trademar ks and
Unfair Conpetition, supra at 8 20.60 (a Section 14(3)
cancellation claimfor m srepresentation "requires a

pl eadi ng that registrant deliberately sought to pass off
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its goods as those of petitioner.") Thus, if Cubaexport
has “even a col orable claimof ownership,” there is no
nm suse and hence no m srepresentati on of source.

Petitioners' claimis prem sed on the assunption
t hat Cubaexport is not the true and |egitinmate owner of
t he HAVANA CLUB mar k, which can only be regarded as a
political question based on the prem se that the Cuban
governnment is not legitimte. Obviously, we, as a
tribunal within the U. S. Departnent of Commerce, do not
have the authority to answer this question. Thus,
petitioners have not stated a claimof nm srepresentation
as to source upon which we may grant relief and the claim
is dismssed.
4. Summary

HCH s notion for reconsideration is denied;
Cubaexport’s notion is denied; and petitioners' notion
for summary judgnment is denied. In view thereof, HCH s
nmotion for summary judgnent; petitioners’ notion to
extend the tine to respond to the motion for summary
judgment; and petitioners’ notion under Fed. R Civ. P.
56(f), which have been pending for sone tine, are denied
as moot. Also, we have found that none of the
al l egati ons of the supplenental and anmended petition to

cancel state a claimfor cancell ati on. Therefore, the
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suppl enental and anended petition to cancel is DI SM SSED.
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