_ THIS DISPOSITION IS NOT _
Mai | ed: CITABLE AS PRECEDENT ADL | :Oe}t“)i\DZOgj
OF THE TTAB D gdh

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

Serial No. 75980911

Ant hony M Keats of Keats MFarland & Wl son LLP for The Pl aytone
Conpany.

Hanna Fi sher, Trademark Exam ning Attorney, Law Ofice 111 (Craig
Tayl or, Managi ng Attorney).

Bef ore Hohein, Walters and Hol tznan, Adm nistrative Tradenmark
Judges.

Opi ni on by Hohein, Adm nistrative Trademark Judge:

The Pl aytone Conpany has filed an application to
regi ster the term"PLAYTONE" as a trademark for "printed matter,

namel y, posters."’

' Ser. No. 75980911, filed on June 22, 1998 as, initially, a part of
Ser. No. 75506099, in which registration was sought on the basis of an
all egation of a bona fide intention to use such termin comrerce.
Fol | owi ng i ssuance of a notice of allowance in connection with the
parent application on Septenber 28, 1999, applicant on June 1, 2000
subnmitted a petition to revive, a request for an extension of tine to
file a statement of use, and a request to divide, each of which was
subsequently granted, and a statement of use setting forth June 1,
1999 as the date of first use anywhere and in conmerce with respect to
the goods in the child application, nanely, posters. Thereafter, with
t he submi ssion of a substitute specinmen of use, applicant filed a
verified anmendnment setting forth February 2002 as the date of first
use anywhere and in commerce for such goods.
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Regi stration has been finally refused, apparently under
Sections 1(d)(1) and 45 of the Trademark Act, 15 U.S.C. 88
1051(d) (1) and 1127, on the ground that as used on the specinens,
the term " PLAYTONE" designates services and therefore does not
function as a trademark for applicant's goods. Registration has
al so been finally refused under Section 1(d)(1) of the Trademark
Act, 15 U.S.C. 8§ 1051(d)(1), on the basis that such term had not
been used in conmerce by the tine the statenent of use was due.?

Applicant has appealed. Briefs have been filed, but an
oral hearing was not requested. W affirmthe refusals to
register.

The various specinens filed in connection with the
application appear to be photocopier reproductions of facsimles
of posters used to advertise various novies. Each of the first
two of such speci nens, however, were found to be "unacceptabl e as
evi dence of actual trademark use because it is indistinct and the
mar k cannot be seen."” The two photographs submtted in response
to the Exam ning Attorney's requirenent for substitute specinens
wer e found unacceptabl e because the posters shown therein display
t he designation "I MAGCEMOVERS/ PLAYTONE" instead of the term
"PLAYTONE." In response to the continued requirenent for

substitute specinens, copies of the facsimle reproduced bel ow,

? The grounds are succinctly stated in the final refusal as follows:

The requirenents for acceptabl e speci nens and use
dates are made FINAL for the reasons set forth in earlier
correspondence. Applicant apparently continues to file
posters advertising its novie production services. The
wor di ng sought to be registered, PLAYTONE, designates
services rather than posters.
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whi ch constitute the substitute specinens at issue herein, were
f ur ni shed:

RN

S JOHNGORBETT  LABE KAZAN
CONSTANTINE .. ANDREA MARTI . JOEY FATONE

Al t hough perhaps difficult to discern in the above, the term

"PLAYTONE" appears as part of the phrase "A PLAYTONE Pl CTURE" on



Ser. No. 75980911

the right-hand portion of the first of the six lines of text at
the bottom of the "MY Bl G FAT GREEK WEDDI NG' novi e poster.’
Applicant, while conceding inits brief that it "could
find no case presenting exactly the sane facts as presented in
this application,” nonethel ess argues that "controlling | aw has
hel d that under anal ogous circunstances [an] Applicant's marks
shoul d be approved for registration.” Specifically, citing and
principally relying on In re Polar Miusic International AB, 714
F.2d 1567, 221 USPQ 315 (Fed. Cir. 1983)," as well as referring
to In re Cooper, 254 F.2d 611, 117 USPQ 396 (CCPA 1958)° and In

* While such poster al so shows, on the left-hand side of the fifth line
fromthe bottomand just above the expression "YAHOO ," the words
"PLAY" and "TONE" depicted within a circle and separated by a dot or a
dash, the sole use of the term"PLAYTONE" is as part of the phrase "A
PLAYTONE PRODUCTI ON' as not ed above.

“ Anong ot her things, such case held in a two-to-one decision that the
nane of the nusical group "ABBA' was registrable as a trademark for
sound recordi ngs containing nusical performances by the group because
t he evidence established that the term"ABBA" indicated not just the
source of the performances but a source of the records and tapes and
the sound recorded thereon. 221 USPQ at 318. The court stated, in
this regard, that while "just showi ng the name of the recording group
on a record will not by itself enable that name to be registered as a
trademark," in instances "[w here, however, the owner of the mark
controls the quality of the goods, and where the nanme of that
recordi ng group has been used numerous tinmes on different records and
has therefore cone to represent an assurance of quality to the public,
the name may be registered as a trademark since it functions as one."
I d.

° The court therein held that the title of a single book, even if
arbitrary, is not registrable as a trademark for books because, in
essence, a book's title is considered to be nothing nore than the name
by which the book may be identified and thus is "descriptive" thereof
in much the sane way that other items of merchandi se are identifi ed.
117 USPQ at 398-400. Nonetheless, in dictum the court also noted
that the title of a series of books may be registrable as a tradenark
therefor where "[t]he nane of the series is not descriptive of any one
book and each book has its individual name or title." 117 USPQ at

400.
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re First National City Bank, 168 USPQ 180 (TTAB 1970),° applicant
mai ntains that while the poster for the novie "MY Bl G FAT GREEK
VEDDI NG' "is also used as a point of purchase display in order to

advertise Applicant's goods in video rental stores,"” "such
posters are sold separately as collector's itens and the poster
image is identical to the inmage on video disks and soundtrack
CDs." In viewthereof, and further asserting that, because the
"mar k PLAYTONE does not stand for any of the actors' nanmes or the
title of any film Applicant has produced,” the "mark is arbitrary
and is properly being used as a trademark to indicate Applicant
as the source of origin of its filns and posters advertising such
films," applicant contends that (footnote omtted):

[JJust as the Federal Grcuit [in Polar

Musi c] held that the ABBA mark was not sinply

being used to identify "the artist performng

on the record rather than the source or

origin of the goods," Applicant's mark

PLAYTONE i s being used to indicate Applicant

as the source of origin of the goods rather

than sinply advertising the filmor the

artists performing in the film

In addition, applicant urges that (enphasis by the

court):’

® The Board in such case held that the title of a series of annually
di stributed record al buns may be registered as a trademark for the
series. 168 USPQ at 181

" Applicant also insists that its "position is further anal ogous to
Pol ar Musi ¢ because Applicant exercises control over the quality of
its products and ... has the right to exercise control over the

qual ity of posters bearing Applicant's mark." Wth respect thereto,
applicant contends that it "releases its filns in the United States
via distribution agreements with film studi os" and "mai ntai ns
licensing agreenents with distribution conpani es and poster producers
to ensure the quality of the posters bearing Applicant's PLAYTONE
tradenmark." It is noted, however, that unlike the present appeal, the
record in Polar Misic contained a portion of an agreenent |icensing
the mark at issue to a record conpany and requiring "appellant to
produce and deliver ... master recordi ngs enbodying the perfornmances”
of the nusical group. 221 USPQ at 316. The court, in particular
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[I]n Polar Music the Federal Circuit
found that because the applicant [therein]
had used the ABBA mark in connection with a
series of nusical titles, such use was
"determ native that ' ABBA' functions as a
trademark and is not just an identification
of the singers ... [given that] the title to
a series of records or books is able to
function as and be registered as a
trademark." Polar Music , ... [221 U.S.P.Q
at 318] (citing In re Cooper, ... 117
US P.Q 396, 400 (1958); [and] In re First
Nat'| Cty Bank, 168 U.S.P.Q 180 (TTAB

1970)). ... Applicant is simlarly using its
PLAYTONE mark to indicate itself as the
source of ... its series of films "My Big Fat

G eek Wedding," "Cast Away," and "Catch Me if
You Can," and its Home Box O fice mniseries
"From Earth to the Moon." Therefore,
Applicant's use is anal ogous to Polar Misic
and shoul d be approved for registration.

We concur with the Exam ning Attorney, however, that as
stated in her brief, "the record does not denonstrate that
PLAYTONE woul d be perceived by readers as designating the source
of posters.” Cearly, as shown by the specinen reproduced
previously, applicant is not anal ogously using the term
"PLAYTONE" as either the title of a series of notion picture
posters or as the nane of a group of actors who performin the
various novies that its posters advertise, such that consuners

woul d regard applicant's goods as "PLAYTONE" posters. Rather, as

poi nted out that, "[b]y express provisions of the license, appellant
controls the nature and quality of the goods"; that the recording
company "recogni zes appellant's ownershi p" of appellant's mark; and
that, under the agreenent, the appellant "is solely responsible for
all recording costs incurred in the production of the masters, and is
solely responsible for paying the artists and all others in respect of
sal es of recordings derived fromthe nasters.” 1d. By contrast,
there sinply is no support in the record for applicant's insistence
that it "has thoughtfully and properly exercised control over the
nature and quality of Applicant's good and services through |icensing
agreenents, production contracts and Applicant's direct supervision.”
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t he Exam ning Attorney accurately observes with respect to the
"My Big Fat G eek Weddi ng" poster:

The first line of text at the | ower edge ..

reads: Gold Circle Filnms presents in

association with Hone Box O fice and MPH

Entertainnent a Playtone Picture "My Big Fat

G eek Wedding". The next three lines contain

t he nanes of actors and actresses.

Section 45 of the Trademark Act, 15 U S. C. 81127,
defines a "trademark" as "any word, nane, synbol, or device, or
any conbi nation thereof,” which serves "to identify and
di stinguish [a person's] ... goods ... fromthose manufactured or
sold by others and to indicate the source of the goods, even if
that source is unknown." It is well settled, however, that not
all words, designs or synbols used in the sale or advertising of
goods function as trademarks, regardl ess of an applicant’s intent

that they do so. 1 J. McCarthy, McCarthy on Trademarks & Unfair

Conpetition, Section 3:3 (4th ed. 2004). Rather, in order to be

protected as a valid mark, a designation nust create "a separate
and distinct comercial inpression, which thereby perforns the
trademark function of identifying the source of the goods to the
custoners.” In re Chemcal Dynamcs, Inc., 839 F.2d 1569, 5
USPQ2d 1828, 1829-30 (Fed. Cir. 1988). A termor nanme does not
function as a trademark unless it is used in a manner which
projects to purchasers a single source of the goods. 1Inre
Mor ganrot h, 208 USPQ 284, 287 (TTAB 1980). Thus, as set forth in
In re Bose Corp., 546 F.2d 893, 192 USPQ 213, 215-16 (CCPA 1976)
(italics in original; citations and footnote omtted):

The Trademark Act is not an act to

regi ster nere words, but rather to register
trademarks. Before there can be
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regi stration, there nust be a trademark, and

unl ess words have been so used they cannot

qual ify.

An inportant function of specinmens in a

trademark applicationis ... to enable the

PTOto verify the statenents nmade in the

application regarding trademark use. In this

regard, the manner in which an applicant has

enpl oyed the asserted nmark, as evidenced by

t he speci nens of record, mnmust be carefully

considered in determ ning whet her the

asserted mark has been used as a trademark

with respect to the goods naned in the

appl i cation.

As used on the specinen at issue herein, the term
"PLAYTONE" does not create a separate and di stinct comrerci al
i npression which perforns the trademark function of identifying
the source of applicant's posters. Aside fromthe fact that such
termis buried within a line of text at the bottom portion of the
poster shown by the specinen and thus is not used in a manner
calculated to project to consuners and prospective purchasers of
posters an indication of the source or origin of such goods, it
is also the case that, even if noticed, the term"PLAYTONE" stil
does not function as a mark which identifies and di stinguishes
the source or origin of applicant's posters. The reason therefor
is that such term as noted previously, appears in the specinen
as part of the phrase "A PLAYTONE PICTURE." As so used, the term
"PLAYTONE" plainly refers to the name of an entity which acted as
t he producer of the notion picture "My Bl G FAT GREEK WEDDI NG'
which is being advertised in the poster rather than serving as an
i ndi cator of a single source or origin of the poster itself.
Accordi ngly, because the term "PLAYTONE" is not used in the

speci nmen in a manner which projects to consuners and prospective
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purchasers a single source of the goods for which registration is
sought, it does not function as a trademark for posters.

Turning to the refusal on the ground that the term
"PLAYTONE" had not been used in conmmerce by the tinme the
statenment of use was due, TMEP Section 1109.09(a) (3d ed. 2d rev.
May 2003) provides in relevant part that:

The dates of use can be supplied after

expiration of the statutory filing period;

however, the applicant nmust nake valid use of

the mark in conmerce on or in connection with

all the goods/services in the application

before the expiration of the tinme for filing

the statenment of use. 37 CF.R 82.71(c)(2).

If the applicant attenpts to anend the dates

of use to state a date of first use in

commerce that is later than the tine

permtted for filing the statenent of use,

t he exam ning attorney nust refuse

regi stration because the applicant failed to

make use within the tinme permtted, and hold

t he application abandoned. :

Since, in the present case, a notice of allowance issued in
connection wth applicant's parent application on Septenber 28,
1999, applicant had until Septenber 28, 2000 to submt a
statenent of use in connection with the instant application,
which is its child application, given that applicant requested
and was granted with respect to the latter a six-nonth extension
of time for filing its statement of use. Consequently, while
applicant tinely filed a statenent of use on June 1, 2000 which
set forth June 1, 1999 as the date of first use anywhere and in
commerce with respect to the goods, nanely, posters, inits child
application, it subsequently filed, with the subm ssion of a

substitute speci nen of use, a verified anendnent on or about
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March 5, 2002° setting forth February 2002 as the date of first
use anywhere and in comerce for such goods. Registration was
accordingly refused inasnuch as applicant's verified anmended date
of first use of February 2002 is plainly later than the date by
whi ch applicant was required to make valid use of the term
"PLAYTONE" as a mark in comerce on or in connection with
posters, which was the Septenber 28, 2000 expiration date for
filing the statenment of use. See Trademark Rule 2.71(c)(2).
Applicant, in its brief, asserts that it "respectfully
di sagrees with the nerit of" the Exam ning Attorney's argunent,
which it insists "is likely the result of a procedural error,"
that it had not made use of the term "PLAYTONE' as a mark in
commerce for its posters prior to the time for filing its
statenent of use in connection therewith. However, rather than
filing a verified anendnent to set forth a date of first use
anywhere and in commerce, such as the June 1, 1999 date set forth
in the statenent of use it filed on June 1, 2000, which is
clearly on or before Septenber 28, 2000, applicant nerely
submtted a copy of such statenment of use. Mbreover, despite the
fact that the specinen submtted with the statenent of use when
originally filed was indistinct and the term"PLAYTONE" coul d not
be seen, thereby pronpting a requirenent that applicant submt a
substitute specinen (which, as noted earlier, was also found to
be unacceptable), applicant insists that submtting a copy of its

statenent of use as originally filed establishes that:

° While the supporting declaration and acconpanyi ng response are both
dated March 5, 2002, the certificate of mailing by Express Miil which
is attached to the latter is dated March 4, 2002.

10
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Appl i cant has used the PLAYTONE mark in

commerce in connection with the goods at

i ssue at least as early as June 1, 1999,

which is prior to the date on which the

statenent of use was filed. Therefore,

Applicant has properly verified its bona fide

use of its mark in commerce during the period

i n question.

We concur with the Exam ning Attorney, however, that
the refusal is well taken. As the Exam ning Attorney correctly
points out, the declaration submtted by applicant on or about
March 5, 2002 in support of its use of the substitute specinen
which is for a poster for the novie "MY Bl G FAT GREEK WEDDI NG'
contains a date of first use anywhere and in comerce of February
2002, which is "well after applicant filed its June 1, 2002 SQU'
(i.e., statenent of use). |In particular, the response filed by
applicant on or about March 5, 2002 states that (underlining in
original): "Applicant anmends its Statenent of Use as foll ows:

Use of the mark anywhere: February 2002[;] Use of the mark in

commerce: February 2002." Likewi se, its supporting declaration

for the substitute specinmen recites that: "The correct dates of
first use as stated in Applicant's Arendnent are: Date of first
use anywhere: February 2002 and Date of first use in comerce:
February 2002." Thus, as the Exam ning Attorney properly notes,
"[e]ffectively, the declaration states that the mark [ PLAYTONE]
was not in use in commerce ... when applicant filed its SOQU' and
the refusal, in view thereof, "nmust be maintained."’ See

Trademark Rule 2.71(c)(2).

° W note, noreover, that appl i cant has not further amended the dates
of first use set forth in its statenent of use. While the Exam ning
Attorney adds that "[a] possible solution may be for applicant to
submt a new declaration with use dates before June 1, 2000 or

11
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Decision: The refusals to register are affirned.

Sept enber 28, 2000," such may not be possible if, as it would seem
the posters (and other pronotional materials) for applicant's "My BIG
FAT GREEK VEDDI NG' notion picture were not in actual use unti
sonetinme shortly before the theatrical rel ease of such novie in early
2002.

12
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