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Bef ore Hohein, Bucher and Drost, Adm nistrative Trademark
Judges.

Opi nion by Drost, Adm nistrative Tradenmark Judge:

On August 27, 1999, the Los Angel es Police Revol ver
and Athletic Club, Inc. (applicant or LAPRAAC) applied to
regi ster on the Principal Register the mark now identified
as TO PROTECT AND TO SERVE (in typed form for goods
ultimately identified as “Beverage gl asses” in

I nternational C ass 21 and “d ot hing, headwear and
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footwear, nanely police and public safety unifornms, vests,
j ackets, coats, foul weather gear, raincoats, overcoats,

gl oves, gymsuits, jerseys, socks, t-shirts, shirts,
shorts, pants, sweatsuits, ties, swi mwear, trousers,
sweaters, pullovers, raincoats, boots, shoes, belts, caps,
sun visors, and headbands” in International Cass 25. The
application (Serial No. 75786737) contains an allegation of
a date of first use and a date of first use in conmerce of
at least as early as 1984.

The examining attorney! ultimately refused to register
applicant’s mark on two grounds. First, the exam ning
attorney held that applicant’s mark fal sely suggests a
connection with the Los Angel es Police Departnent (LAPD)
and therefore the mark is unregistrable under Section 2(a)
of the Trademark Act. 15 U S.C. § 1052(a). The exam ning
attorney al so refused registration on the ground that
applicant is not the owner of the mark under Section 1 of
the Trademark Act. 15 U . S.C. § 1051.

After the exam ning attorney made the refusals to

register final, this appeal followed.

! The current examining attorney was not the original exam ning
attorney in this case.
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W set out the following facts fromthe record that
are primarily gleaned fromapplicant’s and the LAPD s
websi t es.

The LAPD was organi zed in 1869.2 The LAPRAAC was
formed in 1925. It consisted of sworn nenbers of the LAPD
and it opened a pistol range in Elysian Park.® “As the main
fundi ng source of the Los Angel es Police Departnent
athletic program LAPRAAC s goal is to pronote physical
fitness, at the sanme tinme sponsoring activities that reduce
stress and foster canaraderie and an esprit de corps anong

police officers.”?

“LAPRAAC s nenbership represents nore
than 95 percent of the active and retired LAPD."®

In 1932, the Aynpics were held in Los Angeles. *“The
A ynpic Conmittee obtained permi ssion to use the [ LAPRAAC]
range for the pistol and rifle conpetition. Wen the ganes
were over, the Departnment was given the dormitory building.
The structure, which had been used at the Aynpic village,
was di smantled and transported to the Elysian Park site by
of f-duty officers, and then reassenbled for use as a

cl ubhouse. "8

2 General History of the LAPD, p. 2.
® LAPD website, “The LAPD Police Acadeny has a rich history,” p.
16.
* LAPRAAC brochure, p. 3.
5
| d.
® LAPD website, “The LAPD Police Acadeny has a rich history,” pp.
17-18.
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“As the years progressed, a synmbiotic relationship
devel oped between the City and LAPRAAC to provide training
and recreational facilities for sworn (training &
recreational) and civilian (training) nenbers of the
Department.”’

The inportance of police officer training becanme

obvi ous and the LAPD (City of Los Angel es) took it
upon thenselves to nove the Training Division into the
LAPRAAC facility. The year was 1936. It was at this
point in time that a relationship between the LAPRAAC
and the City of Los Angel es was establ i shed.

Handshake agreenents were nmade by both parties that in
effect, the Gty would take over all police officer
trai ning and LAPRAAC would permt the City to use al

of it[s] available buildings. 1In return, the Cty
took on the responsibility of grounds, maintenance,
and facility security. The LAPRAAC byl aws were
anended to include the Conunanding [sic] Oficer of
Training Division as the Qperations Oficer of

LAPRAAC. This gave the city a voice in LAPRAAC
operations. The spirit of cooperation that exists
between the Training D vision and LAPRAAC has been
cultivated for nmore than 60 years.?®

In 1955, “To Protect and to Serve” becane the official
motto of the Police Acadeny and on “Novenber 4, 1963, the
Los Angeles Gty Council passed the necessary ordi nance,
and the credo has now been placed al ongside the Gty Seal

on the Departnent’s patrol cars.”®

" LAPRAAC. Traditions, p. 1.
8 LAPRAAC. Traditions, p. 2.
° LAPD website, “To Protect and to Serve,” p. 1.
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The LAPRAAC identifies itself as “the history, the
social outlet, the fitness [arm of the Los Angeles Police
Departnent.” It says it is “also known as the Los
Angel es Police Acadeny ...[and] is a private club which was
establ i shed over 60 years ago by Los Angel es Police
Oficers as a training facility.”°

The LAPD tel ephone directory has listings for LAPRAAC
inits “Training Division” section under the Elysian Park
Facility and the Ahmanson Recruit Training Center.

The LAPD website in its Q%A section asks the foll ow ng
question: “How can | obtain an itemwth an LAPD | ogo on
it such as a badge, shoul der patch, hat, pin or T-Shirt?”
The answer is: “Due to budgeting and security constraints,
The Los Angel es Police Departnent is unable to provide any
uniformitens to the public. However, shoul der patches and
ot her menorabilia nmay be purchased in person by visiting
the Los Angel es Police Revolver and Athletic Cub
(L.AAP.RA AC) located at the Los Angeles Police
Acadeny.”

The LAPD website also indicates that in 1932, the
A ynpic Conmttee “searched for a suitable |location to

conduct the pistol conpetition. They discovered an

10| APRAAC. “About” website.
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i mprovi sed range in Elysian Park used by Los Angel es police
officers for informal shooting practice. The organizers
built a range to accommobdate the needs of the A ynpics and,
at the conclusion of the ganes, donated the range to the
Los Angel es Police Revolver and Athletic Cub. Over the
years, other buildings and ranges have been added. Since

the 1950’s, the Training Acadeny in Elysian Park has been

used for the majority of the training.”?

The exam ning attorney argues that:

The evidence of record shows that the mark is the
official nmotto of the Los Angel es Police Departnent.

It shows neither the city of Los Angel es nor the Los
Angel es Police Departnent is connected to the goods
sold. It shows the city of Los Angeles and its police
force are well known and a connection between them and
the applicant’s mark woul d be presuned.

Exam ning Attorney’s Brief at 5.
We begin our analysis of the “fal sely suggests a
connection” issue by setting out the rel evant test.

The test for determning the propriety of a refusal to
regi ster based on Section 2(a) has four elenents. The
mark (or part of it) nust be shown to be the sane as
or a close approximtion of the person's previously
used nane or identity, and it nust be established that
the mark woul d be recogni zed as such (i.e., the mark
points uniquely to that person). Further, it nust be
shown that the person in question is not connected
with the goods or services of the applicant, and the
person's nane or identity nust be of sufficient fame
that when it is used as part or all of the mark on
applicant's goods/services, a connection with that
person woul d be presuned by soneone considering

1 LAPD “H story of the Training Division” website.
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purchasi ng the goods/services. Buffett v. Chi-Chi's,
Inc., 226 USPQ 428 (TTAB 1985).

In re Sloppy Joe’s International Inc., 43 USPQ2d 1350, 1353

(TTAB 1997).

There is no real dispute that applicant’s nmark is the
sane as the official LAPD slogan, nor is there any dispute
as to the fact that the slogan is well known and associ at ed
with the LAPD. The essential matter in dispute in this
case is whether there is a connection between applicant and
the LAPD. The exam ning attorney insists that the record
does not show that there is such a connection with respect
to the goods sol d.

In the Sl oppy Joe’'s case, the board held that Ernest

“Hem ngway’ s friendship with the original owner of Sloppy
Joe’s bar, his frequenting the bar and use of the back room
as an office is not the kind of ‘connection’ contenpl ated
by Section 2(a). Rather, a comercial connection, such as
an ownership interest or comercial endorsenent or
sponsorship of applicant’s services, would be necessary to
entitle applicant to register the involved mark.” 43
USPQ2d at 1354. The board al so found that Hem ngway’s
purported cl ai mof co-ownership of the bar was “nere

folklore.” 1d.
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W have an entirely different situation in this case.
The websites and other literature of the LAPRAAC and LAPD
denonstrate that the two entities have had an extensive
nmutual relationship for decades. This relationship
i nvol ves LAPD s use of LAPRAAC facilities in exchange for
LAPD servi ces such as nmi ntenance and security. The
relationship is so close that applicant clains that the Los
Angl es Police Acadeny was al so known as the LAPRAAC. Reply
Brief at 3. Wile we find that the evidence is not
entirely clear that the Police Acadeny was interchangeabl e
with the LAPRAAC, it is apparent that the Police Acadeny
has been | ocated on the LAPRAAC grounds for decades and the
LAPRAAC was associated with the training of LAPD officers.

Furthernore, the LAPD s own website supports
applicant’s argunment that the “connection has been both
publicly acknow edged and endorsed by both parties.” Reply
Brief at 4. The LAPD s tel ephone directory specifically
lists LAPRAAC as an entry in its training division. The
LAPD s website history of the Police Acadeny incl udes
i nformati on concerning the LAPRAAC as an integral part of
the Police Acadeny’s history. Finally, and nore
inportantly, the LAPD s website refers inquiries about

pur chasi ng LAPD nmenorabilia to the LAPRAAC.
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The evidence in this case denonstrates a rel ationship
bet ween applicant and the LAPD that is historical and not
“mere folklore.” It is substantial to the extent that it
i nvol ves the training of LAPD police officers in
association with applicant as well as the use and
mai nt enance of applicant’s real estate. Finally, while the
details are not entirely clear, both parties seemto have
accepted this arrangenment because applicant operates its
shop in facilities shared with the LAPD and the LAPD refers
i nquiries regardi ng LAPD nerchandi se to the LAPRAAC.

Based on this evidence, we cannot say that the
evi dence supports a conclusion that applicant’s mark
fal sely suggests a connection with the LAPD. |Instead, the
evi dence suggests that there is a substantial comerci al
connecti on between applicant and the LAPD. The evidence
fromthe LAPD supports applicant’s argunent that the LAPD
“openly advanced the comercial activities of Applicant.”
Reply Brief at 4. Clearly, applicant is no interloper
trading on LAPD s slogan. The slogan was first devel oped
as the notto of the Los Angel es Police Acadeny that was
| ocated on applicant’s grounds and with which applicant has

been cl osely associated.® Applicant and the LAPD have a

2 However, the evidence does not support applicant’s argunent
that the Police Acadeny and LAPRAAC are virtually synonynous.
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I ong history of a “synbiotic” relationship. Because there
is an actual commrercial connection between applicant and
the LAPD, the record does not denonstrate that the mark
fal sely suggests a connection with the LAPD.

The next issue in this case is whet her applicant is
t he owner of the mark. The exam ning attorney maintains
t hat :

[ Alpplicant is a distributor of goods, such as nugs,

badge replica and clothing that bear the notto of the

Los Angel es Police Departnent, TO PROTECT AND TO

SERVE. The applicant has presented no evidence such

as there being a parent and whol |y owned subsidiary

relationshi p between the distributor and the

manuf acturer that it is nerely a distributor of, to

refute the evidence that it is merely a distributor of

goods bearing the notto of the Los Angel es Police

Depart nent.

Exam ning Attorney’'s Brief at 7.

The exam ning attorney’s argunent seens to rest on the
fact that the notto “To Protect and To Serve” is the
official nmotto of the LAPD as well as the fact that
applicant identifies itself as the exclusive distributor

for itens bearing the LAPD nane. However, the nere fact

that applicant is the distributor of goods is not

Applicant argues that, since they are the same, it should be
considered the first user of the slogan TO PROTECT AND TO SERVE
In re Nucl ear Research Corp., 16 USPQ2d 1316 (TTAB 1990). The

hi story of the slogan supports the conclusion that the slogan was
devel oped as the result of a contest in the internally produced
Los Angel es Police Departnent nagazi ne, BEAT, in 1955. LAPD
website, “The LAPD notto was devel oped froma Contest.”

10
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necessarily fatal to its claimof ownership of the mark. 2
McCarthy on Trademarks and Unfair Conpetition, § 16:46 (4"
ed. 2003) (“[dne who only distributes goods nmade by

anot her can be the ‘owner’ of a trademark which the

di stributor places on the goods to identify the
distributor”). Applicant is not a distributor of LAPD
produced goods with the TO PROTECT AND TO SERVE sl ogan.
There is no evidence that the LAPD i s produci ng goods of
this nature. |Indeed, the LAPD s website indicates that it
is not the source of goods of this type. See LAPD website
“M scel | aneous I nformation” (LAPD is “unable to provide any
uniformitens to the public. However, shoul der patches and
ot her nmenorabilia may be purchased by visiting the

[ LAPRAAC] ") .

Applicant clainms that it controls the nature and
guality of the goods and that it affixes the mark to the
goods. This is not a case where applicant is distributing
t he “goods of a manufacturer or producer.” In re Bee

Pollen from England Ltd., 219 USPQ 163, 166 (TTAB 1983).

Applicant is the source of the goods and the party that the
exam ning attorney alleges is the owner of the mark (LAPD)
denies that it is the source of goods of this nature

sendi ng purchasers for these goods to applicant.

11



Ser No. 75786737

The exam ning attorney apparently considers the LAPD s
ownership rights in the notto to be very broad. “The
exam ni ng attorney should accept the applicant’s statenent
regardi ng ownership of the mark unless it is clearly
contradicted by information in the record.” TMEP § 1201.01
(2003). W are reluctant to resolve this question adverse
to applicant in an ex parte proceedi ng when applicant has
presented a plausible explanation that it is the owner of
the mark for which it seeks registration.

We concl ude by observing that this is an unusual case
t hat perhaps raises nore questions that it answers. It is
clear that the nmotto TO PROTECT AND TO SERVE is the
official notto of the Los Angeles Police Departnent. It is
al so apparent that applicant and the LAPD have had a | ong
and cl ose rel ationship. However, we are faced wth only
two fairly narrow i ssues, i.e. whether applicant owns the
mar kK and whet her the mark, as used on applicant’s goods,
fal sely suggests a connection with the LAPD. As set out
above, we cannot say that applicant is not the owner of
this mark or that the mark as used on the goods falsely
suggests a connection with the LAPD. Those are the only
i ssues we deci de.

Decision: The refusals to register are reversed.
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