THIS DISPOSITION IS
NOT CITABLE AS PRECEDENT

OF THE TTAB

Mai | ed: Decenber 2, 2003

Paper No. 10
BAC

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

In re Boise Cascade Corporation

Serial No. 76363146

Kevin M Hayes of Kl arquist Sparkman, LLP for Boise Cascade
Cor por ati on.

Alex S. Keam Trademark Exam ning Attorney, Law Ofice 114
(K. Margaret Le, Managing Attorney).

Before Simrs, Chapman and Bucher, Adm nistrative Trademark
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Opi ni on by Chapman, Adm nistrative Trademark Judge:

On January 24, 2002, Boi se Cascade Corporation (a
Del aware corporation, with a corporate address in Boise,
| daho) filed an application to register on the Principa
Regi ster the mark BO SE ALLBEAM for “Iam nated wood
menbers” in International Cass 19. The application is
based on applicant’s assertion of a bona fide intention to

use the mark i n commerce.
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Regi stration has been finally refused under Section 6
of the Trademark Act on the basis of applicant’s failure to
conply with a requirenent to disclaimthe word “Boi se.”
Such word, according to the Exam ning Attorney, is
primarily geographically descriptive of applicant’s goods
wi thin the neaning of Section 2(e)(2) of the Trademark Act,
15 U.S.C. 81052(e)(2), and therefore nust be disclai nmed.

Appl i cant has appeal ed. Both applicant and the
Exam ni ng Attorney have filed briefs, but an oral hearing
was not requested.

It is the Exam ning Attorney’ s position that the
primary significance of the term“Boise” is that of a
geogr aphic place, specifically, a city in Idaho, as

evi denced by the following definition in The Anerican

Heritage Dictionary (Third edition 1992): “The capital and

| argest city of Idaho, in the southwest part of the state
on the Boise River, about 257 km (160 m) long. The city
was founded in 1863 after gold was discovered in the river
val l ey. Popul ation, 102,160."

In addition to this definition, the Board takes
judicial notice of the follow ng definitions of “Boise”

(enphasis added):?

! See The University of Notre Dane du Lac v. J.C. Gournet Food
I mports Co., Inc., 213 USPQ 594 (TTAB 1982), aff’'d, 703 F.2d
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(1)

(2)

“city (1990 pop. 125,738) (Capital
of ldaho) ... The largest city in

| daho, with one of the fastest
growi ng netropolitan areas in the
US., Boiseis a RRjunction and
an inportant trade and
transportation center. Mg. (food
processi ng, paper and wood prods.,
conput er hardware and software,
specialty sem conductors and

el ectronics.) ....” The Col unbia
Gazetteer of North Anerica (2000);
and

“al so, Boise City, pop. 125, 738)
state capital and seat of Ada Co.
SW I daho, on the Boise R
Situated on the Oregon Trail, it
was founded in 1863 after the

Boi se Basin gold rush, when the
US Arny built Fort Boise. The
settlement was at first a service
center for nearby mnes. Later

t he econony expanded to include
agriculture and | unberi ng.
Surrounded by a large netropolitan
area, Boise is by far the nost
popul ous city in Idaho, with a
popul ati on growt h of 25% bet ween
1980 and 1990. ...The city is also
a trade center for a |large area of
farms .... Other industries

i nclude lunmber mlling, food
products, and the manufacture of
el ectroni c equi pnent, nobile
honmes, wood and steel products,
and farm machinery. ....” The
Canbri dge Gazetteer of the United
States and Canada (1995).

The Exami ning Attorney contends that “Boise” nanes a

geogr aphi cal

pl ace that is not renpte or obscure; and that

1372, 217 USPQ 505 (Fed. Cir. 1983). See also, TBMP §704.12(a)
(2d ed. June 2003).
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because applicant’s goods cone fromthe geographical place
named in the mark, a public association of the goods with
the place is presuned.

Applicant argues, inter alia, that the Exam ning
Attorney has not made a prim facie case that BO SE ALLBEAM
is primarily geographically descriptive in relation to the
goods;? that the Exanining Attorney is required to establish
a goods/ pl ace associ ation; that even if the Exam ning
Attorney had established a prima facie case, applicant’s
evi dence establishes that the primary significance of BO SE
for | am nated wood nenbers to consunmers i s not geographic,
but rather, it is applicant as the source of the goods;
that applicant has applications for marks on the Principal
Regi ster and registrations of marks on the Princi pal
Regi ster which do not include a disclainer of “Boise” or a
Section 2(f) claimof acquired distinctiveness; and that
doubt regarding whether a termis primarily geographically
descriptive is resolved in applicant’s favor.

Both the Exam ning Attorney and applicant put into the
record photocopies of sone of applicant’s rel ated

applications and registrations. Applicant enphasizes the

2 The Examining Attorney required a disclainmer of the term
“Boise.” She did not refuse registration of the entire mark
BO SE ALLBEAM on the basis that it is primarily geographically
descripti ve.
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few wherein the term “Boise” has not been disclained, or is
not under Section 2(f) on the Principal Register. The
Exam ni ng Attorney enphasi zes those wherein the term
“Boise” is disclaimed, or is under Section 2(f) on the
Principal Register, or is registered on the Suppl enental
Regi ster.

Applicant submitted with its brief on appeal numerous
exhi bits (A P), and the declaration of Susan Wl ton,
applicant’s director of corporate conmunications. Only
sone of the exhibits were previously of record. Wth
regard to the remai nder of the exhibits, as well as the
decl aration of Susan Walton, normally nmaterial submtted
for the first time with applicant’s brief would be excl uded
as untinmely submtted. See Trademark Rule 2.142(d), and
TBMP 81207.01 (2d ed. June 2003). However, in this case,

t he Exami ning Attorney did not object thereto, and, in
fact, she discussed the evidence, treating it as if it was
of record. See TBMP 8§1207.03 (2d ed. June 2003).
Accordingly, the Board considers applicant’s evidence
stipulated into the record.

In order for a mark, or a portion thereof, to be
considered primarily geographically descriptive under
Section 2(e)(2) of the Trademark Act, it is necessary to

show (i) that the mark or relevant portion is the nane of a
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pl ace known generally to the public, and (ii) that the
public woul d make a goods (or services)/place association,
that is, believe that the goods (or services) for which the
mark is sought to be registered originate or will originate
in the nanmed place. See In re Jacques Bernier Inc., 894
F.2d 389, 13 USPQ2d 1725 (Fed. Cir. 1990); In re Societe
General des Eaux Mnerals de Vittel S A, 824 F.2d 957, 3
USPd 1450 (Fed. Cir. 1987); In re JT Tobacconists, 59
USPQ2d 1080 (TTAB 2001); and In re California Pizza
Kitchen, Inc., 10 USPQd 1704 (TTAB 1988). Moreover, where
there is no genuine issue that the geographica
significance of a termis its primary significance, and
wher e the geographical place naned is neither obscure nor
renmote, a public association of the goods and/or services
with the place may ordinarily be presuned fromthe fact
that the applicant’s goods and/or services cone from or
will come fromthe geographical place naned in the mark.
See, e.g., Inre Carolina Apparel, 48 USPQ@d 1542 (TTAB
1998); In re California Pizza Kitchen, Inc., supra; and In
re Handl er Fenton Westerns, Inc., 214 USPQ 848 (TTAB 1982).
The dictionary definitions establish a prima facie
case that the primary significance of the term “Boise” is
geographic. Being a specifically defined, relatively |arge

city in the United States and a state capital, it is
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nei ther renote nor obscure in the context of consumner

awar eness. Considering the first part of the test, we find
the evidence clearly establishes that “Boise” is the nanme
of a place known generally to the public.

This leads to a consideration of the second part of
the test, and here the goods/place association is presuned
because applicant is a corporation |ocated in Boise, |daho,
and applicant acknow edges that its “goods originate from
many different places including Boise, Idaho.” The fact
t hat applicant nmay manufacture goods at | ocations other
t han Boi se, |daho does not nean that the public would not
associ ate applicant’s “lam nated wood nmenbers” with Boise,
ldaho. See In re Chalk’s International Arlines Inc., 21
USPQ2d 1637 (TTAB 1991).

Even if the goods/pl ace associ ati on were not presuned,
it is established on this record by the gazetteer entries
showi ng that Boise, Idaho is known for lunber mlling and
wood products. Moreover, applicant’s own evidence (Exhibit
B) shows that it was founded in 1957 by the nerger of two
Nort hwest ern | unber conpani es, Boi se Payette Lunber Conpany
of Boi se, Idaho and Cascade Lunber Conpany of Yakim
Washi ngton i nto Boi se Cascade Corporation; and that
applicant is now and al ways has been headquartered in

Boi se, I daho. Thus, the record establishes that it is
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reasonabl e for consunmers to assune that the involved goods
w Il cone from Boise, |daho.

In sum the term*“Boise” is a geographic termwhich is
nei ther obscure nor renote; the goods cone fromthe place
nanmed; and the place is known for the goods involved
herein. Cf. Trans Continental Records Inc., 62 USPQd 1541
(TTAB 2002). Because both parts of the enunciated test
have been nmet, we find that the term“Boise” is primarily
geographically descriptive. See In re Conpagnie Generale
Maritime, 993 F.2d 841, 26 USPQ2d 1652 (Fed. Cir. 1993.)

As noted above, the Exam ning Attorney points out that
there are several applications/registrations owned by
applicant in which it has disclainmed the term BO SE or has
regi stered marks including the termunder Section 2(f) or
on the Suppl enmental Register, while applicant contends that
it has “registrations and all owed applications on the
Princi pal Register that do not disclaimthe term BO SE and
t hat were not registered on the Suppl enental Register.”
(Enphasis in original, brief, p. 13). Wile the USPTO
strives for consistency, the Board nust deci de each case on
its own facts and record. See In re Consolidated Foods
Corp., 200 USPQ 477 (TTAB 1978). Wth respect to
applicant’s applications and/or Principal Register

regi strations which do not include disclainmers of the term
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“Boi se” or a claimof acquired distinctiveness under
Section 2(f), we do not have before us any information from
the involved files as to why an Exam ning Attorney did not
requi re such, or dropped any such requirenment, and we can
only speculate thereon. See In re Nett Designs Inc., 236
F.3d 1339, 57 USPQ2d 1564 (Fed. Cir. 2001). Thus, these
applications/registrations are of little probative val ue.
However, applicant’s previous registrations (and
applications) on the Supplenental Register, or under
Section 2(f) on the Principal Register, or including a
di scl ai mrer of “Boise” are nore probative as they evidence
applicant’s acknow edgnent that the term “Boise” is
primarily geographically descriptive of the goods and/or
services involved therein. (See e.g., application Seri al
No. 76358793 for the mark BO SE for, inter alia, “wood pulp
for manufacturing purposes, paper pulp for nmanufacturing
pur poses” and “wood and wood products” was recently
approved for publication under Section 2(f) of the
Trademark Act by the Exam ning Attorney; application Seri al
No. 76362590 for the mark BO SE GLULAM (“gl ul ant
di scl ai med) for “lam nated wood beans” was recently
publ i shed for opposition under Section 2(f) of the
Trademar k Act; Registration No. 2677231 for the mark BO SE

CLASSI C for “high grade |unber” issued January 21, 2003
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pursuant to Section 2(f) of the Trademark Act as to
“Boi se”; Registration No. 2575790 for the mark BO SE GOLD
for “high-grade |unber” issued June 4, 2002 with a
di sclaimer of the term “Boise”; Registration No. 2279010
for the mark BO SE for distributorship and ot her services
inthe fields of, inter alia, office and conputer supplies
i ssued Septenber 21, 1999 pursuant to Section 2(f) of the
Trademar k Act; Registration No. 2542099 for the mark BO SE
EXPRESS for distributorship and other services in the
fields of office supplies and office furniture issued
February 26, 2002 pursuant to Section 2(f) of the Trademark
Act; and Registration No. 2407393 for the nmark BO SE
MARKETI NG SERVI CES (“marketing services” disclainmed) for
di stributorship and other services in the field of
pronoti onal nerchandi se and pronoting the business of
ot hers issued August 7, 2000 on the Suppl enental Register.)
Finally, we are aware that applicant contends the mark
is not “primarily” geographical because its prinmary
significance to the consumng public is to identify
applicant as the source of the goods. Applicant submtted
evidence relating thereto, including informati on such as
sales figures, the costs involved in recently changi ng
applicant’s trade nanme (not its |legal nane), and several

press rel eases issued by applicant. However, the record is

10
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cl ear that applicant has not sought to i nvoke the benefits
of Section 2(f) of the Trademark Act regarding a clai mof
acquired distinctiveness of the word “Boise” for the goods
in this application. Wile this evidence would have been
relevant to the issue of acquired distinctiveness, that
issue is not involved herein. See In re Cazes, 21 USPQRd
1796 (TTAB 1991); and In re MDonald s Corp., 230 USPQ 304
(TTAB 1986) (both cases involve the necessity of clains of
acquired distinctiveness and surnanme refusals).

Deci sion: The requirement under Section 6 for a
di scl aimer of the term “Boise” is proper, and the Exam ning
Attorney’'s refusal to register the mark in the absence of a
di scl ai mer of “Boise” is affirned.

If a disclaimer is entered within thirty days fromthe
mai | i ng date hereof, this decision wll be set aside and
the application file will then be forwarded for publication

of the mark for opposition. See Trademark Rule 2.142(g).
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