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Opi nion by Drost, Adm nistrative Tradenark Judge:

On August 12, 1998, U Haul International, Inc.
(applicant) applied to register the mark shown bel ow on the
Princi pal Register for goods ultimately identified as:

Rental services, nanely, rental of trucks, trailers,
vans, noving vans, autonobiles, recreational vehicles,
autonobil e freight trailers, ranps, hitches, pads, tow
bars, dollies, carriers, hand trucks, canper jacks,
nmovi ng equi pnent, canoes, boats, boat notors, boat
trailers, vehicles, general storage services;

war ehouse and storage space rental services; warehouse
storage services; rental of garage space; parking | ot
services; rental of parking spaces; cargo handling;
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cargo unl oadi ng; furniture noving services; delivery
of goods by truck, car or van; noving van services;
truck hauling; [and] truck tow ng in International
Class 39.1

The mark is described as follows:

The mark consists of the specific placenent of an

illustration readily identifiable with one of the

fifty United States, the District of Colunbia, or one
of the Canadi an provinces, on the rear portion of the
si de panel of a vehicle, extending from about the top
to about the bottom of the panel and between a point
adj acent to the rear of the side panel and a point

adj acent to the rear axle well

Applicant has also included a statenment that the
“matter shown in dotted lines is not a part of the mark and
serves only to show the position of the mark.”

The exami ning attorney? has refused to register
applicant’s mark under Sections 1 and 45 of the Trademark
Act (15 U.S.C. 88 1051 and 1127) because the application
seeks registration of nore than one mark. Because the

exam ning attorney held that application is for nore than

one mark, the exam ning attorney also required the

! Serial No. 75/535,232. The application contains an allegation
of a date of first use and a date of first use in conmerce of
Decenber 31, 1987.

2 The current examining attorney was not the original exam ning
attorney in this case.
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applicant to anmend the drawing to show only one mark and to
amend the description of the mark to describe only one
mark. Wen the refusal and the requirenents were nmade
final, this appeal followed.

The exam ning attorney’ s position is that Tradenark
Rule 52 “explicitly states that ‘the drawi ng nust show only
one mark.’” Examining Attorney’'s Brief at 12.% In
addition, the exam ning attorney held that “the proposed
mark is clearly conprised of [an] elenent that is subject
to change and unregistrabl e because it includes nore than a
single mark.” |d. In support of his position, the

exam ning attorney cited the case of In re Internationa

Fl avors & Fragrances Inc., 183 F.3d 1361, 51 USPQ2d 1513

(Fed. GCir. 1999) and hel d:

Rel ying on the plain | anguage in the description, the
proposed mark, at a mninmum could be one of fifty-

ei ght possible illustrations. However, the seventy-
two photographs in the record denonstrate that severa
states are represented by nmultiple illustrations and

many cities also have their own representative
illustrations. Oher evidence in the record, such as
newspaper articles and email conmunications, show that

applicant periodically introduces newillustrations
for placenent on the side of its vehicles and
equi pnent, all of which applicant believes will be

i ncorporated under the mark identified in the present
application. Moreover, additional geographic

desi gnati ons and pl aces and events of historical or
educational curiosity are also included within the

® W note that the examining attorney’s requirenents for a new
drawi ng and an amended description of the nmark are dependent on
the refusal that applicant is inperm ssibly seeking registration
for multiple marks in a single application.
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applicant’s broad description of the mark. Foll ow ng

the applicant’s logic, and in light of the evidence in

the record, the mark is one of a potentially unlimted

nunber of illustrations that are constantly evol ving

with the creation of new graphics to use on the

applicant’s vehicles.
Exam ning Attorney’s Brief at 14-15.

Applicant responded to the refusal by submtting
evi dence and argunent in support of its position that its
mark is registrable on the Principal Register. Applicant
maintains that its “mark is not unlimted, and the mark as
descri bed by Applicant, can be searched against conflicting
marks.” Reply Brief at 2. Applicant’s evidence consi sted
of the survey questionnaires of 69 individuals who had
rented a truck for household or business goods within the
previous three years. According to an attorney fromthe
law firmof Jeffer, Mangels, Butler & Marmaro LLP,
applicant’s law firmat that time, approxinmately 85.5% of
respondents “associate the mark with a particul ar conpany
or conpanies. Furthernore, well over half (approximtely
58% of the survey respondents identified applicant by nane
as a source of Applicant’s Mark.” Lofgren declaration at
6.

Appl i cant al so subnmitted photographs of the various

di splays on the sides of its vehicles and the sides of its

conpetitor’s vehicles, advertising, pronotional materials,
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newspaper articles, emails, and the declaration of two U
Haul enpl oyees and two i ndependent U Haul distributors.

Appl i cant al so distinguished the International Flavors

deci sion on which the examning attorney relied by arguing
that its mark appears in the sane |ocation; it conveys the
same commercial inpression, it always appears in bold,
vi brant colors, and that since applicant has submtted 79
representations “the public can view the scope of the
mark.” Applicant’s Brief at 22. Applicant goes to
mai ntain that it “has precisely defined the characteristics
of Applicant’s Mark that establish it as nore than just a
concept” and that it is entitled to registration
Applicant’s Brief at 24.

It has |long been held that the “Statute, Rules and
TMEP are all firmy grounded on the principle that a single
application may seek to register only one mark.” Inre

Audi NSU Auto Uni on AG, 197 USPQ 649, 651 (TTAB 1977). The

Federal Circuit has held that an applicant is not permtted
to register nore than one mark in the sanme application.

We agree with the Conm ssioner that under the Lanham
Act and the rules pronmul gated thereunder, a trademark
application may only seek to register a single mark.
See, e.g., 15 U. S. C. Section 1051 (1994) ("The owner

of a trademark ... may apply to register his or her
trademark under this chapter on the principal register
established: ... (3) By conplying with such rules or

regul ati ons, not inconsistent with |aw, as may be
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prescri bed by the Conm ssioner.") (enphasis added).
The | anguage of the rel evant regul ations al so
contenplate that an application nmay seek to register
only a single mark. See, e.g., 37 CF. R Section
2.51(a) (1) (1998) ("In an application under section
1(a) of the [Lanham Act, the drawing of the trademark
shall be a substantially exact representation of the
mark as used on or in connection with the goods ....")
(enphasi s added). Furthernore, the PTO s own
trademar k prosecution guidelines nmake clear that

"[t] here may not be nore than one mark on a draw ng,
since an application nust be limted to one nmark."

U S. Patent and Trademark O fice, Trademark Manual of
Exam ni ng Procedure Section 807 (2d ed. 1993 rev. 1.1
Aug. 1997) (enphasis added).

| nternational Flavors, 51 USPQRd at 1516 (punctuation and

enphasis in original).

Current rules and practice simlarly prohibit the
registration of nore than one mark in a single application
37 CFR 8§ 2.52(a) (2003) (“A drawi ng depicts the mark sought
to be registered. The drawi ng nust show only one mark”);
TMEP § 807.03 (May 2003) (“An application nust be Iimted
to one mark”); TMEP 8§ 1214.01 (May 2003) (“Were an
appl i cant seeks registration of a mark with a changeabl e or
‘phantoni el enment, the exam ning attorney should refuse
regi stration under 88 1 and 45 of the Trademark Act, 15
U S C 88 1051 and 1127, on the ground that the application
seeks registration of nore than one mark”).

Applicant submts that its alleged mark “is a single
mar k” and therefore not a phantommark. Applicant’s Bri ef

at 9. W start by noting that applicant has included nore
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t han seventy phot ographs of what apparently is the use of
its mark on various vehicles. Since virtually each

phot ograph is different, applicant’s argunent that its mark
is asingle mark is difficult to accept. Applicant’s
description of its mark is “an illustration readily
identifiable with one of the fifty states, the District of
Col unmbi a, or one of the Canadian provinces.” A review of
applicant’s photographs of its trucks reveal sone of the
followwng illustrations: rockets, a helicopter, a noose, a
dogsl ed team a notorcyclist, cacti, a surfer, a jet
fighter, tigers junping through flam ng hoops, a cowboy,

t he Space Shuttle, a fisherman, fish, whitewater rafters,
peaches, a dairy farm a football player, farm equipnent,
hot air ball oons, horses, an eagle, a snownobile driver,
and a steamtrain. Applicant’s declarant has indicated
that it is not even limted to these depictions of record.
See Burke declaration at 2 (“The ‘unveiling’ of additional
depictions of the Mark is extensively pronoted”).

Applicant argues that “Applicant’s mark is not unlimted,
and the mark, as described by Applicant, can be searched
against conflicting marks.” Reply Brief at 2. Considering
just sone of the illustrations described above, if the mark

in the application does not enconpass unlinited or
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virtually unlimted illustrations, we are not sure what the
word “unlimted” neans.

Wi |l e applicant attenpts to distinguish Internationa

Fl avors, we find that the case conpels a conclusion that
applicant is seeking to register nore than a single mark in
one application. |In that case, the marks applied-for were
LI VI NG XXXX FLAVORS and LI VI NG XXXX FLAVOR for, inter alia,
essential oils in the manufacture of foodstuffs. The
“XXXX” was identified as a placeholder for “a botanical or
extract thereof.” The Court held that “marks with m ssing
el ements ...enconpass too many conbi nations to nmake a

t horough and effective search possible.” 51 USPQR2d at

1517. The situation is even nore anbiguous in the present

case. Unlike the mark in International Flavors, which

consi sted of three words wth one el enent m ssing,
applicant’s alleged mark is sinply an illustration on the
side of a vehicle.

We also note that International Flavors does not

require that only marks that have “unlimted”
representations are unregistrable. 51 USPQ2d at 1518
(“[We hold that under the Lanham Act, a tradenark
registrant may seek to register only a single mark in a
registration application.”). 1In addition, the Ofice rules

require that only a single mark may be registered in a
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single application. Cdearly, applicant’s description of

its mark enconpasses nore than one mark. See also Inre

Upper Deck Co., 59 USPQ2d 1688, 1690 (TTAB 2001):

We find applicant’s present attenpt to register a

hol ogram whi ch may have a nyriad of shapes, sizes,
contents and the |like to enconpass an even | arger
nunber of conbi nations than the XXXX- containing word
marks in In re International Flavors. The specinens

t hemsel ves show t he varyi ng commerci al inpressions
created by the hol ograns as used on the trading cards.
The design nmay be a baseball field, a racing flag, or
what ever applicant adopts for that particul ar card.
The constructive notice which the Court found
fundanmental to federal registration would be virtually
non- exi stent were applicant permtted to register “a
hol ograni as applied to trading cards.

Accord In re Elvis Presley Enterprises Inc., 50 USPQd 1632

(TTAB 1999) (Applicant not permitted to register a mark
consisting of “the |ikeness and inmage of Elvis Presley” in
a single application when the mark was i ntended to cover
any inmage of Elvis Presley).

The Board has held that an applicant was inpermssibly
seeking the registration of nmultiple marks when it sought
“to register all conbinations and permutations of green,

anber and red squares in a grid.” 1n re Hayes, 62 USPQd

1443, 1446 (TTAB 2002). The Board found that a thorough
and effective search of that mark was not possible. Id.
Even nore so in the instant case, a search here is not

possi bl e because, as indicated above, the range of inmages
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that could be associated with applicant’s design is
virtually unlimted.

Applicant relies heavily on the survey questionnaires
menti oned above in an attenpt to show “that consuners
recogni ze Applicant’s Mark as a single mark that identifies
Applicant and its services and distinguishes themfromthe
services of others.” Applicant’s Brief at 12. In that
survey, the respondents were shown a representation of the
drawing in this application and told that the truck “has a
representation or depiction, identifiable with one of the
U S states, on the rear portion of the side panel.”

Lof gren declaration, Ex. AL W do not find the survey to
be persuasive.

First, even if a |large percentage of respondents
associ ate applicant’s design wth a single conpany, that
woul d not constitute an exception to the requirenent that
an applicant can only apply for one mark in a single

application. Elvis Presley Enterprises, 50 USPQ2d at 1633-

34 (“This is not the first tine that an attenpt has been

made to claimthat the |ikeness and i mage of Elvis Presley
in general serves as a mark. Such an attenpt was rejected
in the past, and we, |ike the Exam ning Attorney, reject it

now. See Estate of Elvis Presley v. Russen, 513 F. Supp.

1339, 211 USPQ 415, 439 (D.N.J. 1981))."

10
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Second, applicant argues that its mark “is recogni zed
as a single service mark” apparently because 85. 5% of
respondents “associated Applicant’s mark with a particul ar
conpany or conpanies.” Applicant’s Brief at 9-10. The
evi dence that applicant has presented does not suggest that
its alleged mark is a single service mark. |Indeed, the
evi dence shows that applicant is using nunmerous designs on
the side of its vehicles. In addition, applicant’s survey
does not indicate that 85.5% of the respondents in the
survey associate applicant’s alleged mark with a particul ar
conpany as applicant argues inits reply brief (page 2).

As applicant’s main brief correctly notes, the survey
respondents associ ated the design “wth a particul ar
conpany or conpanies.” Applicant’s Brief at 10 (enphasis
added). To the extent that applicant is arguing that this
evi dence denonstrates that its alleged mark functions as a
service mark, the application has not been refused
registration on this basis and the evidence is not rel evant
to the refusal of record.

Even if we view the survey in the context of the issue
of whet her applicant has applied for a single mark, the
survey does not support applicant’s argunent. The majority
of survey respondents either did not associate the alleged

mark with any particul ar conpany or conpanies or, if they

11
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did, the respondents associated it with nore than one
conpany or they had no opinion as to whether the all eged
mar k was associated with one or nore than one conpany.
These results, if anything, suggest that the respondents do
not viewthe alleged mark appearing on the vehicles as a
mark, but as nultiple designs fromdifferent sources.

In addition, applicant relies on Levi Strauss & Co. v.

GIFM I nc., 196 F. Supp.2d 971, 62 USPQ2d 1394 (N.D. Calif.
2002). However, in that case the court found that the
marks in the Levi’'s Tab registrations are “specific,
definite, and clear.” 62 USPQRd at 1401. Indeed, while
applicant has argued that its mark is simlar, the

registrant in the Levi Strauss case was not claim ng

anyt hing di splayed on its tab. The trademarks in that case
were “a small, rectangular tab of a defined dinension

extending fromthe seamof a garnent.” Levi Strauss, 62

USPQ2d at 1401. 1In effect, the mark was the tab and its

| ocation. Applicant in the instant case is not clainmng a
rectangul ar sign design on the rear side panel of a
vehicle. |Indeed, a conparison of the drawing and the

desi gns on the vehicles show that applicant’s designs are
painted on the rear side of applicant’s vehicles w thout
any line separating the design fromthe rest of the

material on the side of the vehicl es. Unli ke the Levi

12
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Strauss case, the applicant’s mark is described as varying
illustrations associated with states and provi nces
di spl ayed on the side of its vehicles.

Regardi ng applicant’s other evidence, even if consuner
recognition would justify the registration of nore than one
mark in a single application, the evidence that applicant
has submtted is equivocal regarding whether the public
recogni zes the designs on applicant’s vehicles as anything
ot her than decorative pictures. For exanple, the email
comuni cations that applicant has received indicate that
menbers of the public often consider the designs on
applicant’s vehicles as nmere decorations. See, e.g. (1) “I
would like to see a U Haul with seals and wal ruses and
pol ar bears and orca whales on it”; (2) “How about
Wl ves??? They can be really cool looking!!!”; (3) “Native
Anericans”; (4) “You guys should think about doing a
fishing graphic. Fly fishing is one of the fastest grow ng
sports in America”; and (5) “You should picture the Earth
from space, showing the Internet as trails of |ight
zi gzaggi ng across the United States.”

Finally, applicant argues that its design “al ways
appears in bold, vibrant colors and includes the nane of
the applicable U S. state or Canadi an province with the

illustration of the mark.” Applicant’s Brief at 21.

13
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Nei t her of these characteristics are a feature of the mark
applicant has applied to register and therefore they do not
provi de any basis for concluding that applicant’s all eged

mark is registrable.

Decision: The exam ning attorney’s refusal to register
applicant’s mark because it inpermssibly seeks to register
nore than one mark in a single application under Sections 1
and 45 of the Trademark Act is affirnmed. Simlarly, the
exam ning attorney’s requirenents for a draw ng that
depicts a single mark and a description of the mark that

describes only a single mark are affirned.
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