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Opi ni on by Chapman, Adm nistrative Tradenark Judge:

On March 9, 1994, Software Publishers Association
filed an intent-to-use based application to register
CERTI FI ED SOFTWARE MANAGER on the Principal Register as a
certification mark for “software asset and |icensing
managenent” in International Cass B. Applicant’s
certification statenent reads as follows: “The
certification mark, as intended to be used by persons

aut hori zed by the certifier, will certify that said persons
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have passed certifier’s exam nation and have net
certifier’'s standards for software asset and |icensing

managenent . " ?

The net hod- of -use clause originally read “the
mark is intended to be used by applying it to
advertisenents, brochures, and indicia that certification
has occurred.”

In the first Ofice action, the Exam ning Attorney
refused registration of the proposed mark as nerely
descriptive under Section 2(e)(1) of the Trademark Act, 15
U S.C. 81052(e)(1), and as being nerely a title or degree
and not functioning as a certification mark under Sections
4 and 45 of the Trademark Act, 15 U.S.C. 881054 and 1127,
and, inter alia, required that applicant state it will not
use the certification nmark as a service mark as required by

Section 4, 15 U. S.C. §1054, and Trademark Rule 2.45. The

Exam ning Attorney made of record the Whbster’s Il New

Ri verside University Dictionary (1984) definition of

“certify” as “v. —fied, -fying, -fies. ... 1.a. To confirm
formally as true, accurate, or genuine, esp. in witing.

b. To guarantee as neeting a standard. ... 5. To issue a

! The original application certification statenent was amended to
use the words “certifier” and “certifier’s” in place of the words
“applicant” and “applicant’s.” It is noted that if applicant
ultimately prevails, then the application nust be remanded to the
Exam ning Attorney to seek an anendnment to the certification
statenent reflecting use rather than intent to use.
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license or certificate to.” He also nade of record
printouts of several excerpted stories retrieved fromthe
Nexi s database to show that the term “software manager” is
commonly used to refer to sonmeone who nanages the use of
software for a conpany. (For exanple, “Software managers
must be conversant in current technol ogy and technol ogy
trends, but to deliver software profitably, they nust be

skilled managers first.” Conputerworld, June 21, 1993; and

“Few experienced corporate software nanagers will bet their
schedul e and jobs on tinely software rel eases.”

| nf or mati onWeek, July 25, 1994.) Applicant responded

thereto, arguing, inter alia, that the mark is not nerely

descriptive; that there is no evidence of use of the words
CERTI FI ED SOFTWARE MANAGER t oget her (except by applicant),
and that the mark functions as a certification nmark.

The Exami ning Attorney then issued a Final Ofice
action on the two refusals and the requirenent, and advi sed
applicant regarding its co-pendi ng application Serial No.
74/ 498,699 (for the same mark for various educational and
testing services in International Cass 41) that the United
States Patent and Trademark O fice (USPTO or O fice) wll
not register the sane nmark as both a service nmark and a
certification mark. The Exam ning Attorney included

therewth dictionary definitions of the terns “software”
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and “manager,” and printouts of several additional stories
retrieved fromthe Nexis database.

Proceedi ngs were then suspended by the Exam ning
Attorney pending the registration or abandonnent of
applicant’s co-pending application Serial No. 74/498, 699
for the sanme mark for services in International C ass 41.
On August 17, 1998, the Exami ning Attorney resuned
prosecution of this application as the prior application
for services was abandoned in Decenber 1997.

On February 17, 1999 applicant filed an anendnent to
al | ege use and an amendnent of the application to one
seeki ng registration on the Suppl enental Register.?
Applicant’s amendnent to all ege use under Trademark Rul e
2.76 includes (i) three specinens, all being photocopies of
a certificate, (ii) a clainmed date of first use and first
use in commerce of May 1994, and (iii) an anmended net hod-
of -use cl ause which now reads: “The mark i s used by
applying it to certificates, decals and related materials.”

Applicant’s specinmen of record is reproduced below in

reduced form

Z Because of applicant’s amendnent to the Suppl enental Register,
the effective filing date of this application becones the date
appl i cant amended to the Suppl emental Register after filing an
accept abl e amendnent to allege use. The effective filing date of
this application is now February 17, 1999. See TMEP 8815. 02
(Third Edition 2002).
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Thig certificate is awarded to

PAMELA PANKIEWICZ

for successiully completing the requirements fo beosms a

- Certified Software Manager

November 21, 1997 im&u ﬂ.'l'l-'fnh
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In an Qctober 9, 1999 Ofice action, the Exam ning
Attorney stated that the prior filed co-pending application
for services, having been abandoned, was no | onger a
potential problemw th respect to registration of the
instant application for a certification mark, and refused
regi stration on the Suppl enental Regi ster because the
proposed mark (i) “merely designates a title or degree and
does not function as a certification mark” under Sections 4
and 45 of the Trademark Act, and (ii) “is incapable of

identifying the applicant’s [certification] services and
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di stingui shing them fromthose of others” under Section 23
of the Trademark Act.?

The Exam ning Attorney al so raised severa
requi renents, nanely, that the current specinens (three
phot ocopi es of a certificate issued to a person who
conpl eted the course) are unacceptabl e under Trademark Rul e
2.56(b)(5) because they are not exanples of use of the mark
by parties authorized by the certifier and because
applicant’s nane appears thereon only as the issuer of the
training certificate, (i.e., that applicant itself
“certifies” only that a person has passed an exam nation
adm ni stered by applicant); and that these speci nens do not
show certification services, but only use of the termfor
educational or training services. The Exam ning Attorney
al so required that applicant submt (1) a copy of the
standards used to determ ne whether others may use the
certification mark under Trademark Rule 2.61(b) and TMEP

§1306.06(g)(ii) (Third Edition 2002):* and (2) a statenent

® Specifically, the Examining Attorney argued that the term
“‘*software manager’ is commonly used to aptly identify a
particular job position by third parties. ... The addition of the
generic term‘certified,” for certification services, does not
create a registrable term” The Board interprets this refusal as
one of genericness of the mark as a whol e.

* Al though the Examining Attorney did not specifically repeat
this requirenment (perhaps because applicant had offered to amend
the identification froma certification mark to one for
educational services), the Board' s review of the record reveal s

t hat applicant has never submitted “a copy of the standards that
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that applicant is not engaged in the production or

mar keting of the services in relation to which the mark is
used pursuant to Section 4 of the Trademark Act, Trademark
Rule 2.45 and TMEP 81306.06(g)(v) (Third Edition 2002).

In response, applicant submtted a declaration stating
that it will not engage in the production or marketing of
the services to which this mark is applied as a
certification mark. Applicant argued that the specinens
are certificates presented to those who conplete
applicant’s certification programand that these persons
then use the certificates as indicia of certification; that
t he USPTO issues registrations for certification marks
which are routinely used to indicate that individuals have
passed exam nations adm nistered by the certifier; and that
the mark functions as a certification mark and i s capable
of identifying applicant’s certification services.
Applicant submtted printouts fromthe USPTO s Trademark
Text and | nage Dat abase of 16 registered certification
mar ks. These third-party registrations (sone of which have

been cancel |l ed under Section 8 or have expired under

determ ne whet her others may use the certification mark on their
goods and/or in connection with their services” which is required
by Trademark Rule 2.45(a) and (b). Thus, if applicant ultimately
prevails, the application nust be remanded to t he Exam ni ng
Attorney for appropriate action regarding this requirenment (in
addition to the need for an anmended certification statenent

di scussed, infra).
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Section 9 of the Trademar k Act) include registrations which
i ssued on the Principal Register, on the Principal Register
under Section 2(f) and on the Suppl enental Regi ster (al nbst
all of which include disclainers of sone of the words
conprising the mark). See, for exanple, CERTIFIED

REG STERED NURSE HOSPI CE ( Suppl enent al Regi ster--expired
under Section 9), CERTIFIED | MAGO THERAPI ST (Pri nci pal

Regi ster, with the words “certified” and “therapist”

di scl ai med), CERTIFIED FI RST ASSI STANT (Principal Register
under Section 2(f)), NATIONAL CERTI FI ED MASTER GROOVER
(Suppl emental Register, with the words “certified nmaster
groomrer” di scl ai med).

Applicant stated that if the Exam ning Attorney
“remains of the opinion that there is sonme problemw th the
applicant adm ni stering an exam nation to determ ne
certification, then it is requested that this application
be converted froma certification mark application to a
service mark application, and that it be amended to cover
“providing educational and training services in the field
of software asset and |icensing nmanagenent.’”

In responding to applicant’s papers, the Exam ning
Attorney then sent an Cctober 5, 2000 Ofice action stating
that the refusal to register “on grounds that [the

desi gnation] does not function as a certification mark is
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mai nt ai ned,” but explaining that the application could be
anended to seek registration of the mark for services in
International Class 41. The Exam ning Attorney
specifically explained that applicant’s proposed
identification was indefinite and he suggested, if
appropriate, “educational services nanely offering sem nars
and courses in the field of software Iicensing and
managenent.” He required substitute specinens because the
speci nens of record were unacceptabl e as evi dence of actual
service mark use because the phrase CERTI FI ED SOFTWARE
MANAGER i s used thereon only to identify atitle or degree
as opposed to a course of study or training course; and
that the references to certification mark requirenents
shoul d be deleted fromthe application. The Exam ning
Attorney expl ained that conpliance with these requirenents
woul d pl ace the application in condition for issuance on
t he Suppl enental Register.

In response thereto applicant, on April 5, 2001,
subm tted a photocopy of the Board s Septenber 8, 1999
decision in another of applicant’s related applications,
Serial No. 74/528,311, to register the mark CSM as a
certification mark for “software asset and |icensing
managenent.” Applicant’s specinens in this second rel ated

application -— decals and blank certificates which had not
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yet been used by a third party authorized by applicant —-
had been rejected by the Exam ning Attorney because the
certificate was not filled in wth an individual’s nane,

but the Board reversed the Exam ning Attorney, finding that
t he speci nens were acceptabl e under the Trademark Act and
the Trademark Rules of Practice.® Applicant requested based
thereon that “the Exam ning Attorney accept the sane
specinens in the present application, and approve this mark
as a certification mark [on the Suppl enental Register].”

On Cct ober 4, 2001 the Examining Attorney issued a
final refusal to register on the Suppl enental Register as a
certification mark, explaining that the Septenber 8, 1999
Board decision in applicant’s related application for the
mark CSM dealt with whether the speci nmens were unacceptabl e
sol ely because the nane on the certificate had not been
filled in, whereas in this application the Exam ni ng
Attorney has never questioned whether the specinen
certificates (which do have a nane filled in) could
denonstrate certification services, but rather, the
Exam ning Attorney finds the speci nens do not show use of

CERTI FI ED SOFTWARE MANAGER as a certification mark, but

®> The certificate specimen subnmitted in applicant’s second

rel ated application Serial No. 74/528,311 and all the specinens
subm tted herein are photocopies of the sane certificate, except
an individual’s nane has been inserted on those submitted in this
appl i cation.

10
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instead it is used only to identify a title or degree on
the certificate, and registration was refused under
Sections 4 and 45 of the Trademark Act.®

Applicant filed a request for reconsideration and a
notice of appeal. 1In the request for reconsideration
appl i cant argues that the Exam ning Attorney never
addressed whether the decal was an acceptabl e speci nen
evi denci ng use of CERTIFI ED SOFTWARE MANACER as a
certification mark; that the amendnent to allege use refers
to use of the mark on “decal s” and a decal was submtted
with applicant’s amendnent to allege use.” The Exami ning
Attorney deni ed the request for reconsideration explaining
that the only specinens of record in this application are
the three photocopies of a certificate; that no decal s have
been properly made of record as specinens in this case
(i.e., submission of a decal along with an affidavit or
decl aration supporting the use thereof); and that
applicant’s use of the words CERTIFI ED SOFTWARE MANAGER on

either the certificate or the decal conveys only the

® Wiile the Examining Attorney did not specifically w thdraw the
genericness refusal, the Board nust treat it as wi thdrawn as he

did not further assert that refusal or argue with regard thereto.
" MApplicant included with its request for reconsideration a

phot ocopy of what applicant identifies as a decal.

11
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commercial inpression of atitle or degree and thus, does
not function as a certification mark.?2

Bot h applicant and the Exam ning Attorney have filed
briefs on the case. Applicant did not request an oral
heari ng.

Applicant essentially contends that the specinens of
record support issuance of the mark CERTI FI ED SOFTWARE
MANAGER as a certification mark on the Suppl enenta
Regi ster. Specifically, applicant argues that the present
specinen, a certificate displayed by those certified by
applicant, is not nmerely an indication of a title or
degree, but rather serves as an acceptabl e speci men show ng
use of the mark as a certification mark; that there is no
wordi ng on the specinen stating it is a title or degree;
that there is no per se rule that a certificate cannot
serve as a specinmen to support use of a mark as a
certification mark; and that applicant is not awarding a
title or a degree, but is certifying a person’s ability to
perform software asset and |icensing nmanagenent.

The Exam ning Attorney essentially contends that the

t erm CERTI FI ED SOFTWARE MANAGER, as used on the specinen of

8 The Examining Attorney distinguishes this use fromapplicant’s
use of the designation “CSM as a certification mark appearing on
t he speci nen herein.

12
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record, is not used as a certification mark, but only
identifies atitle or degree conferred, and thus the
applied-for mark fails to function as a certification mark,
and is not registrable as a mark under Sections 4 and 45 of
the Trademark Act. Specifically, the Exam ning Attorney
contends that a termnmay not be registered as a
certification mark if the proposed mark nerely designates a
title or degree because such use does not certify anything;
that the specinens of record are the primry neans by which
the comercial significance of the term sought to be
registered is projected to the purchasing public--either as
a certification mark or in sonme non-registrable function,
such as identifying a title or degree; that in this
application the specinmens are three photocopies of a
certificate filled out in an individual’s name, and there
are no ot her specinens of record herein, including any
decal s, which could be considered additional or substitute
speci mens®; that the Examining Attorney does not disagree

that certificates (and decal s) could be acceptable

® The Examining Attorney contends that even if the Board

consi dered the photocopy submtted by applicant on April 4, 2002
and identified by applicant as a decal as properly in the record,
t he decal consists of sinmply the words CERTI FI ED SOFTWARE MANAGER
(each word over the next word) and all three stacked words
appearing to the left of applicant’s CSM and head design | ogo,
and it would |ikew se be perceived by viewers as only indicating
that the bearer thereof is the holder of the title CERTIFIED
SOFTWARE MANAGER

13
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speci nens of use for a certification mark, but here the
primary issue has al ways been whether these particul ar
speci nen certificates show use of the words CERTIFI ED
SOFTWARE MANAGER as a certification mark or whet her those
words only identify a title or degree held by the bearer of
the certificate; and that applicant’s use of the letters
CSMis conpletely different from applicant’s use of
CERTI FI ED SOFTWARE MANAGER on the certificate specinens of
record in this application, in that the letters CSM are not
directly associated with the nane of the individual hol der
of the certificate, are part of applicant’s human head
design | ogo, and are presented near the bottom corner of
the certificate, as conpared to applicant’s use of
CERTI FI ED SOFTWARE MANAGER promnmi nently di splayed in the
center of the certificate as the title or degree being
conferred on the named bearer of the certificate, with no
ot her neani ng or use appearing thereon.
“Certification mark” is defined in Section 45 of the

Trademark Act, 15 U.S. C. 81127, as foll ows:

The term “certification mark” neans,

any word, nanme, synbol, or device, or

any conbi nation thereof--

(1) used by a person other than
its owner, or

(2) which its owner has a bona
fide intention to permt a person

14
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ot her than the owner to use in
commerce and files an application
to register on the principal

regi ster established by this Act,

to certify regional or other origin,
mat eri al, node of manufacture, quality,
accuracy, or other characteristics of
such person’s goods or services or that
the work or |abor on the goods or
services was performed by nmenbers of a
uni on or other organization.

As explained in the TMEP 81306.03 (Third Edition
2002) :

A certification mark may be used to
certify that the work or |abor on the
goods or services was performed by a
menber of a union or other

organi zation, or by a person who neets
certain standards and tests of
conpetency set by the certifier. 15

U S C 81127. The certifier does not
certify the quality of the work being
performed, but only that the work was
performed by a nenber of the union or
group, or by soneone who neets certain
standards. (Case citations omtted.)
Used in this manner, the mark certifies
a characteristic of the goods or
services. \Wether or not specific
matter functions as a certification
mar k depends on whet her the nmatter is
used in connection with the goods or
services in such a manner that the
purchasing public will recognize it,

ei ther consciously or unconsciously, as
a certification mark

Cccasionally it is not clear whether a
termis being used to certify that work
or | abor relating to the goods or
services was performed by soneone
neeting certain standards or by menbers
of a union or other organization to

15
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i ndi cate nenbership or whether the term
is nerely being used as a title or
degree of the perforner to indicate

pr of essi onal qualifications. Mat t er
that m ght appear to be sinply a title
or degree may function as a
certification mark if used in the
proper manner. (Case citations
omtted.)

Prof essor J. Thomas McCarthy expl ains proper use of a

certification mark at 3 J. Thomas MCarthy, MCarthy on

Trademarks and Unfair Conpetition, 819:93 (4th ed. 2001) as

follows (footnotes omtted):

For a synbol to be registrable as a
certification mark, that synmbol nust,
by its nature and use, function such
that buyers are likely to recognize the
synbol as a synbol of guarantee or
certification. For exanple, a
designation indicating that a nerchant
is the recipient of atitle or degree
must be used in such a way as to
indicate certification. But the use of
such a designation in a way that would
not normal |y be perceived by consuners
as a certification mark will not be
registrable. ... The rationale of the
Patent and Trademark O fice is that
titles and degrees (such as Professor,
Pr of essi onal Engi neer, Certified
Dietician, JD, CPA, and MD) are not
used to certify goods and services when
used only to convey “personal

i nformati on about the individual and
certify some characteristic only about
t he individual’s achievenent” rather
than certifying the characteristics of
services rendered by that individual

A certification mark for goods nust be

used in a manner anal ogous to that
required for trademarks, nanely on the

16
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goods or their containers or on

di spl ays associated therewth.

Simlarly, a certification mark for

servi ces must be used in a nanner

anal ogous to that of a service mark

nanely in the sale or advertising of

the services rendered. °

The record before us in this case indicates, and the
Exam ni ng Attorney does not dispute, that applicant is
engaged in certifying that persons who use the designation
“CERTI FI ED SOFTWARE MANAGER’ in connection with software
asset and |icensi ng managenent have successfully passed
applicant’s exam nation thereon. (As noted earlier in this
deci sion, applicant did not submt a copy of its standards
as required by Trademark Rule 2.45. Thus, we cannot state
that the record indicates that persons using the
desi gnati on CERTI FI ED SOFTWARE MANAGER have successfully
met any standards of experience, skill, training or
conpet ency.)
However, the question of whether a designation serves

as a mark, or a particular kind of mark, nust be determ ned

on the basis of the manner and context in which the

designation is used, as reveal ed by the speci nens and ot her

1 See al so, Professor McCarthy’s “Comment on certification marks”
at 3 J. Thomas McCarthy, MCarthy on Tradenmarks and Unfair
Conpetition, 819:96 (4th ed. 2001); and In re University of

M ssissippi, 1 USPQd 1909 (TTAB 1987). See generally, Terry E.
Hol t zman, “Tips Fromthe Trademark Exam ning Operation —
Certification Marks: An Overview,” 81 Trademark Rep. 180 (1991).

17



Ser. No. 74/498601

literature of record, and the significance which the
designation is likely to have to nenbers of the rel evant
public because of the manner in which it is used. In order
for an applicant to obtain registration of a certification
mark it should be clear fromthe record that the

ci rcunst ances surroundi ng the use and pronotion of the mark
will give certification significance to the mark in the

mar ket pl ace. See In re National Association of Legal
Secretaries (International), 221 USPQ 50 (TTAB 1983). That
is, when an applicant seeks registration of a certification
mark, it is the use by persons other than the owner of the
mar k, subject to the owner’s control, which is the primary
consideration in determ ning prospective purchasers’

per cepti ons.

In the application now before the Board, the only
information indicating use of the designation CERTIFI ED
SOFTWARE MANAGER is the certificate specinen reproduced
earlier herein.'' Thus, the question of whether “CERTIFIED
SOFTWARE MANAGER' functions as a title or degree or whether

it functions as applicant’s certification mark for software

"W agree with the Exanmining Attorney that the photocopy of a
decal submitted without a supporting affidavit or declaration as
required by Trademark Rule 2.59 is not properly of record in this
application. Even if the decal had been properly made of record,
the use of the designation CERTIFI ED SOFTWARE MANAGER t hereon i s
that of a title or degree of the bearer thereof and not a
certification of the involved services.

18
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asset and |icensi ng managenent services nust be determn ned
fromthe context in which it is used as revealed by the
speci nen of record, and if the specinen establishes that
the designation will be perceived by purchasers or

potential purchasers of the software asset and |licensing
managenent services as a certification mark, or as sinply a
title or degree conferred on the individual whose nane
appears on the certificate. The statenent in the
certificate specinen reads: “This certificate is awarded to
_____ for successfully conpleting the requirenments to
becone a Certified Software Manager Date Signature

Li ne.”

The Examining Attorney put into the record, inter
alia, the dictionary definition of “certify” (“certified”)
whi ch shows how the term “certified” could be understood by
t he purchasing public, and based on applicant’s use, that
term woul d be perceived as applicant sinply issuing a
certificate to the bearer for conpletion of the course.

Al so, the Exam ning Attorney’ s subm ssion of numnerous
excerpted stories retrieved fromthe Nexis database shows
that “software manager” refers to soneone who manages the

use of software for a conpany or business, and would be so

under stood by the purchasing public.

19
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The | anguage on applicant’s specinen and t he cont ext
t hereof nerely indicates that the hol der has been awarded

the title or degree of “Certified Software Manager,” and is
not likely to be perceived by the rel evant purchasers as a
certification mark. See In re National Association of

Pur chasi ng Managenent, 228 USPQ 768 (TTAB 1986) (Board held
acronym“C.P.M,” which stands for “certified purchasing

manager,” as used by persons other than the owner
(applicant) subject to the owner’s control, and directed to
prospective recipients of the authorized users’ services,
the only use of which in the case consisted of business
cards of two purchasing managers, does not constitute use
as a certification mark, but rather functions solely as a
title or degree); In re National Association of Legal
Secretaries (International), supra (Board held (i) the

desi gnati on “PROFESSI ONAL LEGAL SECRETARY,” as used on
applicant’s speci nmens, business-card-size certificates,
does not constitute use as a certification mark, but rather
nerely identifies a title awarded to the cardhol der, and
(i) the designation is nerely descriptive of persons
having the ability to performas a professional |egal
secretary to which applicant stated it certified); In re

Institute of Certified Professional Business Consul tants,

216 USPQ 338 (TTAB 1982) (Board held “C P B C,” as used on

20
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applicant’s specinmens, the business cards of an authorized
i ndi vidual, does not constitute use as a certification

mar k, but rather nerely identifies a title or degree earned
by an individual); In re Professional Photographers of

Ohio, Inc., 149 USPQ 857 (TTAB 1966) (Board held “ CERTI FI ED
PROFESSI ONAL PHOTOGRAPHER, ” as used on applicant’s

| etterhead speci nens, does not constitute use as a
certification mark, but rather as one of a nunber of
titles).'?

Ct., Inre National Institute for Autonotive Service
Excel | ence, 218 USPQ 744 (TTAB 1983) (Board held (i) a
design mark consisting solely of two neshed gears was not a
mutilation of the mark as used which included the words
“NATI ONAL | NSTI TUTE FOR AUTOMOTI VE SERVI CE EXCELLENCE” and
“CERTI FI ED GENERAL MECHANIC,” and (ii) use of the mark on
cloth insignias to be worn by individuals certified by
applicant, coupled with the record showing that in order to

qgual ify a nechanic nust neet certain standards as to

2 For anal ogous cases on designations used as titles or degrees,
but involving collective nmenbership marks or service marks, see
In re Thacker, 228 USPQ 961 (TTAB 1986); In re Mrtgage Bankers
Associ ation of Anerica, 226 USPQ 954 (TTAB 1985); American
Speech-Language- Heari ng Associ ation v. National Hearing Aid
Society, 224 USPQ 798 (TTAB 1984); In re International Institute
of Valuers, 223 USPQ 350 (TTAB 1984); In re Institute for
Certification of Conputer Professionals, 219 USPQ 372 (TTAB
1983); In re Packagi ng Educati on Foundation, Inc., 184 USPQ 832
(TTAB 1974); and In re The National Society of Cardi opul nmonary
Technol ogi sts, Inc., 173 USPQ 511 (TTAB 1972).

21
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experience and training, pass applicant’s tests for each
area of autonotive nmechanics, and to retain certification
must retake and pass the tests every five years,
establ i shed use as a certification mark.)

Regar di ng applicant’s subm ssion of 16 third-party
regi strations, we note, as explained earlier herein, that
the crucial question in these types of cases is whether the
mark is used in such a manner that it would be perceived by
the rel evant purchasing public as a certification mark or
rather if the use reflects that it would be perceived as
nmerely a title or degree held by the bearer thereof.
| nasmuch as applicant did not submt the specinmens or any
ot her portion of the record fromthese third-party
regi strations, they are of very limted probative value in
this case. St at ed anot her way, there has been no show ng
that the registration of any of the 16 third-party
regi strations was inconsistent with the |law and policy set
forth herein regarding the registrability of certification
mar ks. Presumably, the specinens and other information of
record in each of those 16 registration files show valid
certification mark use and not use solely as a title or
degree.

In any event, the Board' s task in an ex parte appeal

is to determ ne, based on the record before us, whether
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applicant’s mark is used as and woul d be recogni zed by the
purchasing public as a certification mark. As often noted
by the Board, each case nust be decided on its own nerits.
We are not privy to the records of the third-party
registration files, and noreover, the determ nation of
registrability of those particular marks by the Tradenmark
Exam ni ng Attorneys cannot control the nerits in the case
now before us. See In re Nett Designs Inc., 236 F.3d 1339,
57 USPQ2d 1564, 1566 (Fed. Cir. 2001) (“Even if some prior
regi strations had sone characteristics simlar to
[applicant’s application], the PTO s all owance of such
prior registrations does not bind the Board or this
court.”)

Consi dering the overall evidence in this case, we
agree with the Exam ning Attorney that the designation
CERTI FI ED SOFTWARE MANAGER, as a whole, is used as a title
or degree and does not function as a certification mark.

Decision: The refusal to register on the Suppl enent al
Regi ster under Sections 4 and 45 of the Trademark Act is

af firnmed.
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