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Opi nion by Drost, Adm nistrative Trademark Judge:

On May 5, 2000, Jerold Raber (petitioner) filed a
petition to cancel two registrations owed by Al eda M
Kell gren. The first registration® is for the mark HOUSE

OF AN-JU, in typed form for:

! Registration No. 2,208, 106, issued Decenmber 8, 1998, and it
was based on an application filed March 6, 1997. The
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non- medi cat ed groom ng preparations, nanely,
shanpoos, hair texturizers, conditioners, detangling
preparations, bay rumfor felines, oils for adding
sl eekness to fur and groom ng powders, all for small
ani ml pets, nanely, cats, dogs, and ferrets, both
adult and infant in International Class 3.

The second registration (No. 2,208,108), for the
mar k shown bel ow, alleges the sane dates of use for the
sane goods. It is based on an application that was filed
on March 7, 1997, and the registration issued on Decenber

8, 1998.

IHonse
ok
. fijl—f'il

However, respondent has voluntarily agreed to
surrender this registration. Answer, p. 3. 1In an Oder
dat ed June 22, 2001 (p. 3), the Board determ ned that the
petition to cancel this registration would be granted
upon final disposition of the proceeding. This
registration will, therefore, be cancell ed.

Petitioner has sought the cancellation of
respondent’s remaining mark for several reasons.
Petitioner alleges that he is the owner of the mark

because “Raber orally agreed with Dounchis [origina

registration contains a date of first use and a date of first
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owner of the mark] to purchase the House of An-Ju

busi ness, trademarks and associated good will.” Brief at
21. Therefore, petitioner asserts that he is the owner
of the mark, not respondent. |If petitioner is not the
owner of the mark, then petitioner alleges that the nmark
i s abandoned because of petitioner’s uncontrolled use of
the mark. Finally, petitioner alleges that respondent
acted inequitably when she obtained the registration
using petitioner’s copyrighted literature as specinens in
the trademark application. Respondent denied the salient
al |l egations of the petition to cancel.

The Record

The record consists of the file of the involved
registrations; the trial testinony deposition, with
acconmpanyi ng exhibits, of petitioner; the trial testinony
deposition, with acconpanying exhibits, of respondent;
the trial testinony deposition of Sarepta Landreville,
the | andl ord of June Dounchis; petitioner’s subm ssion of
respondent’s di scovery deposition; and petitioner’s
subm ssi on of respondent’s answers to interrogatories and
responses to the requests for production of documents.

Both parties have filed briefs. An oral hearing was

hel d on Decenber 12, 2002.

use in comerce of July 1978.
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Facts

(1) June Dounchis originated the HOUSE OF AN-JU
trademar k and began using the mark in 1978. Raber dep.
at 128.

(2) Raber first tal ked with Dounchis by tel ephone in
1988, and by early 1989 his business began “handling her
products.” Raber dep. at 10.

(3) “At this point, we were dealers. At this point
we were buying product fromher and retailing it at [pet]
shows.” Raber dep. at 12.

(4) On October 16, 1993, Raber and Dounchi s agreed
t hat Raber should take control of the distribution
process of HOUSE OF AN-JU products. Raber dep. at 18.

(5) Dounchis continued to bottle and distribute
HOUSE OF AN-JU products to deal ers outside the United
States as well as “one account in the US that she kept -
that did both cats and dogs, and she kept a couple of dog
di stributors, the catal og house and at | east one vendor.”
Raber dep. at 22.

(6) In 1994, Raber placed an ad in Cat Fanciers’

Al manac that announced, under June Dounchi s’ s signature,
that “[i]n order to better serve the U S. nmarket while we
concentrate on the European market, we are proud to

announce JEROB Di stributing [Raber’s conpany] has been
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appoi nted as our sole U S. distributor.” Raber dep. at
66; Pet. Ex. 27.

(7) Raber testified that Dounchis transferred the
HOUSE OF AN-JU business to himfor the foll ow ng

consi der ati on:

| paid her cash over a period of tinme. | paid
her merchandi se over a period of tinme. | agreed
to assunme the product liability insurance. |

agreed to assune advertising costs for ads run
in Cat Fanciers’ Al manac and sone ot her
publications. | amtrying to think what else.
| assumed the cost and the | abor of producing
the | abels, of doing the artwork for the
advertising. | gave over half ny catalog to
House of An-Ju fromthe period of 1994 to
present. All of this was in consideration for
t he assignnent of the mark and the business in
the US to ne.

Raber dep. at 98-99.

(8) Raber testified that there is no docunmentation
that contains the terns of the agreenent between hinself
and Dounchis. Raber dep. at 102.

(9) On cross-exam nation, Raber testified that
Dounchi s agreed “to turn the whol e busi ness over to
[ Raber] and the trademark for $20,000 to $25,000.” Raber
dep. at 1009.

(10) Raber testified that as part of the agreenent
Dounchis was permtted to “use the mark in certain

situations in the US.” Raber dep. at 110.
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(11) Dounchis continued to bottle HOUSE OF AN-JU
products until shortly before her death. Landreville
dep. at 8.

(12) On February 25, 1997, Dounchis signed a paper
that stated that “being physically and financially unable
to rum nmy business, ‘House of An-Ju,’ as an act of
friendship and | ove do hereby sell my business nane of
‘House of An-Ju’ and the ‘castle’ | ogo which acconpanies
the name, to ny friend, Aleda Kellgren, for the sum of
$1.00, knowi ng that she will keep the integrity of ny
products, and the quality that ‘House of An-Ju’ has been

for over twenty years. | hereby, give Aleda Kellgren the

rights to all trademarks involving ‘House of An-Ju.
Pet. Ex. 45.

(13) After Dounchis signed the assignment docunent,
she continued to run the House of An-Ju busi ness.

Q Is it fair to say that up until the tinme
June died in October of 1999 that the business,
t he House of An-Ju business, was her
responsi bility?
A. [Kellgren] | would say she ran it until the
day she died, yes, | would.
Q And would you al so say that up until the day
she died the future of that business as creator
of that business, that she was solely
responsi ble for the success or failure of that
busi ness?
A. Up until the day she died?
Q Up until the day she died.
A.  Yes.

Kel |l gren dep. at 128.
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(14) On March 6 and 7, 1997, respondent filed two
trademark applications that eventually resulted in
Regi stration Nos. 2,208,106 and 2,208,108. Pet. Ex. 38
and 39.

(15) Dounchis died on October 3, 1999. Pet. Ex. 55.

(16) On that sanme day, respondent sent out a letter
i nform ng people that Dounchis had died and that “June
sold the conpany to ne a few years back, and the
trademar ks for House of An-Ju, Reg. No. 2,208, 106
regi stered Dec. 1998 and al so trademark Reg. No.
2,208,108 registered Dec. 8, 1998 are in ny nane Al eda
Kellgren. Jerob will no I onger be distributing House of
An-Ju.” Pet. Ex. 55.

(17) On May 5, 2000, petitioner sought to cancel
respondent’s registrations.

Li kel i hood of Conf usi on

Both parties agree that “there is a likelihood of
confusi on between the regi stered marks of Registrant as
applied to the goods set forth in those registrations and
mar ks used by Raber on his goods.” Petitioner’s Br. at
2; See also Answer, p. 2, 1 10. Inasnmuch as both parties
are using the identical mark on at |east overl apping

goods, there is a |ikelihood of confusion.

Owner shi p
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Both parties allege ownership of the HOUSE OF AN-JU
trademark for various pet products. Petitioner clains
that the mark was assigned to himas a result of an oral
agreenment with Dounchis in 1994. Respondent, on the
ot her hand, clainms ownership as a result of a witten
assi gnnent dated February 1997. |f the evidence
est abl i shes that Dounchis assigned the mark to petitioner
t han the subsequent assignnent to respondent woul d not be
effective. Neither side disputes that Dounchis was the
origi nal owner of the mark. Raber dep. at 128 (“1 knew
that she had used it from 1978 to 1994); Kellgren dep. at
303 (“I was thinking about when the conpany was forned,
whi ch was 1978”). The only question here is to whom did
Dounchi s assign the HOUSE OF AN-JU nmarK.

We start by observing that “[a]ln assignment in
writing, however, is not necessary to pass comon | aw
rights to

trademarks.” Gaylord Bros. v. Strobel Products Co., 140

USPQ 72, 74 (TTAB 1963). See also Hi-Lo Manufacturing

Corp. v. Wnegard Co., 167 USPQ 295, 296 (TTAB 1970). In

the event that there is no witten assignnent:

[Aln assignnment or transfer of interest in a trade
desi gnati on may be established by cl ear and
uncontradicted testinmony by a person or persons in a
position to have know edge of the transactions
affecting said designations; and the common | aw
rights in a mark will be presunmed to have passed,
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absent contrary evidence, with the sale and transfer
of the business with which the mark has been
identified.

Sun Valley Co. v. Sun Valley Manufacturing Co., 167

USPQ 304, 309 (TTAB 1970).

In this case, petitioner’s evidence falls far short
of the “clear and uncontradicted” testinmony required in
this case. First, petitioner’s own testinony on the
subject is not clear on alnobst any significant point.
For exanmple, the date of when petitioner purportedly
acquired the trademark is uncl ear:

A. [Raber] In the course of those discussions, it
was decided that | was going to produce the
groom ng powders known as House of An-Ju Star
Dust Groom ng Powders, and at that tinme it was
deci ded that over a period of time | would take
over all of the US operations and the tradenark.
Al right. And did you do that over sone period
of time?

Yes. It took several years, but over a period
of time | took over the operations and June was
in Europe running the European part of the
operation nost of the tinme. The agreenment was
that she would continue with the European

di stribution and the European sal es.

Raber dep. at 29.

Even the cost of the alleged purchase is not
specific. See Raber dep. at 109 (“Q So you’'re saying
that she agreed to turn the whol e busi ness over to you
and the trademark for $20,000 to $25,000? A. [Raber]

Yes.”). See also Raber dep. at 98-99.
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The testinony concerning the nebulous terns of the
all eged sale of the “House of An-Ju” business does not
neet the requirenment for clear testinmony regarding the
transaction. |In addition, the actions of Dounchis and
petitioner subsequent to the alleged sale are not always
consistent with a transfer of ownership of the mark
Raber hinmself was responsible for a press rel ease issued
under June Dounchis’s nanme that stated that “[i]n order
to better service the U S. market while we concentrate on
t he European market, we are proud to announce JEROB
di stributing has been appointed as our sole U S.
distributor.” Pet. Ex. 27. See also Resp. Ex. 5 (Fax
from Raber to Philippe Liouche dated Novenber 13, 1999,
stating that “[w] hen she [Dounchis] agreed with nme that |
was to be the sole U S. distributor, she would not sign
an agreenent.” \While Raber testified that “[n]either
Ms. Dounchis nor | were intending to or cared to
di scl ose the extent of the agreenent between us” (p.
103), nonetheless the evidence that both Raber and
Dounchi s chose to describe their relationship as that of
a distributorship undercuts the testinmony that Raber
purchased the trademark from Dounchis.

Finally, we note that Dounchis assigned the sane

trademark to another party (respondent) in 1997 in a

10
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written assignnment document. While it is certainly
possi bl e that Dounchis was assigning the sanme trademark a
second tinme, it is also evidence that undercuts Raber’s
testinmony that there was an earlier agreenent to sell the
trademark to him “An agreenment inplied in fact is
‘founded upon a neeting of m nds, which, although not
enbodi ed in an express contract, is inferred, as a fact,
from conduct of the parties showing, in light of the

surroundi ng circunstances, their tacit understandi ng.

Hercules, Inc. v. United States, 516 U S. 417, 424

(1996), quoting, Baltinmbre & Ghio R. Co. v. United

States, 261 U. S. 592, 597 (1923). Here, we cannot infer
fromthe conduct of the parties that Dounchis agreed to
sell the HOUSE OF AN-JU trademark to Raber, and

t herefore, we cannot conclude that petitioner is the
owner of the HOUSE OF AN-JU narKk.

Abandonnent

Next, we address petitioner’s claimthat respondent
abandoned the mark at issue. Raber argues that its
“busi ness activities (subsequent to the oral assignnent
of the marks to himin 1994) in controlling the
manuf acture and quality of the goods, controlling the
advertising of the goods sold under the nmarks, designing,

ordering and applying | abels carrying the marks to the

11
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containers with the goods, controlling the bottling of
the product as well as other activities to be detail ed
herein, all since 1994 to date, all amunt to such
uncontrol |l ed use of the trademarks as to result in
abandonment of the marks and their dedication to the
public.” Brief at 22.

Raber testified that Dounchis was experiencing
serious distribution and quality control problens with
her products. Raber at 16 (“[S]he had problens with the
quality of the nmerchandi se that was comng from M. Lee
[the manufacturer]”); 17 (“We had 10 gal lons of pure
garbage”); 19 (“The nmethod of distribution for the
products was falling apart all over the place. She had

deal ers who were furious with her. She had real problens

with retail customers. It was a total mess”). Raber
testified that Dounchis “asked if we would be willing to
hel p her straighten out the distribution mess.” Raber at

19. Subsequently, petitioner with a few exceptions
becane “the sole bottler and distributor in the United
States.” Raber dep. at 23.

At that point, Dounchis turned over control of a
significant portion of her business to petitioner to

remedy these problens. However, allowi ng petitioner to

12
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serve as a distributor did not create an uncontroll ed
| i cense.

In a licensing situation, the question to be
determ ned is whether the |icensor exercises
sufficient control to guarantee the quality of the
goods sold to the public under the mark. An
uncontrolled licensee, that is, a |icensing
arrangenent in which the licensor retains no quality
control or supervision over the use of the mark by
the licensees, results in an abandonnent of rights
in the mark. \Whether, in fact, sufficient control
is exercised is a question of fact in each case and
t he burden of proving |l ack of control or
insufficient control is on the party claimng the
abandonment. In order to avoid abandonment of its
mark, a licensor need not show that its quality
control efforts are conprehensive or extensive...
Control may al so be adequate where the |icensor
justifiably relies on the integrity of the |icensee
to ensure the consistent quality of the services
perfornmed under the mark.

Wbodstock’s Enterprises Inc. (California) v. Wodstock’s

Enterprises Inc. (Oregon), 43 USPQ2d 1440, 1446 (TTAB

1997), aff’d mem, 152 F.3d 942 (Fed. Cir. 1998).

Petitioner apparently helped rectify the earlier
probl ens and there is no evidence of any uncontroll ed
licensing to anyone after that point. Dounchis could
rely “on the integrity of the |licensee to ensure
consistent quality.” 1d. To the extent that she did,
this was not uncontrolled |icensing.

However, the record indicates that Dounchis did nore
than rely on the integrity of petitioner to ensure

consistent quality. Dounchis was an active participant

13
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in the HOUSE OF AN-JU business. She was jointly
pur chasi ng HOUSE OF AN-JU products with petitioner or
recei ving products frompetitioner for her to sell. See,
e.g., Raber dep. at 69 (Docunments in Exhibit 28 “are
representative invoicing for nerchandi se that we sent to
June Dounchi s, House of An-Ju, from 1994 through 1999.
That all represents nerchandi se that was sent to June”);
Pet. Ex. 28, 110-112.

| nasnmuch as Dounchi s was receiving products from
petitioner, she would have personally been aware of the
qual ity of petitioner’s products and she woul d have
recei ved any custoner conplaints about these products
that she sold. The Board has previously held that
“[wlhile there was never a formal system of quality
control over the California operations, it nmust be
remenbered that ‘the inference of abandonnment is not
drawn ...[where] satisfactory quality was maintai ned, and,
hence, no deception of purchasers occurred.”

Wbodst ock’ s, 43 USPQ2d at 1448, quoting, Stockpot, I|nc.

v. Stock Pot Restaurant, Inc., 220 USPQ 52, 59 (TTAB

1983), aff’'d, 737 F.2d 1576, 222 USPQ 665 (Fed. Cir.
1984). Simlarly here, while there my not have been a
formal system of quality control, Dounchis’s involvenent

in the sale of the same products woul d have been

14
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sufficient to establish oversight of the quality of the

HOUSE OF AN-JU products. Accord Stockpot, 220 USPQ at 59

(Board considered it significant that “Mtchell |ived
above the restaurant and also ran the gournmet shop which
operated under the ‘ STOCKPOT' nmark on the sanme prem ses.
In fact, clients of the restaurant paid their restaurant
checks in the gournet shop. Accordingly, Mtchell was
constantly able to observe the restaurant’s operations
and standards”).

Finally on this point, we observe that because there
is no indication that satisfactory quality was not
mai nt ai ned, there was no deception of prospective
purchasers. Stockpot, 220 USPQ at 59. Therefore, we
concl ude that Dounchis did not abandon the trademark by
engaging in uncontrolled |licensing by petitioner’s
busi ness activities.?

O her | ssues

We now address petitioner’s remaining issues.

First, petitioner argues that “the alleged transfer of

2 Except for petitioner’s argument that respondent abandoned her
mar k by engaging in uncontrolled |icensing, there does not
appear to be any support for abandonnment because of a period of
nonuse. Dounchis continued to bottle and distribute her
products up until the day she died (Cctober 3, 1999)
(Landreville dep. at 8; Pet. Ex. 55). Even if petitioner’s
argunment that a “time period of 7 nonths el apsed in which there
were no sales by Kellgren” (Brief at 18) is accepted, this fact

15
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t he House of An-Ju business, trademarks and good will as
set forth in PX 45 is nothing nore than a naked
assignnment.” Brief at 20. W disagree. \Wile the
assi gnnment does not use the term “goodwill,” the goodw ||
was included by inmplication. The assignment did nore
t han convey the trademark, it goes on to state that the
trademar k was conveyed “knowi ng that she [respondent]
wll keep the integrity of ny products, and the quality
t hat “House of An-Ju” has been for over twenty years. |
hereby, give Aleda Kellgren the rights to all trademarks
involving the ‘ House of An-Ju.’” Pet. Ex. 45.

We start by noting that the “various technical rules
connected with the assignnent of trademarks to which
def endant appeal s were not evolved for the purpose of
invalidating all trademark assignnments which do not
satisfy a stereo-type set of formalities. Their central
pur pose is protection against consuner confusion.”

Syntex Laboratories, Inc. v. Norwi ch Pharnmacal Co., 315

F. Supp. 45, 166 USPQ 312, 319 (S.D.N. Y. 1970), aff’d,
437 F.2d 566, 169 USPQ 1 (2d Cir. 1971).

To apply the rule forbidding "naked assi gnnent" of
a trademark in these circunstances would ignore the

realities of the transaction. It is true that the
assi gnment by B&W UK to Atkins was technically
"naked," if one |looks only at that facet of the

woul d not denonstrate abandonnent as a result of nonuse. 15
US C § 1127).

16
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overall transaction. |If, on the other hand, one

| ooks at the overall facts, this is not an

assi gnnment that separates the trademark fromthe
goods or services upon which its reputation is
based. To the contrary, this was an assignnment to a
U.S. corporation for business conveni ence (and
perhaps to qualify for a custons exclusion) which is
desi gned to continue the

enpl oynent of the trademarks in connection with the
sanme goods on which their reputation is based -
bei ng the | oudspeakers manufactured by B&W UK.
Furthernmore, B&W Anerica, the fornmer distributor
under B&W UK's license to M sobanke, with its
personnel essentially

unchanged, but now related to Atkins, continues to
exercise the license to distribute the trademarked
goods. Thus, the Atkins assignhnent is not a "naked
assignnent."” It continues the association of

the trademark with the very goods which created its
reputation.

J. Atkins Holdings Ltd. v. English Discounts Inc.,

729 F. Supp. 945, 14 USPQ2d 1301, 1304-05 (S.D.N. Y. 1990)
(footnote omtted).

Simlarly here, to apply the rul e against naked
assignnents would ignore reality. There is no consuner
confusi on because Dounchis continued to nanage the
busi ness. Kellgren dep. at 59 (“June ran the business.
She called the shots”). After the assignnent, there was
no evidence of any change in the quality of the products.
Apparently, Dounchis continued to provide the sane
oversi ght she had provided before. The sanme association
bet ween t he goods and the trademark that existed before
t he assignnent continued. “[A] sinultaneous assignhnent

and |icense-back of a mark is valid, where, as in this

17
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case, it does not disrupt the continuity of the products

or services associated with a given mark.” E & J Gllo

Wnery v. Gallo Cattle Co., 967 F.2d 1280, 21 USPQ2d

1824, 1831 (9'" Cir. 1992). Thus, when viewed in the
context of the facts of this case, this is not a “naked
assignnment” situation. Clearly, quality was maintained
and there is no evidence of consumer confusion.

Finally, petitioner argues that respondent “acted
inequitably in obtaining the two trademark registrations
involved in this proceedi ng when considering she used
| abel s as specinmens in both applications [which] resulted
in registrations, which were designed and owned by Raber
and which carried his copyrighted work, all without the
aut horization of Raber.” Brief at 25. W have al ready
determ ned that Raber’s distributorship was not an
uncontrolled license and that the assignnent to
respondent was not a naked assignnment. The fact that a
trademar k owner used the distributor’s specinmens to
support its application is not inequitable conduct.?

There is, as noted, a longstanding adm nistrative

practice, based upon a rule adopted pursuant to

Section 41 of the Act, of accepting applications by

persons who claimto be the owners of the marks
t hrough use by controlled |icensees, whether that

3 Stocker v. General Conference Corp. of Seventh-Day Adventists,
39 USP@d 1385, 1391 (TTAB 1989) (“A fraud cl ai m nust be proved
‘tothe hilt'").

18
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control results froma corporate relationship or
froma contract or agreenent.

Pneutek, Inc. v. Scherr, 221 USPQ 824, 833 (TTAB
1981).

Petitioner's evidence falls far short of

establishing a case of fraud or inequitable conduct.*

Deci sion: The petition to cancel Registration No.

2,208,108 is granted in accordance with the Board order

dated June 22, 2001. The petition to cancel Registration

No. 2,208, 106 is deni ed.

4 To the extent that petitioner has raised other issues
regardi ng respondent’s conduct, this proceeding is not the
proper forumfor their resolution.

19



