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Opi ni on by Chapman, Adm nistrative Trademark Judge:
An intent-to-use application has been filed by APS

Water Services Inc. (a California corporation) to
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regi ster the mark LABWATER. COM for “I| aboratory water
purification units and filters” in International Cl ass 9.

M 11ipore Corporation (a Massachusetts corporation)
has opposed the application, alleging that opposer is the
owner of the mark LAB WATER for use on | aboratory water
purification units and filters; that opposer has
continuously used the mark LAB WATER i n connection with
| aboratory water purification units and filters since
prior to 1997; that opposer’s “LAB WATER tradenmark is of
significant value to Opposer as an identification of
source in connection with the promotion and of fering of
its goods and services” (paragraph 4); that opposer’s LAB
WATER mar k di stingui shes its goods and services from
those of others; that “Applicant’s products include
repl acenment purification units for Opposer’s apparatus”
(paragraphs 6); that Applicant is marketing its
LABWATER. COM products to customers of Opposer’s products”
(paragraph 7); and that applicant’s mark, when used on or
in connection with its goods, would so resenbl e opposer’s
previously used mark as to be likely to cause confusion,
m st ake, or deception.

Applicant, in its answer, admts that “its products
i nclude replacenment purification units for Opposer’s

apparatus,” but denies the remaining salient allegations
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of the notice of opposition. Applicant also asserts the
“affirmati ve defenses” of (i) opposer’s failure to
establish its standing, and (ii) “laches and
acqui escence. ”?!

The record consists of the pleadings; the file of
t he opposed application; opposer’s testinmony, wth
exhibits, of (i) Patricia A Nassau, opposer’s marketing
servi ces manager for the Anericas, Lab Water Division,
and (ii) Gary AL O Neill, Ph.D., opposer’s director of
clinical and OEM business; and applicant’s testinony,
with exhibits, of Mtchell WIson, applicant’s founder
and president, who is also a fornmer enployee of opposer.

Both parties have filed briefs on the case; and both
parties were represented at the oral hearing held before
t he Board on June 3, 2003.
Prelimnary Matters

First, we will determ ne applicant’s objection on
the basis of hearsay to the testinony of opposer’s
witness Dr. Gary O Neill with regard to two asserted

i nstances of actual confusion.? (Applicant’s brief, p.

! The issue of opposer’s standing, being an el ement of opposer’s
case, wll be determined later in this decision. Applicant’s
def enses of | aches and acqui escence were not tried, and were not
argued by applicant inits brief. Thus, these defenses are
consi dered to have been wai ved by applicant.

2 Al though there were objections nade during each of the
testinony depositions taken in this proceeding, neither party
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13, footnote 5). Dr. O Neill testified that the two
i nvol ved instances were reports entered into opposer’s
conputeri zed custoner conplaint system by opposer’s
t el ephone support personnel; and that he receives
el ectronic copies of these reports daily regarding
customer conplaints and problems. [Inasnmuch as opposer
has an internal routine custoner conplaint reporting
system and the wi tness oversees the conplaints (at | east
for the division in which he works) by receiving and
reviewing all customer conplaints daily, we find that the
testi mony about these reports is adnissible. See Fed. R
Evid. 803(6). (However, as a practical matter, this
ruling is of little consequence as will be clear from our
deci sion on the issue of |ikelihood of confusion, infra.)
Anot her matter to be determined initially is what
specific issues are before the Board. Opposer pleaded
only use of “LAB WATER” as a nmark used by opposer for
goods and services. In its brief and at the oral
argument, opposer argued that it had established trade
name use and/or use anal ogous to trademark use. Upon
review of the entire record, it is clear that these

issues were tried (i.e., opposer’s use of the trade nane

preserved any other objection in its brief (except the one set
forth above). Thus, all other objections are considered wai ved.
See TBMP 8707.04 (2d ed. 2003).
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“Lab Water” as a division of opposer corporation, and
opposer’s use thereof in a manner anal ogous to trademark
use). These issues were also argued by both parties in
their briefs on the case and at oral argunent. Thus, the
notice of opposition is deemed anmended to conformto the
evi dence pursuant to Fed. R Civ. P. 15(b) to include a
clai m of opposer’s prior trade nanme use and of use
anal ogous to trademark use. See TBMP 8507.03(b) (2d ed.
June 2003). To be clear, opposer’s claimis likelihood
of confusion based on prior common |law rights in “LAB
WATER’ as a trademark, service mark, trade nane and use
anal ogous to trademark use.

Applicant did not plead as an affirmative defense
t hat opposer’s asserted mark is nerely descriptive.
However, again it is clear that the issue was tried by
the parties and was argued in their briefs as well as at
oral argunment. Accordingly, applicant’s answer to the
notice of opposition is deemed anended to conformto the
evi dence pursuant to Fed. R Civ. P. 15(b) to include an
affirmati ve defense that opposer’s mark is nerely
descriptive. Specifically, we consider applicant’s
answer to include the affirmati ve defense that opposer’s
mar k and trade nane “LAB WATER” is neither inherently

distinctive nor has it acquired distinctiveness for
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| aboratory water purification units and filters and,
t hus, because opposer has only a nerely descriptive term
it lacks rights on which it can base a claimof priority
and |ikelihood of confusion.
The Parties

Opposer, MIIlipore Corporation, is a high-tech
corporation with divisions such as Anal yti cal,
Bi oProcess, Lab Water, and M croel ectronics.® According
to Dr. Gary O Neill, when he joined the conpany in 1990

there was a

3 The Mcroel ectronics Division was sold in April 2001 (Nassau
dep., pp. 112-113, 160).
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product line within the Analytical Division called “the
| ab

wat er products,” which were “a series of products,
systens, consumabl es and services that were sold to users
of high purity water in the | aboratory.” (Dep., pp. 18-
19.) Over tine this single product line within a

di vi sion becane its own separate operating division, wth
t he announcenent of the formation of the Lab Water

Di vi si on on Decenber 30, 1994. (Opposer’s Exhibit 42.)
Thi s division of opposer corporation designs and
manuf act ures water purification products, consumabl es and
accessories. The products (e.g., water systens, filters,
UV | anp accessories, storage reservoirs, spare parts) are
used by opposer’s custoners “for the production of
varying qualities of pure water.” Opposer also offers
“val idation services” and “field service.” (Nassau dep.,
pp. 17, 18 and 21.) Opposer does not sell water.

The custoners for opposer’s involved goods and
services are “in general |lab markets [and] clinical |ab
mar ket s” and “end users, |ab managers, |ab supervisors,
facilities managers, and purchasi ng agents” (Nassau dep.,
p. 14). “Scientists and researchers in university,
pharmaceuti cal, and environnmental research settings, both

university and industry settings; and ... clinical



Qpposition No. 122225

| aborat ory personnel, |aboratory nmanagers and | aboratory
supervisors in hospital settings” are all custoners for
the invol ved goods and services. (O Neill dep., pp. 72-
73.)

According to opposer’s two wi tnesses, opposer has
used “LAB WATER” as a mark for products and services sold
to users of high purity water in the |aboratory since
1990 (O Neill dep., p. 19); and as the nanme of a
corporate division since 1994. Again, according to these
Wi t nesses, the term “LAB WATER” is used in all mailings
to custoners, at trade shows, in articles witten for
journals, in “Applications Notes” issued by opposer’s
various divisions, and on opposer’s Internet web site
(which was developed in 1994, with the Lab Water products
being the first products listed thereon) (O Neill dep.
pp. 21 - 22). “MIlipore Lab Water Systens” appears on
t he back of t-shirts sent to customers in North Anerica
who responded to an offer in opposer’s “Waterline”
publication. (O Neill dep., p. 61.) “MLLIPORE Lab
Water” appears on shirts worn by opposer’s enpl oyees at
the trade show where opposer |aunched its “new MI11i-Q
ultrapure water systens” in 2001. (Nassau dep., p. 67.)

Applicant, APS Water Services Inc., was founded in

1991 by Mtchell WIlson after he left the enploy of
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opposer, MIlipore Corporation. M. WIson worked for
opposer from 1984 until 1991, working in the Anal yti cal
Di vision in various jobs, including service technician,
field engineer, sales representative, custonmer service
manager, and regi onal operations nmanager. \While at
MIlipore Corporation, M. WIson was responsi ble for
“selling and installing and mai ntaining water
purification equipnent.” (WIson dep., p. 10.)

Appl i cant corporation provides “l|laboratory water
purification products for scientific and high technol ogy
i ndustries.” (WIlson dep., p. 14.)

Appl i cant obtai ned the domain nane “LABWATER. COM'" on
August 29, 1999 fromInterNI C Registration Services.
(WIlson dep., pp. 15-16, Exhibit B). Subsequent to that
date, applicant used the mark on the website and al so
began using it on its products. M. WIlson testified
t hat applicant used the term “LABWATER. COM' in these ways
prior to the filing date of its intent-to-use based
application on February 16, 2000. However, his testinony
does not precisely establish earlier dates of first use
of the mark. (WIlson dep., p. 41. See al so, dep., pp
19 and 47-50.) Applicant has given away pronotional

items such as hats and t-shirts with, inter alia, the
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words “LabWater.con’ thereon, all sonmetime after August
29, 1999.
St andi ng

There is no issue as to standing. Applicant
acknow edges that opposer and applicant “are conpetitors
in the business of supplying products, systens, and
consumabl es to users of high purity water in the
| aboratory.” (Applicant’s brief, p. 3.) In addition, in
its answer, applicant admts that its products include
repl acement purification units for opposer’s systens.*
Priority

Opposer pl eaded prior common | aw trademark and
service mark rights in the term“LAB WATER. ” Prior trade
nanme use
as well as use anal ogous to trademark use were added as

claim under Fed. R Civ. P. 15(b), as expl ained above.

4 Applicant did not plead but argued in its brief that opposer
cannot be damaged by any registration to applicant because
opposer’s use of “lab water” and “laboratory water” is “nerely
descriptive of high purity water for use in the | aboratory

environnent -- the environnment in which (or for which) the
products of Opposer are used, and hence clearly falls within the
definition of ‘fair use....’” as that doctrine is codified in

Section 33(b)(4) of the Trademark Act, 15 U. S. C. 81115(b)(4).

To the extent that applicant is asserting that opposer | acks
st andi ng because of this “lack of damage,” we find this argunent
to be unpersuasive. The defenses set forth in Section 33 of the
Trademark Act apply to civil actions regardi ng use, not
registrability. Moreover, whether or not opposer could assert
this defense if it were sued for trademark infringenent has no
effect on its standing to bring this opposition.

10
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Applicant’s affirmative defense that opposer’s use of the
term*“LAB WATER" is nerely descriptive and has not been
shown to be inherently distinctive or to have acquired

di stinctiveness was al so added under Fed. R Civ. P.
15(b). Finally, opposer contended that its nmark and
trade nanme is not nmerely descriptive, but if the Board
finds that it is descriptive, then opposer asserted that
its mark and trade nanme “LAB WATER’ have acquired

di stinctiveness.

In order to denpnstrate priority opposer mnust
establish common law rights in a mark or trade name or
use anal ogous to trademark/service mark use, and if the
termis held to be nerely descriptive, then opposer nust
establish the term had acquired distinctiveness, prior to
applicant’s first use or constructive use date.

Appl i cant obtained a domai n name on August 29, 1999,
and filed its intent-to-use based application on February
16, 2000. \While applicant contends that it began using
“LABWATER. COM' as a trademark “shortly after” the web
site went up on the Internet (WIson dep., p. 49), there
is no evidence of any specific date of such use. See
Martahus v. Video Duplication Services Inc., 3 F.3d 417,
27 USPQ2d 1846, 1851-1852 (Fed. Cir. 1993). Inasnuch as

the acquisition of a domain name is not, by itself,

11
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evi dence of use of the termas a trademark, and because
appl i cant has not proven use of “LABWATER. COM' as a nmark
as of any specific date, applicant is entitled only to
the filing date of its application, February 16, 2000, as
the earliest date upon which it can rely in this

pr oceedi ng.

A party asserting a claimunder Section 2(d) of the
Trademar k Act nust establish prior use of a trademark, or
service mark, or trade nanme or other indication of
origin. See Towers v. Advent Software Inc., 913 F.2d
942, 16 USPQ2d 1039 (Fed. Cir. 1990); and Oto Roth & Co.
v. Universal Foods Corp., 640 F.2d 1317, 209 USPQ 40
( CCPA 1981).

Under the case of Oto Roth & Co. v. Universal Foods
Corp., supra, 209 USPQ at 43, a plaintiff opposing
registration of a trademark on the ground of Iikelihood
of confusion with the plaintiff’s own unregistered term
cannot prevail unless the plaintiff shows its termis
distinctive of its goods, either inherently, or through
acquired distinctiveness, or through “whatever other type
of use may have devel oped a trade identity.”

We consider first whether, and if so, when, opposer
establi shed cormon | aw trademark/service mark, trade nane

or use anal ogous to trademark/service mark use. The

12
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record shows that opposer offered to | aboratory users of
hi gh purity water a line of “lab water products”
(consisting of “products, systems, consunables and
services”) (O Neill dep., pp. 18-19) through its

Anal ytical Products Division in 1990. Further, opposer
created a Lab Water Division which was publicly announced
on Decenber 30, 1994.

However, having carefully reviewed all of the
documentary and testinonial evidence, we find that “LAB
WATER” is a nerely descriptive termfor |aboratory water
purification units and filters, and that opposer’s uses
woul d not be viewed by the consum ng public as a
trademark for such goods. Further, there is no evidence
of opposer’s asserted service mark of “LAB WATER,” and
there is no convincing evidence of use anal ogous to
trademar k use.

First, the term*“lab water” is nmerely descriptive of
opposer’s goods. Although we are aware that opposer does
not sell water, it is clear that opposer sells systens
and products used by its custonmers to achi eve various
grades of purity in the water used in their |aboratories,
and that “lab water” is a termused to refer to such

products or systens and to the water that is produced by

13



Qpposition No. 122225

the use of such equipnent.® See, for exanple, the

foll ow ng uses by opposer:

The time is right to buy a new water

purification systemfor your lab. |If
you act now, any MIIlipore | ab water
system purchase you nmake wi |l be

di scounted by an additional 8% beyond
your already |ow GSA pricing.
Opposer’s Exhibit No. 3 (a GSA pricing
flier);

More than 75 percent of MIIlipore’s
products are consumables. Take this
new | ab water purification system

., Al'l |aboratories need pure water.

Over the past twenty-five years we

have built a strong brand nanme with
our MI1i-QO Water Purification
systens. ... Every |aboratory needs a
| ab water purification system .
Opposer’s Exhibit No. 16 (excerpts
from annual reports);

Pure Science |It’'s our total

dedi cation to inmproving productivity,
whet her you’ re devel opi ng assays or
decontam nating fluids. [It’s our
focus on fitting a systemto your
application, from designing screening
pl ates conpatible with your robots to
custom zing | ab water systens to your
particul ar process....

Opposer’s Exhibit No. 30 (opposer’s
1999/ 2000 cat al oQg);

MI1i-QO Utrapure Water Systens
M11lipore’ s new Explore Data

software all ows users to access their

| ab water system through a conputer

interface, and is incorporated in both

MI1li-Q and Elix systens.

°> W have enphasi zed uses which are seen by customers and
custoners, rather than uses which are for interna

pot enti al

at opposer corporation.

14

use



Qpposition No. 122225

Opposer’s Exhibit No. 34 (opposer’s
2001- 2002 catal og); and

MI1lipore offers you a free |uncheon
invitation...Get all the pure water
you need...MIlipore has the right
purification systens for your high-
purity |ab water applications...

Dear Col | eague,

...We would |ike the opportunity to
share our know edge of lab water with
you and help identify the best water
purification system for your
application...

Si ncerely,

A en Gagnon

Director of Sales and Service

Lab Water Division

(Exhi bit No. 37 introduced in cross-
exam nati on at Nassau dep., copy of a
promotion-direct nmailer/flier, and a
copy of a fulfillnment letter sent with
literature as a follow up to the
pronoti on).

I n these exanpl es, opposer does not use the termin

t he manner of a trademark. Even in those exanples in
whi ch opposer has capitalized the term the use is, at
best, anbiguous. That is, it is nore likely that
consuners will view the term*®“lab water” as nerely
descri bing the purpose of the system See, for exanple:

M11lipore s new generation of

| aboratory water systens utilize a

range of traditional and emerging

technologies... MIllipore' s Lab Water

Specialists have a wealth of
information you won't find anywhere

else. Dial 1-800-MLLIPORE ... toO
speak with a MIlipore | ab water
expert.

Opposer’s Exhibit No. 28 (opposer’s
1999 U.S. price list);

15
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You can count on MIIlipore Lab Water
Experts. ... We're Your Source for
Pure Lab Water. ...MIIlipore systens
conbine the | atest water purification
technologies. MII1i-QO ultrapure

wat er systens incorporate...

Contact a | ab Water expert today....
Opposer’s Exhibit No. 33 (opposer’s
Spring 2000 cat al og);

as well as the foll ow ng wording on displays at opposer’s
trade show booths (e.g., the Experinmental Biology Trade
Show, PITTCON, and “tabl e-top” booths at |ocal one-day
trade shows or customer events):
“M LLI PORE Your Lab Water Application
Specialists” and “MLLIPORE Your Life

Sci ence Applications Specialists”
(Opposer’s Exhibit No. 9);

“M LLI PORE
Engi neered Lab Water Systens” and
“New! MI11i-QO Elenment for |CP-MS

Water for Utra Trace Analysis” and
“Newl Sinplicityd

Personal Water Systens”

(opposer’s Exhibit No. 10);

16
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“M LLI PORE

New Lab Sol utions” and
“Lab Water Sol utions

Bi otech Applications”
(Opposer’s Exhibit No. 11);

“Lab WAt er Product Sel ection Guide”
(Opposer’s Exhibit No. 12); and

“Engi neered Lab Water Systens

- Turnkey A7E Lab Designs fromthe Water
Experts

-General Lab to Utrapure Water
Quality”

(Opposer’s Exhibit No. 13).

The testinony of the various w tnesses also
mlitates against a finding that opposer has either
regarded or pronoted “LAB WATER' as a trademark. M.
Patricia Nassau, opposer’s marketing services manager for
t he Americas Lab Water Division, enployed by opposer
since 1994, was asked on cross-exanm nation if there were
any instances where she, being responsible for correct

usage of the symbols “TM” “SM and “O,” used any of

t hese synbols with “Lab Water.” The answer was “No.”
(Nassau dep., p. 154). She was al so asked if she knew of
any instance where opposer included “lab water” or

“l aboratory water” in the | egend on any of its
publications listing trademarks, and she testified that
she could not recall any. She also testified that

opposer did not use a “TM or “SM or “O” by the words

17
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“lab water” or “laboratory water.” (Nassau dep., pp.
202-204.)
Dr. Gary O Neill, opposer’s director of clinical and

CEM busi ness, enpl oyed by opposer since 1990, testified
that part of his job is selecting trademarks and checki ng
with | egal counsel thereon; that he never checked with

| egal counsel about “lab water” or “laboratory water” as
trademarks (O Neill dep., pp. 85-87); and that he had no
know edge of any instance where “lab water” or

“l aboratory water” appeared on any of opposer’s packagi ng
or boxes or labels (O Neill dep., pp. 98-99).

Applicant’s witness, Mtchell WIson, applicant’s
founder and president, testified that during his six
years wor ki ng for opposer, MIIlipore Corporation (1984-
1991), he wote sales literature, gave quotations, and
wrote narratives on system designs; that MIlipore had a
policy regardi ng use of trademarks and signifying a term
as a trademark and giving credits at the bottom of the
documents; and that during his time at MIIlipore, “lab
water” was frequently used but never as a tradenmark.
(WIlson dep., pp. 11-13.) Although it is not clear to
what extent opposer used the term “LAB WATER” prior to
M. WIlson's departure, his testinony does show t hat

opposer had a settled policy regarding trademark use, and

18
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the testinony of opposer’s witnesses shows that this
policy was apparently not followed for the term “LAB
WATER. "

In view of this evidence, we find that “LAB WATER’
is a nmerely descriptive term and that consunmers woul d
not regard opposer’s use of the termas a trademark.

Thus, we find that opposer has failed to denonstrate that
“LAB WATER” has acquired distinctiveness as opposer’s
t rademar k.

Wth respect to opposer’s claimof service mark
rights in “LAB WATER,” there is no evidence in the record
of any service mark use whatsoever. As for use anal ogous
to trademark use, in order to establish use anal ogous to
trademar k use, opposer nust establish that “the anal ogous
use is of such a nature and extent as to create public
identification of the target termw th the opposer’s
product or service.” T.A B. Systens v. PacTel Teletrac,
77 F.3d 1372, 37 USPQ2d 1879, 1881 (Fed. Cir. 1996).
VWhen the evidence falls short of establishing the
critical inference of identification in the m nd of the
rel evant consuners, then anal ogous use has not been
established. See Od Swi ss House, Inc. v. Anheuser-
Busch, Inc., 569 F.2d 1130, 196 USPQ 808 (CCPA 1978).

For the sane reasons we have found there is no trademark

19
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use, we find that opposer has not denopnstrated use

anal ogous to trademark use. That is, opposer’s uses of
“LAB WATER” are either merely descriptive uses or are
anmbi guous uses at best.

In summary, we find that this record does not
support trademark use, or service mark use (there being
virtually no evidence of use of the termas a service
mar k), or use anal ogous to trademark use, and thus
opposer has not established conmon |aw rights in “LAB
WATER’ as a mark. Further, we find that opposer’s use of
the term“LAB WATER” on its involved goods to be nerely
descriptive of the purpose or function of opposer’s
products, i.e., producing grades of purified water for
use in the | aboratory. See In re Abcor Devel opnent
Corp., 588 F.2d 811, 200 USPQ 1215 (CCPA 1978.)

Turning then to opposer’s claimof prior trade nane
use, we find that opposer has established trade nane use
of the term“LAB WATER” through its continuous use since
Decenber 30, 1994 of the termas the name of its “Lab
Water Division.” See Swingline, Inc. v. Ardco, Inc., 215
USPQ 436 (TTAB 1982). We recognize that this trade nane
use has not been totally consistent. Specifically,
opposer has sonetines used “Laboratory Water Division”

(see e.g., opposer’s Exhibit No. 17-pages M 00207, M

20
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00213, M 00219 and M 00226 (fulfillnent letters), and
opposer’s Exhibit Nos. 53-55 (“Waterline” newsletters).
Nonet hel ess, we find this record establishes that opposer
organi zed a “Lab Water Division” in |late 1994 and has
continuously used “Lab Water” as the nane of one of
opposer’s divisions.

Because we find that opposer has established trade
name use, we nust now determ ne, due to the nere
descriptiveness of the nane “LAB WATER,” whet her opposer
has established acquired distinctiveness of its
descriptive trade name prior to the filing date of
applicant’s application. This has not been done.

Opposer has the burden of establishing a prima facie case
that its trade name has becone distinctive. See Yamaha

| nternational Corp. v. Hoshino Gakki Co. Ltd., 840 F.2d
1572, 6 USPQ2d 1001, 1006 (Fed. Cir. 1988). There is no
specific rule as to the exact amount or type of evidence
necessary at a mnimumto prove acquired distinctiveness.
However, the nore highly descriptive the term the
greater the evidentiary burden to establish acquired

di stinctiveness. See In re Bongrain International
(American) Corp., 894 F.2d 1316, 13 USPQd 1727 ( Fed.

Cir. 1990); and Yammha, supra at 1008. See also, 2 J.

21
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McCart hy, McCarthy on Tradenmarks and Unfair Conpetition,

§15:28 (4th ed. 2001).

Opposer points to several facts it contends
establish it has acquired distinctiveness in “Lab
Water/Lab Water Division.” These include use of the term
for ten years prior to the filing date of applicant’s
appl i cation, annual sales figures, annual advertising
costs, and the scope of its publicity. However, although
Dr. ONeill testified that when he joined opposer they
had a product |line called the | ab water products (O Neill
dep., p. 19), there is no evidence of trademark or
service mark or trade name use of “Lab Water” in 1990,
and in fact, the products under this line were referred
to as “product line L1.” (O Neill dep., p. 25.) The Lab
Water Division was not established until Decenber 30,
1994.

Dr. ONeill also testified that “the total revenues
of the Lab Water Division in North Arerica are in the
tens of mllions of dollars.” (O Neill dep., p. 29.)
Advertising costs for North Anmerica for products and
services sold by opposer’s Lab Water Division were
$405,000 in 1995, grew to $1,161,000 in 1998, fell to
$810, 000 in 2000 and were budgeted at $1, 045,000 for

2001. About 90% of the advertising figures relate to the

22
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United States, and 10% to Canada. (O Neill dep., p. 28-
29.)

The question here is acquired distinctiveness of the
trade nanme “Lab Water Division.” The evidence shows no
use of the trade nanme on packagi ng and | abels; and, in
fact, Dr. O Neill testified he had never seen the term on
packagi ng, boxes or labels. (O Neill dep., pp. 98-99.)
Several of opposer’s docunents are internal corporate
docunents which utilize “Lab Water Division,” but such
docunents do not establish purchaser perception and
acquired distinctiveness. O her uses, such as those
showi ng an executive’'s nanme and title above either “Lab
Wat er Division” or “Laboratory Water Division” are sinply
not convincing that this trade nane has acquired
di stinctiveness. Sinmply put, based on the evidence of
record, we cannot conclude that opposer’s sales and
advertising figures prove acquired distinctiveness of the
trade nane.

Opposer characterizes the scope of publicity as
“extensive” and including “pronotions, trade shows, and
sem nars” and “mailings” as well as personnel wearing
shirts and t-shirts bearing “Lab Water” at trade shows
(brief, p. 25). However, the evidence of record does not

support opposer’s contention. That is, this record does
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not reflect significant publicity regardi ng opposer’s use
of the trade nane “Lab Water Division.” The evidence
subm tted may show some popularity or success of
opposer’s overall sales of all products offered under al
of its numerous trademarks (e.g., MI1i-Q Elix, RiGs,
MITi-RX, MIIli-RO Super-Q Sinplicity) sold through its
Lab Water Division, but it does not establish that the
trade nane “Lab Water Division” identifies and
di stingui shes the goods offered by opposer in the m nds
of relevant purchasers and users. Opposer has provided
no evidence that its publicity and/ or sales efforts have
resulted in the purchasing public regarding “Lab Water”
or “Lab water Division” as opposer’s trade nanme and not a
merely descriptive term

We find that opposer’s trade nane “Lab Water
Di vision” did not acquire distinctiveness prior to
February 16, 2000. Therefore, opposer has not
established priority in this case.
Li kel i hood of Confusion

We have found that opposer has not established use
of “LAB WATER’ as a trademark, a service mark, or use
anal ogous to trademark use; that while opposer has
established use of “Lab Water Division” as a trade nane,

it is nmerely descriptive; and that opposer has not
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est abl i shed acquired distinctiveness of its trade nane
prior to applicant’s filing date (February 16, 2000).

| nasnmuch as opposer has not established priority of use,
it cannot prevail herein. Nonetheless, in the interest
of rendering a conplete decision, we will determ ne the
i ssue of likelihood of confusion. The marks are
essentially identical (the appearance of “.coni in
applicant’s mark is of no trademark significance,® and the
| ack of a space between the words “lab” and “water” in
applicant’s mark |i kewi se creates no significant
difference in the marks), and the parties’ goods include

identical (laboratory water purification units and

® W are aware of applicant’s argunent that “the addition of the
‘.com to a contenplated mark for a product is arbitrary and
does constitute a significant difference” (brief, p. 5).

However, based on the evidence of applicant’s use of the *.conf
designation in this record, we cannot agree that that portion of
applicant’s mark carries any trademark significance. Rather,
the “.cont portion of applicant’s mark is nerely part of a
domai n address, and as a top |level domain (TLD), it |acks
trademark significance. See 555-1212.com Inc. v. Comuni cation
House International, Inc., 157 F. Supp. 2d 1084, 59 USPQ2d 1453
(N.D.CA. 2001); In re Martin Container Inc., 65 USPQ2d 1058
(TTAB 2002); In re CyberFinancial.Net Inc., 65 USPQRd 1789 (TTAB
2002); and In re Page, 51 USPQd 1660 (TTAB 1999). See al so,
TMVEP 881209. 03(n) and 1215.04 (3d ed. 2002) (Revised May 2003);
and 1 J. Thomas McCarthy, McCarthy on Trademarks and Unfair
Conpetition, 87:17.1 (4th ed. 2001).
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filters) and closely rel ated goods.

that there is a likelihood of confusion in this case

where the

opposer and applicant on the sanme goods.
du Pont de Nenmours & Co., 476 F.2d 1357, 177 USPQ 563

(CCPA 1973). See also, Inre Majestic Distilling

Conmpany, |

No. 122225

virtually identical mark is used by both

nc., 315 F.3d 1311, 65 USPQ2d 1201 (Fed. Cir.

We therefore find

See In re E.

2003); and Cunni ngham v. Laser Golf Corp., 222 F.3d 943,

55 USPQRd

Trademark Rul e 2.131 Remand of Applicant’s Application

As applicant acknow edges in its brief (p. 3):

During the testinony of applicant’s w tness,

Mtchell W/ son,

subm tted.

1842 (Fed. Cir. 2000).

[ Appl i cant and opposer] are
conpetitors in the business of
suppl yi ng products, systens, and
consumabl es to users of high purity
water in the |aboratory. Applicant
readi ly acknow edges that M| I ipore
(and everyone el se in the business)
has used the words “l aboratory water”
and its shorthand “lab water” to
descri be what they do. These
conpani es do not supply products to
produce “drinking water,” but rather
products to produce very high purity
“lab water” — that is, water for use
in the | aboratory where a much hi gher
| evel of purity is required.

These include such uses as the follow ng:

Laboratory Water Purification filters
and nmenbranes for all popular
| aboratory water purification systens
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GOT LAB WATER? http://ww. | abwat er. com
(Applicant’s Exhibit I, sales
literature); and

One stop shopping for all your
| aborat ory water needs.

At LabWat er. Com we supply high quality
| aboratory water purification products
to top universities, hospitals,

phar maceuti cal conpani es and ot her
hi gh tech industries across the gl obe.
APS ULTRA Brand products can save you
up to 50% on replacenent filters and
menbranes for your MIIipore,

Bar nstead or ot her | aboratory water
system We also offer a conplete
range of | aboratory grade water
systens. (Enphasis in original.)
Click here for APS ULTRA brand
replacement filter catal og for

M I lipore, Barnstead and Conti nental
Modul ab wat er systenms in PDF format.
(Applicant’s Exhibit D, pages from
applicant’s website)

I n view of applicant’s acknow edgnment that “LAB
WATER’ is a nerely descriptive termfor its goods, and
i nasmuch as we have found that “LAB WATER” is nerely
descriptive for |aboratory water purification units and
filters, we hereby remand applicant’s application Seri al
No. 75/935, 347 seeking to register the mark
“LABWATER. COM' for “laboratory water purification units
and filters” to the Exam ning Attorney pursuant to
Trademark Rule 2.131 for consideration of a refusal to

regi ster the mark under Section 2(e)(1) of the Trademark
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Act, 15 U. S.C. 81052(e)(1). See Mdland International
Corp. v. Mdl and Cooperatives, Inc., 434 F.2d 1399, 168
USPQ 107 (CCPA 1970); and First International Services
Corp. v. Chuckles Inc., 5 USPQd 1628, n. 6 (TTAB 1988).
See al so, TBMP 8805 (2d ed. June 2003).

In addition to applicant’s acknow edgenment that the
term“LAB WATER” is nerely descriptive of its goods, as
we have previously stated, the term*“.COM in applicant’s
mark is a reference to the TLD portion of its domain nanme
and has no source-indicating significance. (See footnote
6, infra.) As TMEP 81215.04 (3d ed. 2002) states, “[i]f
a proposed mark is conposed of a merely descriptive
term(s) conbined with a TLD, the exam ning attorney
shoul d refuse registration under Trademark Act 82(e)(1),
15 U.S.C. 82(e)(1), on the ground that the mark is nerely
descriptive.”

Deci sion: The opposition is disnm ssed. However,
the application will be remanded to the Exam ning
Attorney under Trademark Rule 2.131 at the appropriate
time (i.e., following the expiration of the time for
appeal, or if an appeal is filed, following the final

decision thereon, if it remains appropriate to remand).
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