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Opi ni on by Chapman, Admi nistrative Trademark Judge:
On Novenber 9, 1999, University of Washington filed an
intent-to-use application to register on the Principa
Regi ster the mark RESEARCHCHANNEL for goods and services
ultimately identified as foll ows:
“video storage nedia containing video
prograns relating to academ c

busi ness, and scientific research,
namel y, prerecorded video tapes,
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conpact discs, |aser discs, DvDs, and
menory cards” in International Cass 9;

“broadcasti ng prograns via cable

tel evi sion, broadcast television, ITFS

television, satellite, global conputer

network, and wirel ess video

transm ssion and distribution systens”

in International Cass 38, and

“production of video prograns relating

to informati on of academ c, business,

and scientific research institutions”

in International C ass 41.

In the first Ofice action (dated March 28, 2000), the

Exam ning Attorney refused registration of the mark as
nerely descriptive of applicant’s goods and servi ces under
Section 2(e)(1) of the Trademark Act, 15 U.S.C
81052(e)(1). In a second Ofice action, the Exam ning
Attorney revi ewed applicant’s Anendnent to All ege Use
(whi ch had been filed on Decenber 28, 1999) and required
speci nens whi ch show use of the mark in connection with the
identified goods and services. |In response, applicant
subm tted acceptabl e speci nens for each class of goods and
services, and argued that the mark i s suggestive. The
Exam ning Attorney made the refusal to regi ster under

Section 2(e)(1) for the goods and services final on Cctober

26, 2000.
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On March 16, 2001, applicant filed an anmendnent to the
Suppl enent al Regi ster'; and on April 25, 2001 (via
certificate of mailing) applicant filed a notice of appeal
for all three classes of goods and services.

The Board renmanded the application to the Exam ning
Attorney, and on June 4, 2001, the Exam ning Attorney
refused registration on the Suppl enmental Regi ster under
Section 23 of the Trademark Act, 15 U S.C. 81091, on the
basis the applied-for mark is generic and i ncapabl e of
serving as a source identifier for applicant’s services.

I n response applicant argued the mark is registrable on the
Suppl erent al Regi ster and the Exam ning Attorney has not
met her burden of establishing that applicant’s mark is
generic for the goods and services fromthe perspective of
the rel evant purchasers. The Exami ning Attorney issued a
final Ofice action on October 10, 2001 based on her

refusal to register under Section 23 of the Trademark Act

! Wen an applicant originally files based on Section 1(b)
(intent-to-use) seeking registration on the Principal Register
the applicant may file an amendnent seeking registration on the
Suppl emental Regi ster only after it has begun using the mark and
has filed an Arendnent to All ege Use [Section 1(c)] or a
Statenment of Use [Section 1(d)] which neets the mninumfiling
requirenents. The effective filing date of the application wll
t hen becone the date on which applicant net the mninmumfiling
requirements for the Amendnent to All ege Use or the Statenent of
Use. See TMEP 88206.01 and 816.02 (Third edition 2002). 1In the
appl i cation now before the Board, the effective filing date is
Decenber 28, 1999.
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on the ground that the applicant’s mark is generic for the
identified services.

Bot h applicant and the Exam ning Attorney have filed
briefs, but an oral hearing was not requested.

The issue before the Board is whether the term
RESEARCHCHANNEL i s generic for applicant’s services in
I nternational C asses 38 and 41%, and thus, is incapable of
serving as a source identifier therefor and hence is
unregi strable on the Suppl enental Register.

The Exami ning Attorney argues that the mark
“ RESEARCHCHANNEL” is a conbination of the ordinary words
“research” and “channel”; that the dictionary definitions
of those words establish that “a ‘research channel’ is a
speci fied frequency band for the transni ssion and reception
of research” (brief, unnunbered p. 4); that the record

shows t hat research channel’ is the generic termfor a
channel providing research information” (brief, unnunbered
p. 4); that “the evidence of record, case |aw and office
policy establish that ‘research channel’ is the generic

termfor the genus of broadcasting and production services

t hat applicant offers” (brief, unnunbered p. 7); and that

2 Applicant argued the issue of genericness with respect to al
three classes of applicant’s goods and services. However, the
Exam ning Attorney had refused registration on the Suppl ementa
Regi ster only with regard to applicant’s servi ces.
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all owi ng applicant to register the term RESEARCHCHANNEL on
t he Suppl emental register would prevent applicant’s
conpetitors from adequately describing their own such
servi ces.

Duri ng the exam nation process for this application,
the Exam ning Attorney submtted (i) dictionary definitions
of the terns “research”® and “channel”; (ii) photocopies of
22 third-party Suppl enental Register registrations, all for
broadcast services and all including the term*®channel”
(e.g., JEVELRY CHANNEL, DOCUMENTARY CHANNEL, THE MJSI C
CHANNEL, NEWSCHANNEL 11, THE COMVEDY CHANNEL, THE AUTO
CHANNEL, THE HI STORY CHANNEL, M LI TARY CHANNEL, THE CRI ME
CHANNEL and THE BUSI NESS CHANNEL); (iii) photocopies of 7
excerpted stories retrieved fromthe Nexis database
relating to “research channel”; and (iv) printouts from
about 10 web sites on the Internet (including one from
applicant’s own web site), generally show ng references to

4

“research channel .” Some represent ati ve exanpl es of the

® The Examining Attorney attached the dictionary definition of
“research” to her brief on appeal, and requested that the Board
take judicial notice thereof. The request is granted. See

Uni versity of Notre Danme du Lac v. J.C. CGournet Food |nports Co.
213 USPQ 594 (TTAB 1982), aff’'d, 703 F.2d 1372, 217 USPQ 505
(Fed. Cr. 1983). See also, TBWMP 8§712.01

* One of the web sites referred to “research & conservation
channel .”
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Nexi s and I nternet evidence are reproduced bel ow (enphasis
in original):

(1) Headline: WIIl the Buyer’s Co-op for
Lawers Real ly Work?

... According to Mark Feighery, a
spokesperson for Lexis-Nexis, the conpany
w Il be the exclusive sponsor for
LawConmer ce. conmi s research channel.
“Principally, what we have in mnd is our
rel ati onships with our custoners,” says
Fei ghery. *“It really gives us sone new
opportunities with the largest law firns
in the country. W think custoners will
benefit fromthe purchasi ng power
avai | abl e on the LawCommerce.comsite.”
“Legal Tines,” Novenber 27, 2000;

(2) Headline: Pearson Picks Partner for
D gital Extravaganza

...(Pearson recently did a deal with ACL
to provide content and anchor the

ubi qui tous online service provider’s
proprietary research channel). Pearson-
owned by U. K. nedia congl onerate Pearson
Pl ¢ (Financial Tinmes, The Econom st,
Pengui n Books, and assorted TV gane shows
and prograns)-publishes 60, 000
educational reference and professional
devel opnent properties in 40 countries.
“Mns BTo-B,” Septenber 25, 2000;

(3) Headline: DBS Operators Show
Diversity in Public Progranm ng
...DirecTV public prograns al so have
religious tilt with Eternal Wrd TV
(EWIV), Good Samaritan Network and
Trinity Bcstg. (TB) offered along with
Bri gham Young U., G SPAN, NASA TV,
Northern Ariz U. /U House, PBS You,
Research Channel. DirecTV has 9
noncomerci al networks. ...

“Publ i c Broadcasting Report,” Septenber
8, 2000;
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(4) New Prem um Research Channel in
Conj unction with NFPA

W nServi ces Technologies is proud to
introduce the first true Virtual Law
Library....

“www. par al egal s. org,” May 15, 2001
printout; and

(5) University joins first 24-hour
TV/ I nternet research channel

Vanderbilt is joining forces with a group
of other top universities, research
organi zati ons and corporate research
centers in establishing the

Resear chChannel, the nation’s first
round-t he-cl ock research tel evision and
| nt ernet channel .

...“research institutions now have the
opportunity to reach reliabl e broadcast
i nformati on, sem nars, colloquia, and
ot her inportant news and events
nationally both on-demand and on
television,” said Any Philipson, the
executive director of the

Resear chChannel , who works at the

Uni versity of Washington....

“www. vander bi |l t.edu,” May 15, 2001
printout.

Appl i cant argues that the term RESEARCHCHANNEL i s not
the generic termfor applicant’s identified services; that
t he Exam ning Attorney has not established either that
RESEARCHCHANNEL nanes the genus or class of services at
i ssue here or that the relevant public understands the term
to refer to that class of services; that the generic nanes
for applicant’s services are “video broadcasting” and
“academ c, business, and scientific research program

production”; that the relevant public for the purchase of
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applicant’s services consists of “broadcasters, and ot her
sophi sticated entities in the broadcast and video
production industry, as well as other purchasers and
users...” of these services (brief, p. 6); that these
sophi sticated purchasers do not refer to the services

i nvol ved herein as “research channel”; that the term
“research”® is very broad in neaning and does not nane
applicant’s services; that the evidence of record does not
nmeet the burden necessary to establish genericness; that
applicant’s use is anal ogous to that shown in numerous
third-party registrations;® and that the applied-for mark is
capabl e of functioning as a mark and is entitled to

regi stration on the Suppl enental Register.

> Applicant referred inits brief to a dictionary definition of
the term“research” not previously of record. The Board hereby
takes judicial notice thereof. See TBMP 8712.

® Applicant offered for the first time inits brief USPTO
printouts of 27 third-party registrations (some on the Principa
Regi ster and some on the Suppl enental Register, and al

consi sting of marks including the word “CHANNEL”), and appl i cant
requested that the Board “nake the registrations of record.”
(Brief, p. 10.) The Exam ning Attorney objected to this

evi dence. The Board does not take judicial notice of
registrations. See In re Smth and Mehaffey, 31 USPQ2d 1531
(TTAB 1994), and TBWP 8§8703. 02(b). Mreover, the record should be
conplete prior to the filing of the appeal. See Trademark Rul e
2.142(d). The Examining Attorney’s objection is sustained,
applicant’s request is denied, and the Board has not consi dered
the third-party registrations attached to applicant’s brief.
However, we note that the record does include the 22 third-party
regi strations previously put into the record by the Exam ning
Attorney, and those have been considered by the Board.
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The O fice bears the burden of proving that the
proposed trademark i s generic, and genericness nust be
denonstrated through “clear evidence.” See In re Merril
Lynch, Pierce, Fenner, & Smth, Inc., 828 F.2d 1567, 4
USPQ2d 1141 (Fed. Cir. 1987); and In re Anal og Devices
Inc., 6 USPQ2d 1808 (TTAB 1988), aff’d, unpubl’d, but
appearing at 10 USPQ2d 1879 (Fed. Cir. 1989). The evidence
of the relevant public’ s perception of a termmy be
acquired from any conpetent source, including newspapers,
magazi nes, dictionaries, catalogs and ot her publications.
See Magic Wand Inc. v. RDB Inc., 940 F.2d 638, 19 USPQd
1551 (Fed. Cir. 1991); and In re Leatherman Tool G oup,
Inc., 32 USPQ2d 1443 (TTAB 1994), citing In re Northland
Al um num Products, Inc., 777 F.2d 1566, 227 USPQ 961 (Fed.
Gr. 1985).

The test for determ ning whether a designation is
generic, as applied to the goods or as used in connection
with the services in an application, turns upon how the
termis perceived by the relevant public. See Logl an
Institute Inc. v. Logical Language G oup, Inc., 962 F.2d
1038, 22 USPR2d 1531 (Fed. Cir. 1992). Determ ning whet her
an alleged mark is generic involves a two-step anal ysis:
(1) what is the genus of the goods or services in question?

and (2) is the termsought to be regi stered understood by
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the relevant public primarily to refer to that genus of
goods or services? See In re The Anerican Fertility
Society, 188 F.3d 1341, 51 USPQR2d 1832 (Fed. Cir. 1999);
and H Marvin G nn Corporation v. International Association
of Fire Chiefs, Inc., 782 F.2d 987, 228 USPQ 528 (Fed. Cr
1986) .

As noted earlier, “the correct legal test for
genericness, as set forth in Marvin G nn, supra, requires
evi dence of ‘the genus of goods or services at issue’ and
t he understanding by the general public that the mark
refers primarily to ‘that genus of goods or services.'”
Anerican Fertility Society, supra.

In this case, we find that there is scant evidence
that the term RESEARCHCHANNEL is the name of the genus for
the invol ved specific broadcasting and production services.
Al t hough the Nexis and Internet evidence would support a
finding of nere descriptiveness, it sinply does not
establish that the term RESEARCHCHANNEL nanes the genus of
either of applicant’s involved services. Sone of the
excerpted stories retrieved fromthe Nexis database are the
sane story published in different sources, and sone of the
excerpted Nexis articles, as well as sone of the web sites,
clearly refer to applicant and its broadcasting and

production services offered under the mark RESEARCHCHANNEL.

10
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The Exami ning Attorney argues that O fice policy
supports the refusal of this mark as generic; however, the
evi dence previously submtted by the Exam ning Attorney of
22 third-party registrations on the Suppl enmental Register
(all for marks including the word “channel” for
broadcasti ng and/ or production and progranm ng services)
appears to point to the contrary.

Wth regard to the second prong of the genericness
test, there is virtually no evidence of record as to how
the rel evant purchasers and users woul d perceive this term
inrelation to applicant’s identified services involving
bot h broadcasti ng and production services. |In fact, the
Exam ning Attorney did not define who the rel evant
purchasers and users of applicant’s services are. Cf. In
re Conus Communi cations Co., 23 USPQ2d 1717 (TTAB 1992).

Decision: The refusal to register on the Suppl enent al

Regi ster is reversed.
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