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Before Cissel, Quinn and Seeherman, Admni nistrative
Trademar k Judges.

Opi ni on by Seeherman, Admi nistrative Trademark Judge:

Warnaco Inc. applied to register WARNER S SI MPLE
LUXURI ES for “intinmate apparel and figure enhancing
garnents, nanely, bras, panties, underwear, underpants,
under garnents, undercl othes, teddies, slips, sarongs,
negli gees, lingerie, foundation garnents, girdles, corsets,

cam sol es, body slips and body suits, sleepwear and
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ni ght gowns. " ?

The application was filed based on an
asserted bona fide intent to use the mark in conmerce.
After the mark was published for opposition Warnaco U. S.,
Inc., as successor-in-interest to Warnaco Inc., submtted a
statenent of use. The Exam ning Attorney objected to the
specinmen filed with the statenment of use because it did not
evi dence use of the mark which appears in the draw ng of
the application, and required an acceptabl e speci nen of
use. Although applicant then submtted a substitute
speci nen, the Exam ning Attorney found this specinen al so
to be unacceptabl e, and nmade the requirenent for an
accept abl e speci nen final

Applicant then filed the instant appeal. The appeal

has been fully briefed, but an oral hearing was not

request ed. 2

! Application Serial No. 75/661,184, filed March 16, 1999.

2 Inits reply brief applicant states that it has subnitted
copi es of registrations as “Exhibit A’. However, no exhibit was
found with the reply brief. |In any case, such registrations
woul d have been untinely and, even if they were attached to the
brief, they would not have been considered. See Trademark Rul e
2.142(d). The Board notes that in the original application
applicant claimed owership of certain registrations, and the
Exam ning Attorney indicated that a clai mof ownership of two of
these regi strations should be printed. Thus, we deem

Regi stration No. 50,062 for WARNER S, and No. 1,952,806 for LACY
LUXURIES, as well as three other registrations for WARNER S or
WARNER' S in script formto be of record. However, the fact that
appl i cant nmay own registrations for various WARNER nar ks, al one
or even with additional wording, does not nmean that any use of
the word WARNER' S with additional wording would create a unitary
term
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It is the Exam ning Attorney’s position that the
drawi ng depicts the mark as WARNER S SI MPLE LUXURI ES, but
as used in both the original and substitute specinens the
words WARNER S and SI MPLE LUXURI ES are so separated that
t hey woul d not be perceived as a single mark

W agree. The original specinmen® is a hangtag on which
the words “Sinple Luxuries”, depicted in upper and | ower
case and with a “TM synbol after the word *Luxuries”
appears at the top of the hangtag. At the bottom of the
hangtag is the word “WARNER S” depicted in all capital
letters in bold type, with a “® synbol after the word.

Bet ween these elenents is a large picture of a wonan, al ong
wi th several lines of text, e.g.:
Sean ess.
Sl eek.
Sophi sti cat ed.
And superb
Stretch-to-fit
confort
The manner in which the term “WARNER S” and “Si npl e

Luxuries” are depicted on the hangtag clearly conveys the

i npression that they are two separate marks, and appli cant

® Applicant also submitted pages fromits Spring 1999 catal og.

These catal og pages are very simlar to those in its substitute
speci mens, and we will therefore not di scuss this particul ar
specinmen in detail, but only note that it suffers the sane
probl ens as does the substitute specinmen.
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does not argue otherwi se, but relies instead on its
substitute speci nen.

The substitute specinen consists of pages from
applicant’s “WARNER S® Spring 2000” catal og. The bul k of
the relevant page, which is printed with the 11-inch size
as the horizontal side, consists of pictures of nodels
wearing bras, with text describing those bras. At the top
of the page is a 10-inch black bar on which the word
“WARNER S’ appears at the left margin, and the term*“Si nple
Luxuries” appears at the right. “WARNER S” is |less than
two inches long; “Sinple Luxuries” is approximtely two and
one half inches |ong, and the space between these two terns
is five inches. As with the hangtag speci nen, “WARNER S” is
depicted in all capital letters, and is followed by the “®
synmbol ; “Sinple Luxuries” is in a conbination of upper and
| oner case, and is followed by a “TM synbol .

These various factors—the difference in type format,
the synbols after each term and nost inportantly, the
physi cal separation between the terns, which is striking,
conbi ne to convey the commercial inpression that “WARNER &
and “Sinple Luxuries” are separate nmarks, not the single
mar k, WARNER S SI MPLE LUXURI ES, which appears on the
drawi ng page. This inpression is further enphasized by the

addi ti onal page fromthe catal og which applicant submtted.
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It, too, has the fornmat of a black bar across the top of
the page, but on this page, while “WARNER S” appears in the
sane | ocation and type style as on the other page, the term
“Admini strative Information” appears on the right side of
the bar, in the sane |ocation and type style as “Sinple
Luxuri es” does on the earlier page.

We have consi dered applicant’s various argunents, for
exanpl e, that the black bar unifies the mark’s conponents,
and that the viewer’'s eyes will nove fromleft to right and
therefore, with the aid of the solid bar, will imediately
go from*“WARNER S” to “Sinple Luxuries”, but have found
themto be unpersuasive for the reasons given above.

Al though it is true that applicant has depicted its mark as
a typed drawi ng, and therefore is not limted to particul ar
type style, we may | ook to the type style(s) shown in the
speci nen to determ ne whether the speci men evi dences usage
of the mark shown in the drawing. W also acknow edge t hat
the “® and “TM synbols nay be used with a mark w t hout
causing the mark to be nonunitary. However, what we nust
do in determ ni ng whether a speci nen evidences use of a
trademark depicted in the drawing is to | ook at the
specimen as a whol e, and not necessarily consider whether
or not a specific feature changes the conmercial inpression

fromunitary to nonunitary, and vice versa. The overal
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comercial inpression created by the usage in the

speci mens, taking into consideration the black bar but also
t he physical separation, the different type styles, and the
synbols, is that two marks, “WARNER S” and “Si npl e
Luxuries”, are shown, rather than the mark WARNER S S| VPLE
LUXURI ES for which applicant has sought registration.

We are al so not persuaded by the various cases which
applicant has cited. |In determ ning whether specinmens show
use of the mark depicted in the drawing, it is the
particul ar usage in the specinmens at hand that controls,
and ot her decisions, in which the Board has considered
di fferent specinens, are of little guidance.

The refusal of registration is affirmned.



