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Judges.

Opi ni on by Bucher, Adm nistrative Trademark Judge:

Nort hwest Tire Factory G oup, L.P. seeks to register
on the Principal Register TIRE FACTORY as a collective
menbership mark to indicate “nenbership in an association
of retail service stores featuring products obtained

t hrough applicant, nanely autonotive and truck tires,



wheel s, brakes, shocks, struts, batteries, and rel ated
accessories,” in (ass 200.!

At the tinme of filing this application, applicant
submtted as the requisite specinmens of record two
di fferent business cards (of Portland, O egon coll eagues
Spencer Hol den and Bud Hol den) and a col or phot ograph
showi ng t he outdoor signage of another one of applicant’s
menber entities. The business card of one Bud Hol den, of

Tire Headquarters, Inc., is reproduced bel ow

= L IRE FACTORY

Bud Holden

Tire Headquarters, Ine.
1706 E. Burnside St. Bus. [503) 233-5079
Portland, Oregon 97214 Fax (503) 233-0920

The second type of usage of the TIRE FACTORY mark was
contained within the signage of a busi ness known as Canaga

Tire Factory in Lebanon, O egon:

1 Application Serial No. 75/649,509, filed on March 1, 1999,
was based upon applicant’s clained first use anywhere at |east as
early as Decenber 31, 1970 and on use in interstate conmerce at

| east as early as Decenber 31, 1987. Applicant voluntarily

di sclained the word TIRE apart fromthe conposite mark as shown.
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ALIGNMENT &
BRAKE SERVICE

According to applicant’s cover |etter dated February
24, 1999, *“...[T] he nane of the entity that appears on the
busi ness card [Tire Headquarters, Inc.] and on the signage
[ Canaga Tire Factory], for exanple, is the nane of one
(sic) of the menmber entities, i.e., one of the limted
partners....”

The only question before us in this appeal is whether
or not these specinens of record are sufficient to indicate
nmenbership in a collective organi zation. W hold that they
are not, and affirmthe refusal nmade by the Tradenark
Exam ni ng Attorney.

The United States Patent and Trademark O fice derives

its authority to register collective nmenbership marks from



Section 4 of the Lanham Act, as anended.? The definition of
a collective mark is contained in Section 45 of the
Trademark Act of 1946, as anended.® A collective
menbership mark is an indication of nmenbership in the

coll ective group or organi zation that owmns the mark. Such
a mark indicates that the nenber organization conforns to

t he standards and goal s of the parent organization and

derives collective benefits from such nenbership.

2 84 (15 U.S.C. 81054) [(Anended Nov. 16, 1988, 102 Stat.
3938.). Collective marks and certification marks registrable
Subj ect to the provisions relating to the regi stration
of trademarks, so far as they are applicable,
col l ective and certification marks, including
i ndi cations of regional origin, shall be registrable
under this Act, in the same manner and with the sane
ef fect as are tradenmarks, by persons, and nations,
States, nmunicipalities, and the |ike, exercising
legitinmate control over the use of the marks sought to
be registered, even though not possessing an
i ndustrial or comerci al establishnment, and when
regi stered they shall be entitled to the protection
provided herein in the case of trademarks....
Applications and procedure under this section shall
conformas nearly as practicable to those prescribed
for the registration of tradenarks.
3 845 (15 U.S.C. §1127). Col | ective mark
The term "col |l ective mark” means a trademark or
servi ce mar k- -
(1) used by the nenbers of a cooperative, an
associ ation, or other collective group or
or gani zation, or
(2) which such cooperative, association, or other
coll ective group or organization has a bona fide
intention to use in comerce and applies to
regi ster on the principal register established by
this Act,
and includes marks indicating menbership in a union,
an associ ation, or other organization.
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Ten years after enactnment of the Lanham Act, the
sonmewhat unusual indicator known as the collective
nmenber ship mark was di stingui shed fromcoll ective
trademar ks and col | ective service marks; and such marks
wer e subsequently assigned their current United States
Pat ent and Trademark O fice categorization of “C ass 200.”
Their niche in the marketplace was then expl ai ned as
foll ows:

It seenms obvious that the effect of the
change in the legislation [i.e., passage of
The Lanham Act of 1946] was to permt
fraternal societies and other organizations
to register their nanmes and insignia so that
the registration could be used to prevent
regi stration of such nanes or insigniato

ot hers who m ght use themcomercially ...

Such marks are not trademarks in the

ordi nary sense of the term but they are
neverthel ess identifying and di sti ngui shing
mar ks whi ch are registrable under the
specific terns of the statute.

Ex parte The Suprene Shrine of the Order of the Wite

Shrine of Jerusalem 109 USPQ 248 (Conr.Pats. 1956).

Not surprisingly, the overwhelmng nmajority of
col l ective nmenbership marks currently listed on the federal
regi ster are owned by voluntary, not-for-profit groups. As
descri bed by the Trademark Manual of Exam ning Procedure:

Menber shi p marks are not trademarks or
service marks in the ordinary sense; they

are not used in business or trade, and they
do not indicate comrercial origin of goods



or services. Registration of these marks

fills the need of collective organizations

whi ch do not use the synbols of their

or gani zati ons on goods or services but which

Wi sh to protect their marks to prevent their

use by ot hers.
See TMEP 81304.01 — History of Menbership Marks.

Accordingly, a small percentage of all collective

nmenber shi p marks conpri se the marks of comerci al
col l ectives. However, applicant highlights the exanple of
one wel | -known, commercial mark on the federal trademark
register, i.e., TRUE VALUE hardware stores. Indeed, there
are several such nmarks that represent the narrow
intersection of |arge commercial interests and federal
col l ective nenbership nmarks. Applicant woul d have us view
its TIRE FACTORY mark in the context of nationa
col l ectives such as the TRUE VALUE hardware associ ation (or
| GA food stores, BEST WESTERN hotels, etc.). In this vein,
appl i cant argues as foll ows:

... Most of us have probably gone to a “True

Val ue” hardware store and recogni zed t hat

the store we entered was a nenber of the

True Val ue Associ ation of hardware stores,

even t hough the signs do not incorporate the

word “nmenber.”
(applicant’s appeal brief, p. 5).

However, we have no way of knowi ng what ki nd of

speci nens were relied upon by registrants who own

col l ective nenbership marks such as TRUE VALUE, | GA and
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BEST WESTERN. Moreover, there is nothing in the record
that would help us to determ ne whether the average
consuner knows the difference between (1) the mark of a
col | ective nmenbership group displayed by a nerchant who
happens to be a | ocal nenber of the collective, and (2) a
mar k di spl ayed by a nerchant who happens to be a | ocal
franchi see of a national chain. Finally, nothing in this
record permts us judicially to notice all eged w de-spread
know edge by nenbers of the public of nationw de collective
menber ship marks (li ke TRUE VALUE, | GA and BEST WESTERN),
or to then presune that consunmers, the very first tine they
encounter applicant’s TIRE FACTORY nark on a busi ness card
or exterior signage of atire retailer in Oregon, wll
perceive the mark as indicating menbership in a collective,
rather than as a mark of the individual establishnent.
While there is nothing in the record to suggest that
applicant is not the owner of a collective nmenbership mark
as clainmed, the speci nens shown above are the only evidence
inthe file showing how this alleged mark is being used.
Per haps applicant’s appeal herein is not that
different fromthe unsuccessful conplaint of the applicant

in Triangle Club of Princeton University:

Appl i cant contends that the exam ner has
taken too strict an interpretation of the
Act in his requirenent for a show ng of use
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by menbers of the organization ... Aside
fromthe fact that the |anguage of Section
45 of the Act explicitly states that
col l ective marks are marks used by nenbers
of a collective group, [USPTO Form 4.8,
whi ch suppl ements [ Trademark] Rule 2. 44,
clearly specifies that the use of the mark
must be by “nenbers of applicant.”

In light of all of the material submtted,
applicant has not shown that it is using the
termin question as a collective nenbership
mar k.

re Triangle Cub of Princeton University, 138 USPQ 332

(TTAB 1963). This Board has had occasion to reaffirmthis

hol ding in Enterostonmal Therapy, a decision having facts

quite simlar to the situation in the instant case:

It is well settled that proper specinens to
support registration of a collective

menber ship mark nust show the mark sought to
be regi stered used by nenbers to indicate
menbership. Inre Triangle Aub of
Princeton University, 138 USPQ 332 (TTAB

1963). (enphasis supplied).

In re International Association for Enterostonmnal Therapy,

Inc., 218 USPQ 343 (TTAB 1983).

The Trademar k Exam ni ng Attorney and applicant have
both nmade reference to the Trademark Manual of Exam ning
Procedure (TMEP), which has an entire section entitled
“Speci nens of Use for Menbership Marks.” See TMEP
81304.09(c). The nost apt portion of that section, for the

di spute herein, reads as follows:



For trade or professional associations,
decal s bearing the mark for use by nenbers
on doors or windows in their establishnents,
pl aques bearing the mark to be hung on a
wal |, or decals or plates for use, for
exanpl e, on nenbers’ vehicles are

sati sfactory as specinens...

We assune, for the nonent, that applicant and its
menbers are operating as the prototypical owner and users
of a collective nmenbership mark. The TMEP suggests that
menbers of a collective will often display a snall decal on
the storefront window. For exanple, in this case, such a
speci nen m ght be a snmall decal (e.g., in a grouping having
| ogo decals of the credit cards the nerchant accepts) close
to the front door of the Canaga Tire Factory establishnent
i n Lebanon, Oegon, showing that this tire retailer is
allied with, a nenber or an associate of, the TIRE FACTORY
association of retail stores selling autonotive tires and
accessories. During the prosecution of this application,
the Trademark Exam ni ng Attorney sought from applicant just
such an indicator, as it mght be used in the context of an
average retail tire store. Such a w ndow decal, or the
proverbial franmed nenbership plague hanging on an interior
wal | of the retail establishnment, overshadowed by nore
prom nently presented trade nanes and/or service nmarks,

woul d be entirely consistent with the requirenents of the

Trademar k Act. Mor eover, such a nuanced presentation
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woul d not be m staken by the average consuner for the
establ i shnent’ s service mark.

Considering this entire record, we agree with the
position of the Tradermark Exam ning Attorney herein that
t he consuner who is handed M. Bud Hol den’ s busi ness card,
or who drives down Park Avenue in Lebanon and sees Canaga
Tire Factory’'s |large outdoor sign, will viewthe termTIRE
FACTORY as part of a trade name and/or service mark
Unfortunately, as shown herein, this matter in no way
“indicates” nenbership in applicant, as is required by the
statute and explained in a clearly stated manner in the
O fice’s manual of exam ni ng procedure.

Wth reference to the TRUE VALUE hardware usages that
applicant represents nost consuners have seen, it may well
be that the TRUE VALUE mark, displayed on a |arge exterior
sign in front of a hardware store would be serving as a

collective service mark for that retail establishment; use

of TRUE VALUE on the retail packagi ng of individua

hardware itens woul d have this same mark functioning as a

coll ective tradenmark. These uses woul d not preclude

anot her use showing that the nmerchant is affiliated in sone
way with a larger collective group. Thus, it is possible,
for an applicant to denonstrate to the Ofice that a mark

used in various ways as a trademark or service mark can, at
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the sane tinme, “indicate” nenbership in a collective
organi zation.* Again, we note however, that we do not have
the record supporting the TRUE VALUE registration before
us, and therefore, have no way of conparing applicant’s use
with the use(s) nmade by that collective.
I n support of registration herein, applicant cites to

a decision froma District Court in California, where the
j udge notes correctly that:

“...the location of the mark does not

determne its characterization as a

coll ective mark; rather, the nessage

conveyed by the mark is dispositive.”

Sebasti an International Inc. v. Longs Drug Stores Corp.

29 USPQ2d 1710 (C.D. Cal. 1993). W agree with this
general conclusion, and find that the reported deci sions
and the rel evant sections of the TMEP all anticipate that a
mark may be used in a variety of valid ways and still be
perceived as a collective nenbership mark. However, we

al so agree with the Trademark Exam ning Attorney that the
speci nens involved herein fail to convey any information
about the existence of applicant’s collective, or that

either of the two entities assertedly represented by the

4 In fact, the same result could be achieved with a | arge

exterior sign or billboard with mninmal additions to the signage.
We do agree with applicant that there is nothing talisnmani c about
the word “Menber,” but that would certainly appear to be the
sinpl est and surest way to indicate nmenbership in a collective.
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speci mens woul d be perceived as a nmenber of such
collective. Rather, it would seemto be used in the nature
of just another service mark — whet her an ordi nary service
mark or a collective service mark.>®

Deci si on: Based upon the current specinmens of record,
the refusal to register this mark as a collective

menbership mark is affirnmed.

° In fact, according to the cover letter acconpanying this

application and its conpani on application (Ser. No. 75/649,508),
speci nmens identical to those at issue herein were used, quite
correctly, to support the issuance of a collective service mark
for the mark TI RE FACTORY (Reg. No. 2,314,658, which issued to
applicant/regi strant on February 1, 2000).
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