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Trademark Trial and Appeal Board

In re Medi a/ Prof essional |nsurance Agency, Inc.

Serial No. 75/643, 344

WIlliamB. Kircher of Shook, Hardy & Bacon L.L.P. for
Medi a/ Pr of essi onal | nsurance Agency, Inc.

Henry S. Zak, Trademark Exam ning Attorney, Law O fice 108
(Davi d Shal | ant, Managi ng Attorney).

Bef ore Chaprman, Bottorff and Holtzman, Adm nistrative
Trademar k Judges.

Opi ni on by Chapnman, Adm nistrative Tradenark Judge:

Medi a/ Pr of essi onal | nsurance Agency, Inc. has filed an
application to register the mark YOUR CYBERRI SK CONNECTI ON
on the Principal Register for “liability insurance
underwriting services for businesses which are involved in
t he di ssemnation of information or the performance of
services using on-line technology” in International C ass

36.1

! Application Serial No. 75/643,344, filed February 16, 1999,
wherein applicant alleges a bona fide intention to use the mark
in conmerce
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Regi stration has been finally refused under Section
6(a) of the Trademark Act, 15 U. S.C. 81056(a), on the basis
of applicant’s failure to conply with a requirenent to
disclaimthe term “CYBERRI SK.” Such term according to the
Exam ning Attorney, is nerely descriptive of applicant’s
services within the nmeaning of Section 2(e)(1l) of the
Trademark Act, 15 U. S.C. 81052(e)(1l), and therefore nust be
di scl ai ned.

Appl i cant has appeal ed. Both applicant and the
Exam ning Attorney have filed briefs, but an oral hearing
was not requested.

It is the Examining Attorney’ s position that the term
“CYBERRI SK” nerely describes a field or area of business
operations in which insurers, including applicant, supply
i nsurance services, or stated another way, “CYBERRI SK’
identifies risks which are encountered on an on-line or
el ectroni c basis and applicant provides risk insurance to
t he operators of “cyber” businesses. The Exani ni ng
Attorney argues that when the mark YOUR CYBERRI SK
CONNECTION is viewed in its entirety, the term “CYBERRI SK”
is an unregistrable conponent of an otherw se registrable
mark. As evidence in support of this position, the

Exam ning Attorney subm tted The Conputer Desktop

Encycl opedia (1996) definition of “cyber” as “(1) From
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cybernetics, a prefix attached to everyday words to add an
el ectronic or online connotation.” The Board takes

judicial notice of the Dictionary of Insurance Terns

(Fourth Edition 2000) definition of “risk” as “uncertainty
of financial loss; termused to designate an insured or a
peril insured against.”?

The Exam ning Attorney also submtted several
excerpted stories retrieved fromthe Nexis database show ng
“cyber(-)risk(s)” used in the insurance underwiting
i ndustry to describe the risks involved in business
operating in the cyber environnment, that is, the term
identifies an area of insurance coverage for businesses.
Representative exanples of these stories are set forth
bel ow (enphasi s added):

HEADLI NE: Meal ey’ s Announces Technol ogy
| nsurance Report

Potenti al insurance coverage fall out
from cyber risks known and not known
could be enornous, with liabilities
arising fromlnternet security, data
destruction and/or alteration, msuse
of Web site information ... software
errors, hardware failure, electronic
theft, and, of course, Y2K coverage

i ssues.

Al ready, insurance conpani es have
started marketing cyber risk insurance
designed to shield businesses that

2 The Board may take judicial notice of dictionary definitions.
See University of Notre Dane du Lac v. J.C. CGournet Food Inports
Co., 213 USPQ 594 (TTAB 1982), aff’'d, 703 F.2d 1372, 217 USPQ 505
(Fed. Cr. 1983). See also, TBWP 8712.01.
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conduct e-comerce. “Mealey’s
Litigation Report,” Novenber 20, 1998;

HEADLI NE: New Cyber-Ri sk Cover [sic-
Coverage?] Ofered

| NSUREt rust. com a provider of e-risks
solutions based in Atlanta, has
announced the availability of

“EXPRESStrust” — policies to protect
busi nesses fromcyber-risks, |osses and
l[tabilities... “National Underwriter,

Property & Casualty/ R sk & Benefits
Managenent Edition,” Cctober 23, 2000;

HEADLINE: Limting Liability: Risk e-
busi ness; Insurers Aimto Shield
Clients FromPitfalls of (perating
Onl i ne

...unveil ed new i nsurance coverage and
servi ces devoted to shiel ding conpanies
fromenergi ng cyber risks from LoveBug
viruses to the denial-of-service
attacks that crippled Yahoo Inc.
earlier this year.

Covering intangible harm

It’s hardly the sexiest part of

| aunchi ng an e-busi ness, but ‘cyber-
risk’ clearly presents new
opportunities for insurers. At issue

i s whet her businesses can afford to
ignore the need for electronic risk
managenent. “Crain’s Chicago Business,”
August 14, 2000;

HEADLI NE: Concern Spreads About Virus
Ri sk

... Al though nost property/casualty
prograns do not include so-called cyber
ri sk coverage, the denial of coverage
for such clainms has not yet been tested
incourt.... “Business Insurance,”
Novenber 13, 2000;

HEADLI NE: Def endi ng Agai nst Hackers;
Experts Say Vigilance Is Key To
Mai nt ai ni ng Conputer Security
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...t is because there are so nmany
exposures associated with Internet

ri sks that insurance coverage nust be
structured appropriately, said David M
Brenner, an attorney at Ri ddell
Wlliams P.S. in Seattle. M. Brenner
specializes in cyber risks. “Business

| nsurance,” May 15, 2000; and

HEADLI NE: WIlis Report Predicts Sone
Mar ket Shifts

...concerns about new risks, ranging
fromviruses, to hackers, to cooki es,
to chat roonms to privacy issues,
according to the report.

Several sectors of the insurance

mar ket pl ace have responded to these
concerns, the report explained. Media
i nsurers have expanded their nedia
l[iability policies to address sone
cyber-risks, while other insurers have
of fered specific cyber-risk policies...
But because this market is newy
energing, it is difficult to assess
capacity, the report finds. However,
the report said that there is capacity
avai lable in many parts of the market.
Since the Internet is an evolving area
of law, the report said, ‘it will be
interesting to see how the existence of
i nsurance, and the attendant coverage
litigation, will affect pricing and
underwiting of cyber risks.'”
“National Underwiter, Property &
Casual ty/ Ri sk & Benefits Managenent
Edition,” February 14, 2000.

Appl i cant argues that the conpound word “CYBERRI SK” is

two distinct words represented as one word; that it should

be considered unitary and thus not susceptible to

di scl ai mer

under USPTO di scl ai ner policy; and that the mark

as a whol e YOUR CYBERRI SK CONNECTION is a unitary phrase or
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sl ogan which is nore than the sumof its parts and the term
“ CYBERRI SK” shoul d not be dissected out for disclainer.

Appl i cant also contends that it owns a registration
for the mark CYBERLI ABILITY PLUS for essentially identical
services, wthout the requirenent for a disclainmer of
“cyberliability”; and that any doubt on the issue of
descriptiveness should be resolved in applicant’s favor.

It is well settled that a termor phrase i s considered
nmerely descriptive of goods or services, within the neaning
of Section 2(e)(1), if it inmediately conveys information
concerning a significant ingredient, quality,
characteristic or feature thereof, or if it directly
conveys information regarding the nature, function, purpose
or use of the goods or services. See In re Abcor
Devel opnent Corp., 588 F.2d 811, 200 USPQ 215 (CCPA 1978).
Mor eover, whether a termor phrase is nerely descriptive is
determined in relation to the goods or services for which
registration is sought. See In re Bright-Crest, Ltd., 204
USPQ 591 (TTAB 1979). See also, In re Consolidated G gar
Co., 35 USPQ2d 1290 (TTAB 1995); and In re Pennzoi
Products Co., 20 USPQd 1753 (TTAB 1991).

The Exam ning Attorney has clearly established that
the term“cyber risk” is a descriptive termwhich relates

to an energing field of the insurance underwiting
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busi ness, specifically consisting of insurance for
busi nesses involved in online technology. This termis
unregi strable by itself for these services. The fact that
applicant del eted the space between the words “cyber” and
“risk” is not persuasive of different result because the
rel evant purchasers will readily understand “cyberrisk” to
be “cyber risk” in the context of applicant’s services.
See In re Gould Paper Corp., 834 F.2d 1017, 5 USPQ@d 1110
(Fed. Gir. 1987).

As our primary review ng court stated in Dena Corp. v.
Bel vedere International Inc., 950 F.2d 1555, 21 USPQd
1047, 1051 (Fed. GCir. 1991):

The Lanham Act’s di scl ai nmer

requi rement strikes a statutory

bal ance between two conpeti ng
trademark principles. On the one
hand, it provides the benefits of

t he Lanham Act to applicants for
conposite marks with unregi strabl e
conponents. On the other hand, the
Act prevents an applicant from
claimng exclusive rights to

di scl ai med portions apart from
conposite marks. The applicant’s
conpetitors in the sane trade nust
remain free to use descriptive terns
w t hout | egal harassnent. DeWlt,
Inc. v. Magma Power Tool, 289 F.2d
656, 662, 129 USPQ 275, 281 (CCPA
1961). By encouragi ng definition of
the rights clainmed in a conposite
mar k, the Act di scourages
unnecessary litigation.
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Applicant’s argunment that its three-word mark is a
unitary phrase or slogan is sinply not persuasive. These
three words are not inseparable and do not conbine to show
that the mark has a distinct neaning of its own independent
of the constituent elenents or words formng the mark. See
Dena Corp v. Belvedere, supra, at 1052.

The Exam ning Attorney has established that
“cyberrisk” is a nerely descriptive termin the rel evant
field of applicant’s insurance services for businesses
engaged in online technology. See In re Onmaha Nati onal
Corporation, 819 F.2d 1117, 2 USPQ@d 1859 (Fed. GCir
1987) (Court affirmed the Board’ s decision on a requirenent
for a disclainmer of the nmerely descriptive term*®“FirsTier”
for banking services); In re Lean Line, Inc., 229 USPQ 781
(TTAB 1986) (requirenent for a disclainer of the nerely
descriptive term*“lean” for a variety of |low calorie foods
affirmed); Inre IBP, Inc., 228 USPQ 304 (TTAB 1985)
(requirenment for a disclainmer of the nerely descriptive
terms “select trini for pork affirmed); and In re
Truckwiters Inc., 219 USPQ 1227 (TTAB 1983), aff’d
unpubl’ d Appeal No. 84-689 (Fed. Gr., Novenber 1, 1984)
(requirenent for a disclainer of the nerely descriptive

term“witers” for insurance agency services affirned).



Ser. No. 75/643344

Applicant’s argunent that it has obtained a
registration for the mark CYBERLI ABI LI TY PLUS wi t hout a
disclainmer of the term“cyberliability,” is also not
persuasive. As the Exami ning Attorney points out not only
is “cyberliability” a different termthan “cyberrisk,” but
al so the record of that registration file is not of record.
As often noted by the Board, each case nust decided on its
own nerits. W are not privy to the records of other
registration files (including those clained by the
applicant), and noreover, the determ nation of
registrability of those particular marks by other Trademark
Exam ni ng Attorneys cannot control the nmerits in the case
now before us. See In re Nett Designs Inc., 236 F.3d 1339,
57 USPQ2d 1564, 1566 (Fed. Cir. 2001) (“Even if some prior
regi strations had sonme characteristics simlar to
[applicant’s application], the PTO s all owance of such
prior registrations does not bind the Board or this
court.”) See also, In re Dos Padres Inc., 49 USPQ2d 1860,
1862 (TTAB 1998).

Deci sion: The requirenment under Section 6 for a
di sclaimer of the term*“cyberrisk” is proper. 1In the
absence of a disclainmer of “cyberrisk” registrationis
refused. |[If a disclaimer is entered within thirty days

fromthe mailing date hereof, this decision wll be set
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aside and the mark will then be published for opposition.

See Trademark Rule 2.142(qg).
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