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In re Trans Continental Records, |nc.

Serial No. 75/628, 844

Howard N. Aronson & Seana F. C. LaPl ace of Lackenbach
Si egel Marzull o Aronson & G eenspan, P.C. for Trans
Conti nental Records, Inc.

Susan Kastriner Law ence, Trademark Exam ning Attorney, Law
Ofice 116 (Meryl L. Hershkow tz, Managi ng Attorney)

Before Sims, Ci ssel and Seeherman, Adm nistrative
Trademar k Judges.

Opi ni on by Seeherman, Adm nistrative Trademark Judge:

Trans Continental Records, Inc. seeks registration on
the Principal Register of the mark O TOAN RECORDS
| NCORPORATED and desi gn, as shown below, with the words
RECORDS and | NCORPORATED di scl ai med, for “pre-recorded
conpact discs, audio cassettes, and video cassettes
featuring pop nusic; jewelry; paper goods and printed

matter, nanely, posters, bookcovers, postcards and
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unnmount ed phot ogr aphs; | eat her goods, nanely, backpacks and
fanny packs; clothing, nanely, hats, t-shirts and jackets;
and entertainnent in the nature of |ive performances by a

pop nusical group.”?!

The Exam ning Attorney has made final a requirenent
t hat applicant disclaimexclusive rights to the nane O TOMN
on the ground that this termis geographically descriptive
of the identified goods and services.

Appl i cant has appeal ed. Applicant and the Exam ni ng
Attorney have filed briefs,? but an oral hearing was not

r equest ed.

! Application Serial No. 75/628,844, filed January 27, 1999, and
asserting a bona fide intention to use the mark i n conmmerce.

2 Wth its brief applicant has subnmitted exhibits taken from
various web search engi nes. The Exam ning Attorney has objected
to this material because it was not made of record during the
prosecution of the application. Trademark Rule 2.142(d)

provides, in part, that the record in the application should be
conplete prior to the filing of the appeal. Because the exhibits
were not nade of record prior to the filing of the appeal, they
have not been consi dered.
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Section 6(a) of the Trademark Act, 15 U. S. C
§ 1056(a), provides, in relevant part, that the Director
may require the applicant to disclaiman unregistrable
conponent of a mark otherw se registrable. Section 2(e)(2)
of the Trademark Act, 15 U . S.C. 8§ 1052(e)(2), prohibits the
regi stration of marks which, when used on or in connection
with the goods of the applicant, are primrily
geographi cally descriptive of them

A mark is considered to be primarily geographically
descriptive if (1) it is the name of a place and this place
is known generally to the public, and (2) the public would
make a goods/pl ace association, that is, believe that the
goods or services for which the mark is sought to be
registered originate in that place. See In re Urbano, 51
USP@@d 1776 (TTAB 1999); In re California Pizza Kitchen,
Inc., 10 USPQR2d 1704 (TTAB 1988). Wiere there is no
genui ne i ssue that the geographical significance of a term
is its primary significance and where the geographica
place is neither obscure nor renote, a public association
of the goods with the place nmay ordinarily be presuned from
the fact that the applicant’s own goods cone fromthe
geographi cal place named in the mark. 1In re Harvey & Sons
Ltd., 32 USPQ2d 1451 (TTAB 1994); In re Handl er Fenton

Westerns, Inc., 214 USPQ 848 (TTAB 1982).
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It is the Exam ning Attorney’s position that O TOMN i s
geographically descriptive of the identified goods and
services because it is a nicknane for the city of Ol ando,
Florida. Because applicant is located in Ol ando, a
goods/ pl ace associ ati on between applicant’s goods and
services and Olando may be presuned.

In support of the refusal, the Exam ning Attorney has
submitted a nunber of articles taken fromthe NEXI S data
base. Because applicant contends that O TOM is a renote
and obscure term we will exami ne this evidence in sone
detail .

Wth the first Ofice action the Exam ning Attorney
i ndi cated that she had searched for stories in which the
term O TOMWN appeared within 10 words of ORLANDO. Seventy-
three stories were found with this criteria, and the
Exam ning Attorney printed fourteen. O these, nine were
fromthe “Orlando Sentinel,” and three were from ot her
Fl ori da newspapers. The remaining two articles were from
t he “Washi ngton Post” and the “Washi ngton Ti nes” and appear
to refer to applicant (Lou Pearlman is one of applicant’s
princi pal s):

Amazed at their [New Kids on the Bl ock]
ear ni ng power, Pearl|lman envi sioned an

Ol ando-based conpany to rival Mtown—
hence, O town.
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Then again, Otown’s raw material is
vastly different fromwhat Berry Gordy
found in the black working-cl ass

nei ghbor hoods of Detroit.

“Washi ngton Post,” March 19, 1999

‘N Sync is part of a growi ng teen-pop
enpire based in Olando, Fla., which is
being called O-Town (a riff on Mtown,
according to executives). O Town has

t he knack for producing hit groups
(such as the popul ar Backstreet Boys),
but ‘N Sync has exceeded expectations.
“Washi ngton Tinmes,” March 18, 1999

Wth the final Ofice action the Exam ning Attorney

did a search for stories in which O TOMN and ei t her FLORI DA

or ORLANDO appeared. This search produced 441 “hits,” and

t he Exam

Two
Senti nel .
the city

ning Attorney submitted ten of them

of these stories were also fromthe “Orl ando

" O the others, three do not appear to refer to
of Olando at all:

“Rocko’s Modern Life: Rocko’s Mbdern
Christmas” —Rocko plans a Chri st nmas
party and invites his new nei ghbors,
the Elves. Bad runors spread around O
Town about the Elves, and no one shows
up at Rocko’s party. [synopsis of TV
show]

“News & Record” (G eensboro, NC),
Novenber 25, 1995

The O Town Bl ades of Cincinnati took
first place in the 16-and-ol der five-
on-five division at the Col unbus Triple
Crown Street Hockey tournanent | ast
weekend.

“The Cincinnati Enquirer,” June 30,
1995
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Four

Rising on the charts as they go, the
Lakers’ Studs played on before a packed
house at Veterans Menorial Coliseum
with the heavy dose of that O town
sound.

That, of course, would be Ol ando
Wol ri dge who, after a season of having
his roster spot questioned, has becone
nunber zero with a bullet for the
Lakers. ...

“Los Angeles Tinmes,” My 29, 1989

of the articles are witten about the Ol ando

Magi c, and reference O-town as a nicknanme for the city of

O | ando.

For exanpl e:

It helped mghtily that the Magic hit
the NBA draft jackpot in consecutive
years, bringing the best young center,
Shaquill e O Neal, and the best young
poi nt guard, Penny Hardaway, to Ot own.
“The Houston Chronicle,” Cctober 27,
1996

“I'f we can get a win in Gane 4, then do
it on Friday,” Scott dreaned, “then we
won't lose if we get back to O-Town.”

“Daily News” (New York), June 13, 1995

One additional article in this search refers generally to

O | ando as O-t own:

Look in the Yell ow Pages under Sitting
Servi ces —and check out O-town’s

ni ghtlife.

“Atl anta Journal and Constitution,”
Decenber 29, 1993

The Examining Attorney also did a search for articles

in which O TOMNN appeared within five words of N CKNAME

which in turn appeared within fifteen words of ORLANDO, and
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found one reference, which indicates that O TOM i s not
only a nickname for the city of ORLANDO, but the nanme of a
musi cal group devel oped by applicant’s principal:

He [Lou Pearl man] brings the finalist

for further devel opnment to Ol ando,

fromwhere the nicknane of the city —

O Town—+s used for the group’s nane.

“Chi cago Tribune,” March 23, 2000

Finally, the Exam ning Attorney conducted a search for

articles in which O TOMWN appears within five words of
MJUSIC. This search retrieved 22 stories, of which the
Exam ning Attorney submtted seven. Five of these were
fromthe “Olando Sentinel” or other Florida papers. O
the remaining two, one references O TOM in connection with
a type of nusic, and the other, while indicating that O
Town refers to Orlando, also indicates that it is the
| ocation for applicant’s principal’s business:

Wth their rise, [boy singing groups]

what used to be called “bubbl e-gum

nmusi ¢” earned a new ni cknane—=The O

Town Sound.”

“Arizona Republic,” Decenber 12, 1999

There’s no denying the larger, star-

maki ng orchestrations. O Town, short

for Ol ando, where Pearlman’s nusic

conpl ex i s based, has, in severa

nont hs, made connections that nusicians

“The Record” (Bergen County, NJ)

Finally, the Exam ning Attorney submtted evi dence

obtained fromtwo websites which nention “OTOM.” One is
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fromthe website of an Ol ando newspaper, the “Ol ando
Busi ness Journal,” while the other is froma website called
angelfire.com and includes the follow ng two pages:

headl i ne: o-town big-timers (for the
obsessed Fl ori di an fan)

This page has to do everything and
anything that ‘N Sync has done (or
doing) in their honme of Ol ando,

Fl ori da.

headl i ne: Rocking Rollin® Wth the G
Town Boys

[l arge picture of Backstreet Boys]
Hell o & Wel cone To All Backstreet Boys
Fans! This is ny first ever honepage
so pl ease bear with ne...

www. angel fire. com

Based on this evidence, we find that OTOM is a
relatively obscure geographic reference for the city of
Ol ando, Florida. Although people in Olando and parts of
Florida may be aware of the nicknanme, we cannot say, based
on the evidence of record, that consuners el sewhere in the
country are aware that O TOMNN is another nane for the city
of Olando. Quite sinply, the limted nunber of articles
reflecting that O TOM is a nicknane for Olando is not
sufficient for us to conclude that O TOMN i s anythi ng but
an obscure geographic term As our principal review ng
Court, in In re Societe Cenerale des Eaux M neral es de

Vittel S A, 824 F.2d 957, 3 USPQ2d 1450, 1451 (Fed. Cr.

1987), conmented, “[i]t is indeed remarkable to see the
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t hor oughness with which NEXIS can regurgitate a pl acenane
casually mentioned in the news.” The same can be said of
the NEXIS stories which are of record herein. Simlarly,
the evidence fromthe single website which is not from an
Ol ando newspaper is not persuasive that O TOM is
general ly known as a geographic |ocation. There is no
evi dence as to whether this website has been accessed by a
signi ficant nunber of people. And, in view of the

amat euri sh nature of the text (“This is ny first ever
homepage so pl ease bear with nme”), we cannot regard the
author’s view of “OTOMW' as a nicknanme for Olando to be
i ndi cative of the perception of the public at |arge.

We are al so concerned by the fact that in the NEXI S
search for stories in which O TOMNN appeared with the words
FLORI DA or ORLANDO, a search which retrieved 441 articles,
t he Exami ning Attorney made of record story nunbers 257,
303, 325, 330, 331, 337, 369, 411, 435 and 437. Although
t he Exami ning Attorney described these articles as a
“sanple,” we do not understand why the first article she
chose to submt was nunmber 257, and therefore we have

difficulty regarding the ten articles as a representative

sanple. This evidence certainly gives sone credence to
applicant’s assertion that O TOM is recogni zed as the nane

of its band, and not of the city.
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We consider this case to be simlar to ConAgra Inc. v.
Saavedra, 4 USPQ2d 1245 (TTAB 1987), whi ch invol ved the
question of whether TAPATIO which is defined as a person
or thing from Guadal ajara, is primarily deceptively
geogr aphically m sdescriptive for goods not originating in
Guadal ajara. The Board stated, at 4 USPQd 1249:

whi | e Guadal aj ara may be a | arge, well
known city in Mexico, the question is
how many people in the United States
woul d know t he geogr aphi cal
significance of "tapatio," that is, how
many people would know it relates to
persons or things Guadal aj aran? W
think the record in this case is

i nadequate to show that a significant
portion of consuners purchasing
neat | ess hot sauce woul d, upon seei ng
TAPATI O on a contai ner of neatl ess hot
sauce, conclude that it relates to a
pl ace nane and that the product cane
fromthat place, rather than concl udi ng
that it is sinply a trademark of a
manuf act urer engendering a Spani sh
connotation. ... W conclude,
therefore, that since the geographi cal
significance of the term“tapatio” is
| ost on the public because of
obscurity, it is, in effect, an
arbitrary designation...

In view of our finding that OTOM is a relatively
obscure term whi ch woul d not be perceived as a geographic
reference to Ol ando, the fact that the Exam ning Attorney
has denonstrated a goods/pl ace associ ati on bet ween
applicant’s goods and services and the city of Ol ando,

Florida is of no nmonent.

10
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Decision: The requirenment for a disclainmer of OTOMN

is reversed.
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