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Opi nion by Hanak, Adm nistrative Trademark Judge:

Medi a West —RDC, | nc. (applicant) seeks to
register in typed drawing form THE NEWS JOURNAL f or
“newspapers for general circulation.” The application
was filed on Decenber 17, 1998 with a clained first use
date of July 4, 1975. At the request of the Exam ning
Attorney, applicant disclainmd the exclusive right to use
the word NEWS apart fromthe mark in its entirety.

This application has had a tortured history.

Initially, the Exam ning Attorney refused registration



pursuant to Section 2(d) of the Trademark Act on the
basi s
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that applicant’s mark was confusingly simlar to a
previously registered mark. This ground of refusal was
subsequently wi thdrawn. The current grounds for refusal
are best articulated at page 1 of applicant’s brief:
The Exam ning Attorney has refused registration
of applicant’s mark, THE NEWS JOURNAL, arguing
that THE NEWS JOURNAL is the generic termfor
applicant’s goods, which are daily newspapers,
and therefore cannot acquire secondary
meani ng. Applicant brings this appeal because
it believes that the only generic termfor its
goods is “newspapers” and not “news journals.”
Furthernmore, although the phrase “news journal”
may be descriptive of applicant’s newspapers,
appl i cant has subm tted abundant evi dence to
show that THE NEWS JOURNAL has acquired
secondary
meani ng as a source of applicant’s newspapers.
When the refusal to register was nade final,
applicant appealed to this Board. Applicant and the
Exam ning Attorney filed briefs. Applicant did not
request a hearing.
At the outset, two points should be clarified.
First, in the above statenents taken from page 1 of
applicant’s brief, applicant contends that its goods “are
daily newspapers.” This nmay be true, but it is

irrelevant. Applicant seeks to register the purported



mar k THE NEWS JOURNAL not for “daily newspapers,” but

rat her for
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“newspapers for general circulation.” |In other words,
applicant seeks to regi ster THE NEWS JOURNAL not sinply
for daily newspapers, but rather for newspapers for
general circulation which may be distributed on a daily,
weekly or nmonthly basis. In this regard, it is extrenely
critical to renmenber that “a proper genericness inquiry
focuses on the description of services [or goods] set
forth in the” application, rather than on what

applicant’s actual goods may be. Magic Wand Inc. v. RDB

Inc., 940 F.2d 638, 19 USPQ2d 1551, 1552-53 (Fed. Cir.
1991).

Second, applicant argues that “the only generic
termfor its goods is ‘newspapers’ and not ‘news
journals.”” Wiile it is true that a few products have
but one generic nane, in nost cases, products have nore
t han one generic nane. As Professor MCarthy succinctly
states: “There is usually no one, single and exclusive
generic name for a product. Any product nmay have nmany

generic designations. Any one of those [generic



desi gnations] is incapable of trademark significance.” 2

J.McCarthy, McCarthy on Trademarks and Unfair Conpetition

Section 12:9
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at page 12-21 (4'" ed. 2001).
I n support of his claimthat applicant’s
purported mark THE NEWS JOURNAL is a generic termfor

“newspapers for general circulation,” the Exam ning
Attorney relies upon dictionary definitions and upon
approximately fifty stories wherein the term “news
journal” is used in a generic manner to refer to various

types of publications. The Exam ning Attorney refers to

The Anerican Heritage Dictionary of the English Language

(3d ed. 1992). At page 6 of its brief, applicant quotes

from Webster’s Il New College Dictionary (1995) which

defines the term “newspaper” as “a typically daily or
weekly publication containing recent news, feature

articles, editorials, and usually advertising.” (enphasis
added). The underlined portion of the definition of the
term “newspaper” selected by applicant undercuts

applicant’s argunent at pages 8 and 9 of its brief that



the Exam ning Attorney’ s articles which use the term

“news journal” in connection with weekly publications are
of no value in proving that the term“news journal” is

essentially
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synonynmous with the clearly generic term “newspaper.”
As for the term*journal,” applicant’s chosen
dictionary defines it as, in one sense, “a daily

newspaper.” (Applicant’s brief page 6). The Anerican

Heritage Dictionary of the English Language (3d ed. 1992)

defines “journal” as “a newspaper.” A dictionary
consulted by this Board al so defines “journal” as “a
newspaper.” Webster’'s New World Dictionary (1996).
Thus, while the term“journal” is synonynmous with “a
daily newspaper,” it is also synonynous with “a
newspaper.” It is true, as applicant points out, that

the term “journal” has other nmeanings. However, these
ot her meanings are essentially irrelevant when applicant
seeks to register THE NEWS JOURNAL for “newspapers for
general circulation.” As previously noted in the Magic

Wand case, the genericness of a termis not judged in the



abstract, but rather is judged in relation to the goods
set forth in the application, in this case, “newspapers
for general circulation.”

In sum the above dictionary definitions
denonstrate that when used in connection with “newspapers
for general circulation,” the terns “journal” and
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“newspaper” (or “daily newspaper”) are synonyns.

Mor eover, applicant’s own chosen definition of the term
“newspaper” denonstrates that this termis not limted to
a publication produced solely on a daily basis.

However, this Board does not rely sinply on
dictionary definitions in order to find that applicant’s
purported mark THE NEWS JOURNAL is one generic termfor
“newspapers for general circulation.” The Exam ning
Attorney has made of record literally dozens of articles
where the term “news journal” is used to refer to daily
newspapers, as well as weekly publications. For exanple,

in the October 17, 1999 edition of The San Franci sco

Chronicle, a reader wites to the editor conpl aining that

The San Franci sco Chronicle has becone “too nuch |ike a

tabl oi d and not enough like a true news journal.” In the



August 17, 1999 edition of The San Jose Mercury News,

there is an article regarding The Palo Alto Daily News

(another daily newspaper) which states that this latter
dai ly newspaper “has devolved from being viewed as a
respected news journal to a novelty.” 1In the July 24,

1999 edition of The Ol ando Sentinel a reader wites to

the editor and
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refers to The Ol ando Sentinel “as a news journal.”

Finally, there are of record a nunber of articles

di scussing the Dayt ona Beach News-Journal.

Of course, there are also stories wherein the
term“news journal” is used in a generic nmanner to refer
to publications that are produced on a weekly basis.
These stories are just as valuable in establishing that
the term “news journal” is another generic termfor
“newspaper” because, as previously noted, the very
dictionary definition relied upon by applicant at page 6
of its brief for the word “newspaper” defines the term as
“a typically daily or weekly publication containing
recent news, feature articles, editorials, and usually

advertising.” The August 21, 1999 edition of The



Sat urday Okl ahoman refers to U.S. News & World Report as

“an internationally known news journal.” The August 6,

1999 edition of The Ti nes-Picayune refers to “Newsweek

and ot her serious news journals.” Finally, the Cctober

20, 1999 edition of The Washington Tines refers to The

Econom st as “the world' s | eading news journal.”
The foregoing are but sonme of the dozens of
7
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articles made of record by the Exani ning Attorney where
the term “news journal” is used in a generic manner to
refer to a daily or weekly newspaper. Qur primry
reviewi ng Court has cautioned this Board that when an
applicant seeks to register a phrase, the Board may not
hol d the phrase to be generic w thout “conducting an
inquiry into the neaning of the disputed phrase as a

whole.” In re Anerican Fertility Society, 188 F.3d 1341,

51 USPQ2d 1832, 1836 (Fed. Cir. 1999). The Exani ni ng
Attorney’s evidence has clearly established that the
phrase “news journal” is one generic termfor the goods
set forth in the application, nanely, “newspapers for
general circulation,” whether distributed on a daily or

weekl y basi s.



Three additional coments are in order. First,
we acknowl edge that the Exam ning Attorney has failed to
uncover any generic uses of the phrase “the news
journal.” The word “the” has little if any source
identifying significance. G ven the fact that the
Exam ni ng Attorney has established that the phrase “news
journal” is generic for newspapers for general
circulation, we find that the addition of the word “the”
to this termdoes not alter its
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generic character. By way of anal ogy, there is
absolutely no dispute that the word “newspaper” is a
generic termfor “newspapers for general circulation.”
We are of the firmbelief that no one would contend that
t he phrase “the newspaper” is not |likewi se a generic term
for newspapers for general circulation. |If the term*“the
newspaper” is generic for said goods, then the term “the
news journal” is |ikew se generic.

Second, we do not take issue with applicant that
as used in connection with newspapers for general
circulation, the term “newspaper” is an infinitely nore

popul ar generic termthan is “news journal” or “the news



journal.” However, as previously pointed out, nost
products have nore than one generic term and all generic
terns nmust remain in the public domain to be freely used
by all conpetitors.

Finally, if there were any |ingering doubts as
to whether the term “the news journal” was generic for
newspapers for general circulation, this doubt is totally
el i m nated when one carefully reviews the five
decl arati ons nade of record by applicant in an attenpt to

establish that
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THE NEWS JOURNAL is indeed a mark, and not a generic
term The first declaration is fromapplicant’s
treasurer, and he states in paragraph 5 that “to his
knowl edge, the great majority of residents in the
circulation area of THE NEWS JOURNAL newspaper

[ WI m ngton, Del aware] understand the phrase ‘news

journal’ to refer to THE NEWsS JOURNAL newspaper and not

to a generic general circul ati on newspaper.” (enphasis
added). Enpl oyees of Lord & Taylor, Macy's, Best Buy,
and Boscov’'s Departnent Stores who are responsible for

pl aci ng advertising in newspapers all state that when



t hey “conduct business ...in Wl m ngton, Delaware,” they
do not use “the phrase ‘news journal’ or ‘the news
journal’ to refer to any newspaper other than THE NEWS
JOURNAL newspaper in WI m ngton, Del aware.”

The decl arations of these five individuals

sel ected by applicant were very carefully worded so as to

sinply claimthat in WIm ngton, Delaware, the title of

applicant’s newspaper (THE NEWS JOURNAL) may no | onger be
a generic term but rather is understood as referring to
a particular newspaper. However, applicant has made no
ef fort whatsoever to denmponstrate that the title of its
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newspaper (THE NEWS JOURNAL) has | ost its generic status
anywhere besides W I m ngton, Delaware. |In other words,
even applicant’s own chosen declarants (including its own
treasurer) make no cl ai m whatsoever that to the vast
maj ority of Anericans residing outside of WI m ngton,
Del aware, the term “the news journal” would be perceived
as anything other than a generic termfor newspapers for
general circul ation.

We are fully aware that applicant has made use

of THE NEWS JOURNAL on a newspaper for genera



circulation in WInm ngton for over a quarter of a
century. In WI mngton, Del aware and perhaps surroundi ng
areas, the term THE NEWS JOURNAL nmay i ndeed be viewed by
nost residents as referring exclusively to applicant’s
daily newspaper. However, by neans of its current
application, applicant seeks to gain exclusive rights to
t he phrase “the news journal” for newspapers for general
circulation in every part of the United States.
Applicant’s evidentiary showing is totally lacking in
rebutting the showng put forth by the Exam ning Attorney
that in nost of the United States, the term “the news
journal” is one generic termfor newspapers for
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general circul ation.

Assuni ng that our determ nation that applicant’s
mark is generic in the vast mpjority of the United States
is found to be erroneous, we turn now to a consideration
of whether the nmerely descriptive term“the news journal”
has acquired distinctiveness pursuant to Section 2(f) of
the Trademark Act as indicating a general circulation
newspaper enmanating solely fromapplicant. To cut to the

qui ck, applicant has totally failed to establish that to



any appreci abl e nunber of Americans, applicant’s
purported mark THE NEWS JOURNAL has acquired

di stinctiveness as indicating a newspaper emanati ng
solely fromapplicant. At nost, applicant has
established that its purported mark has acquired

di stinctiveness sinply in WI m ngton, Del aware and
per haps surroundi ng conmuniti es.

Deci sion: The refusal to register on the basis
that applicant’s mark is generic to the vast majority of
Anmericans is affirmed. The alternate basis for refusal
that applicant’s mark is nerely descriptive to the vast
maj ority of Anmericans and | acks acquired distinctiveness,
is also affirned.
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