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Opi nion by Ci ssel, Admi nistrative Trademark Judge:

On Septenber 15, 1998, applicant filed the above-
identified application to register the mark “ CONTAI NER. COM
on the Principal Register for “buying, selling, and renting
nmet al shi pping containers,” in Class 35. The basis for the
application was applicant’s claimthat it had used the mark
in connection with the services in conmerce since July 20,

1998.
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The original Exam ning Attorney! refused registration
under Section 2(e)(1) of the Lanham Act, 15 U. S.C. Section
1052(e) (1), on the ground that the mark is nerely
descriptive in connection with the services identified in
the application. He noted that the mark was a conbi nati on
of a descriptive termand a top |evel domain (“TLD")

i ndi cator, which does not serve any tradenmark function as
an indication of source. The Exam ning Attorney reasoned

t hat when the word “CONTAINER,” which is nerely descriptive
in connection with retail sales and rental of containers,
is conbined with “.COM” which sinply signifies that the
user of the domain nane is a comrercial entity, the

resul ting conbi nation nerely describes the services
applicant set forth in the application.

In addition to refusing registration on the ground of
descriptiveness, the Exam ning Attorney also found the
recitation of services in the application to be
unaccept abl e because of the use of the words “buying” and
“selling.” Noting that buying or selling one’s own goods
is not considered to be a service within the neaning of the

Lanham Act, the Exam ning Attorney suggested that applicant

! The Examining Attorney identified above was assigned this
application follow ng the reassi gnnent of the original Exam ning
Attorney to a different position within the agency.



Ser No. 75/553, 426

adopt the followi ng | anguage: “distributorship services
featuring netal shipping containers,” in Cass 35; and
“rental of netal shipping containers,” in C ass 39.

Applicant responded to the first O fice Action by
anmendi ng the application to seek registration on the
Suppl enment al Regi ster, and anending the recitation of
services to read as follows: “retail services featuring
nmet al shipping containers,” in Cass 35; and “rental of
metal shipping containers,” in Cass 39.

The Exami ning Attorney refused registration on the
Suppl ement al Regi ster under Section 23 the Lanham Act, 15
U S.C. Section 1091, on the ground that applicant’s mark is
i ncapabl e of identifying applicant’s services and
di stingui shing themfromsim|ar services provided by
others. He reasoned that the term “CONTAINER' is generic
in connection with services such as the rental and retai
sal e of containers, and that conmbining this generic term
with the TLD “. COM does not result in a nmark regi strable
on the Suppl enental Regi ster because the TLD has no source-
identifying significance that it can add to the generic
term

The Exam ning Attorney accepted the anended recitation

of services for class 39, but found the recitation in C ass
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35 unacceptably i ndefinite because applicant had not
specified the type of retail services it renders. He
suggest ed adoption of the followng, if accurate: “retai
store services featuring nmetal shipping containers,” in
Cl ass 35.

Appl i cant responded by anending the services in C ass
35 to read as follows: “retail store services and retail
services offered via tel ephone featuring nmetal shipping
containers.” Applicant also argued that the refusal to
regi ster under Section 23 of the Act was not well taken, in
that applicant’s retail and rental services “are not web
based.” Applicant stated that its custoners purchase its
services froma physical location in California or via
t el ephone, and that its Web site is used strictly for
advertising purposes. Applicant conceded that “CONTAl NER
is a generic term but argued that the addition of the
suffix “.COM “creates a distinctive conposite, or at
m ni mum a conposite worthy of registration on the
Suppl enent al Regi ster.”

The Exam ning Attorney accepted the anmended recitation
of services in Cass 35, but continued and made final the
refusal to register under Section 23 of the Act. He
referred to dictionary definitions of the term “container”

as “a receptacle, such as a carton, can, or jar, in which
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material is held or carried.” or “a large reusabl e
receptacle that can accommodate smal |l er cartons or cases in
a single shipnment, designed for efficient handling of
cargo.” Two conputer dictionaries were quoted in reference
to the fact that the TLD “. COM is assigned to corporations

or busi nesses. For exanple, Prentice Hall’'s Illustrated

Dictionary of Conputing, Third Ed., 1998, defines “.coni as

“in data comruni cations, the code used to identify an

I nternet user as one operating (or belonging to) a
comer ci al organi zation (business).” The Exam ning
Attorney repeated his contention that the TLD | acks the
ability to serve as an indication of source in the sanme way
that terns such as “conpany,” “corporation,” “Co.” and
“I'nc.” do, and that conbining such a termwith a generic
word results in a mark |ike “CONTAINER COM " which is

i ncapabl e of identifying applicant’s services and

di stinguishing themfromsimlar services rendered by

ot hers.

Applicant tinmely filed a Notice of Appeal, which was
foll owed by a request for suspension of the appeal and
remand to the Examining Attorney for consideration of the
recent ruling of the United States Court of Appeals for the
Federal Circuit inIn re Dial-A Mattress Qperating

Cor poration, 240 F.3d 1341, 57 USPQR2d 1807 (Fed. Cir.
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2001). The application was remanded to the Exam ning
Attorney, but after reconsidering the refusal to register
in light of the new case argued by applicant, he was not
persuaded to withdraw the refusal to register. The Board
resuned action on the appeal, applicant filed its appeal
brief, the Exam ning Attorney filed his brief, and
applicant filed a reply brief. Applicant did not request
an oral hearing before the Board.

Section 23 of the Lanham Act provides for registration
on the Suppl enental Register of marks “capabl e of
di stingui shing applicant’s goods or services and not
regi strable on the Principal Register.”

W affirmthe refusal to register because the matter
for which registration is sought, “CONTAINER COM " is
i ncapabl e of identifying the source of applicant’s retai
and rental services featuring containers. Even applicant,
as noted above, concedes that “CONTAINER' is generic in
connection with its services.? W agree wth the Exanining
Attorney that what applicant seeks to register is sinply a
generic term which has no source-identifying significance

in connection with applicant’s services, in conbination

2 Had applicant not nade this concession, the burden woul d have
remai ned on the Exam ning Attorney to put in evidence
denonstrating generic use of the term preferably in addition to
di ctionary evidence of genericness.
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with the top | evel domain indicator, which also has no
source-identifying significance, and that conbining the two
does not create a termwhich has sonehow acquired the
capability of identifying and distinguishing applicant’s
servi ces.

This case is analogous to the cases cited by the
Exam ning Attorney, such as In re Paint Products Co., 8
UsPQ@d 1863 (TTAB 1988), [“PAINT PRODUCTS CO held
i ncapabl e of identifying and di stinguishing paints], and In
re E.l1. Kane, Inc., 221 USPQ 1203 (TTAB 1984), [“OFFICE
MOVERS, |INC.” held incapable of identifying and
di stinguishing office facilities noving services], wherein
combi nati ons of generic terns along with designations
identifying the types of entities as conpani es or
corporations were held to be no nore registrable than the
generic terms would be by thenselves. Just as “555-
1212.conf was held to be nmerely descriptive of providing
dat abases featuring tel ephone and directory infornmation
accessible via electronic conmuni cati on networks in 555-
1212. com Inc. v. Comuni cation House |nternational Inc.,
157 F. Supp.2d 1084, 59 USPQ2d 1453, 1457-59 (N.D. Cal.
2001), to the average custoner seeking to buy or rent
cont ai ners, “CONTAI NER. COM woul d i nmedi ately indicate a

commercial web site on the Internet which provides
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containers. See also: 1 J. McCarthy, Mc Carthy on

Trademarks & Unfair Conpetition, Section 7:17.1 (4th ed.

2002) at 7-28.1 [“ a top level domain [ TLD)’] indicator
[such as ‘com’] has no source indicating significance and
cannot serve any trademark [or service mark] purpose” and
“I[t]he sane is true of other non-distinctive nodifiers used
in domain nanes, such as ‘http://ww’' and “htm”; thus,
because “the TLD ‘.com functions in the world of
cyberspace nuch like the generic indicators ‘Inc.,’ ‘Co.,
or ‘LTD.’ placed after the name of a conpany,” “[a] top
| evel domain indicator like *.com does not turn an
ot herwi se unregi strabl e designation into a distinctive,
regi strable trademark [or service mark].

Applicant presents an interesting argunent in

connection with the D al-A Mattress case, cited above. In

that case, the Court reversed the Board’ s holding affirmng
the refusal to register “1-888-MATRESS’ as a mark for
“t el ephone shop-at-honme services in the field of
mattresses” based on the assertion of a bona fide intention
to use the mark in commerce. The application was based on
a claimof acquired distinctiveness predicated on
applicant’s use and registrations of other, simlar marks.
The Court found the followi ng: it was undi sputed that

the genus for the type of services rendered by the
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applicant was “tel ephone shop-at-hone services for retai
mattresses” (which we interpret as neaning tel ephone retail
sales of mattresses); the area code designation of “888” in
t he proposed mark was itself devoid of significance as a
source identifier; “MATRESS’ was the equival ent of
“MATTRESS”; and the word “MATTRESS’ is generic for retail
services in the field of mattresses.

The Court held that the Board “had applied the wong
test in holding that the Director neets his burden of
provi ng an al phanuneri c tel ephone nunber generic nerely by
showi ng that it is conposed of a non-source-indicating area
code and a generic term” The Court stated that the matter
sought to be registered in that case was “a menoni c forned
by the union of a series of nunbers and a word,” and that,
as such, it “bears closer conceptual resenblance to a
phrase than a conpound word.” Further, it was noted that
refusing regi strati on based on genericness required
producti on of evidence establishing “the meaning the
rel evant purchasing public accords to the proposed mmenonic
mark ‘as a whole.’”

The instant appeal is distinguishable fromthe
decision in that case because the matter sought to be
regi stered here is not a menonic fornmed by conbi ni ng

nunmbers with a word. It is not a tel ephone nunber, but
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instead is an Internet address, but this fact does not, in
and of itself, mandate registration. Just as in the Dial-

A-Mattress case, what is sought to be registered is not the

name of the genus or category of services, and in a sense
simlar to the toll-free tel ephone nunber scenario, the
conbi nati on of the generic word “CONTAI NER" and the TLD
“.COM"” considered inits entirety, is not the common
descriptive name of the services at issue. In a simlar
sense, domai n nanes, just |like tel ephone nunbers, typically
can be used by only one entity at a tine.

Not wi t hst andi ng these simlarities between the cited
case and the one at hand, the instant appeal presents an
i ssue which differs fromthe one resolved by the Court in

Dial -A-Mattress. The mark there was a toll-free tel ephone

nunber which featured a m sspelled generic terminstead of
t he usual seven-digit nunber followi ng the area code. As
the Court characterized it, the proposed mark was a
menoni ¢ conbi ni ng nunbers with a word, which was nore of a
“phrase” than a “conmpound word.” Here the mark consists

of a correctly spelled generic termfollowed by “.com

Unlike the toll free area code in Dial-A-Mattress, the

“.conf portion of applicant’s mark indicates that applicant

is a commercial enterprise.

10
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The Dial-A-Mattress case is further distinguishable

because al t hough tel ephone nunbers are truly unique, i.e.,
a given ten-digit nunber can be used by only one entity at
a tinme, donmain nanes may be up to sixty-three nunbers or
characters, so that many domai n nanes could contain the
sanme root terns, conbining themwth different nunbers or
letters as prefixes and/or suffixes. Container suppliers
who conpete with applicant may in fact be using or have a
conpetitive need to use the matter sought to be registered
as part of their own donain nanes and tradenarKks.

In the case before us, contrary to Dial-A Mattress,

the mark cannot be characterized as a mmenoni c phrase. It
is instead a conpound word, a generic term conbined with
the top | evel domain indicator, “.COM” In proving
genericness, the Ofice may satisfy its burden by show ng
that these separate generic words have a neaning identica
to the nmeani ng common usage woul d ascri be to those words as
a compound. In re Gould Paper Corp., 834 F.2d 1017, 5
UsP2d 1110 (Fed. Cr. 1987). 1In a simlar sense, neither
the generic termnor the domain indicator has the
capability of functioning as an indication of source, and
conbi ning the two does not result in a conpound termthat

has sonehow acquired this capability.

11
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Applicant al so argues that the mark is not generic
because applicant’s services are not Web-based. Wile it
may be that applicant currently does not sell its goods
over the Internet, that may not always be the case. In any
event, applicant currently advertises its goods on the
| nt er net.

DECI SION:  The refusal to register this termon the

Suppl enental Regi ster is affirned.
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