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Opi nion by Cissel, Administrative Trademark Judge:

On June 12, 1998, applicant filed the above-referenced
application to register the mark “SARK’ on the Principal
Regi ster for a variety of conputer-related services. The
basis for filing the application was applicant’s assertion
that it possessed a bona fide intention to use the mark in
interstate comerce in connection with these services.

The Exam ning Attorney informed applicant that

al t hough only one application fee had been submtted, it
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had included services in several different classes. Based
upon the information provided in the application, the
Exam ni ng Attorney suggested recitations of services in

Cl asses 35, 40 and 42, and instructed applicant on the
procedure for anmending the application if applicant chose
to do so.

Appl i cant responded by anmendi ng the application to
all ege use of the mark in connection with its services, and
anended the recitation of services, as suggested by the
Exam ning Attorney, to set forth services in those three
cl asses.

The Exam ning Attorney accepted the three anended
recitations of services which she had suggested, but held
that the specinmen submtted with the Anendnent to All ege
Use was unaccept abl e as evidence of use of “SARK’ as a
service mark because it showed the term sought to be
registered only as a domai n nane or conputer address.

Applicant then subnmitted additional specinens al ong
with a declaration in support of them The Exam ning
Attorney found that the substitute speci nens showed use of
the mark in connection with the services in Cl asses 35 and
42, but not in connection with the services in C ass 40.
In addition to services in Casses 35 and 42, the anended

application clains use of the mark in connection with
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“docunent data transfer and physical conversion services
fromone nedia to another, in International C ass 40.”

Applicant tinely filed a Notice of Appeal, which was
foll owed by an appeal brief. The Examining Attorney fil ed
her brief on appeal, and applicant waived its previously
requested oral hearing before the Board, so we have
resol ved this appeal based on the witten record in the
application and the argunents presented in the briefs by
applicant and the Exam ning Attorney.

The sole issue for our resolution in this appeal is
whet her applicant’s speci nens show use of “SARK’ as a
service mark for “docunent data transfer and physi cal
conversion services fromone nedia to another.” \Wether or
not the Exam ning Attorney was justified in accepting the
speci nens as evi dence of service mark use of “SARK” in
connection with the services recited in Cass 35 and C ass
42 is not before us in this appeal.

Section 1(a)(1) of the Lanham Act provides that an
applicant nust submt “specinmens or facsimles of the mark
as used” with the application. Sinply put, the specinens
nmust show the mark used in association with the services in
connection with which applicant seeks to register it. The
manner of use of the mark on the specinens should perm:t

potential purchasers to perceive readily the mark as
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identifying applicant’s services and indicating their
source, even if that source is anonynous. The specinmen of
use must create sone “direct association” between
applicant’s services, as identified in the application, and
the mark sought to be registered. As the Exam ning
Attorney points out, in In re Advertising & Marketing

Devel opnent, Inc., 2 USPQ2d 2010, (Fed. GCr. 1987), our
primary review ng court stated that “[i]t is not enough for
the applicant to be the provider of services; the applicant
nmust al so have used the mark to identify the naned services
for which registration is sought.” |In the case at hand,
the Examining Attorney’s position is that the specinmens of
use do not show “SARK’ used as a mark to identify and

di stingui sh “docunent data transfer and physical conversion
services fromone nedia to another.”

A close | ook at the specinmens subnmitted by applicant
verifies that this is the case. Three of the specinens are
applicant’s advertisenents for new enpl oyees. The fourth
is a conpany newsletter.

The first, identified as Exhibit 1 to applicant’s
brief, is directed to potential full-tine enpl oyees
interested in jobs in the field of information technol ogy
consulting. Applicant states that its firmspecializes in

“application devel opnent using client-server and |nternet
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technol ogies.” The advertisement touts the training
appl i cant provides for new enpl oyees as well as
opportunities for advancenent within applicant’s

organi zation. CQutside of use as a conponent of two

I nt ernet addresses, the only use of the mark applicant
seeks to register is in the tag line of the text of the
advertisenment, where potential enployees are urged to “Cone
j oi ned the SARK teant”

Exhibit 2 is a simlar adverti senment wherein applicant
is attenpting to attract new enpl oyees. The adverti senent
is titled “It’s another episode of career adventures with
SARKMAN. ”  The only use of the term sought to be registered
in this advertisenent is in the text, where potentia
enpl oyees are urged to “Conme speak with our SARK recruiters
at the TRN Chicago Tribune Career Fair and attend our FREE
SEM NAR. ”

A third recruiting advertisenent was al so subm tted by
applicant. It is very simlar to the Exhibit 1
advertisenent. Except for use as part of an Internet
address, the only tine the termsought to be registered is
used i s when potential enployees are urged to “Cone join
the SARK team”

The only ot her specinen submtted by applicant in

support of registration of the mark is an ei ght - page
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publication titled “Quarterly Sark Letter,” apparently

i ssued for the second quarter of 1997. This appears to be
an internal newsletter. |Its contents include information
about new hires, enployee pronotions, enployee
certifications, a schedul e of events which include the
conpany picnic, conpany golf outing and conmpany neeti ngs,
and “new arrivals,” a list of recent births to enpl oyees.
In this newsletter, applicant identifies a four-point

busi ness pl an whi ch i ncludes enhanci ng recognition of
applicant as a solution provider consulting conpany;
further developing its relationship with Mcrosoft;
increasing its Internet business; and devel opi ng enpl oyee
skills in new technol ogies. Applicant notes that it

devel ops custom software, inplenents client-server and

ot her information technol ogy systens and provides a variety
of training prograns.

“SARK’ is used in only three instances in the
newsletter: as the title of the newsletter, and in the
text of an article about recruiting enployees from
uni versities, which refers to “the original six SARK
founders,” and to “SARK personnel in Chicago.”

Nei t her the advertisenents recruiting new enpl oyees
for applicant nor applicant’s newsletter satisfies the

requi rement for speci mens which show the term sought to be
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regi stered used to identify the source of “docunent data
transfer and physical conversion services fromone nedia to
another” to prospective purchasers of these services. None
of the specinmens submtted by applicant appears to be
pronotional material directed to potential custoners of

t hese services. Mreover, even if these materials were
circul ated anong potential purchasers of the services
identified in the application, none of the specimens shows
“SARK” used to identify the source of data transfer and
physi cal conversion services. As noted above, the termis
used as an adjective in connection with “team”

“recruiters,” “letter,” “personnel” and “founders,” but not
in connection wwth the data transfer and conversion
servi ces.

As such, the specinmens are not evidence of use of
“SARK” as a service mark for these services. Accordingly,
the requirenent for acceptabl e speci nens nust be affirned.

In its brief on appeal, at p. 11, applicant requested
that in the event the Board were to affirmthe requirenent
for specinens in support of the O ass 40 services,

appl i cant woul d abandon that class fromthe application so

that the application could proceed to publication in
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Cl asses 35 and 42. In accordance with applicant’s request,
reference to the services in Class 40 is deleted and the
application is being forwarded for publication in C asses

35 and 42.



