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Opi ni on by Quinn, Admnistrative Trademark Judge:
CyberFinancial .Net, Inc. filed an application to

regi ster on the Suppl enental Register the designation

BONDS. COM for “providing information regardi ng financial

products and services via a global conputer network and

provi ding el ectronic conmerce services via a gl obal

conput er network, namely, investnent research, subscription

servi ces, market comrentary, portfolio analysis, debt

i nstrunment conversion, yield performance, and pricing

analysis, with respect to taxable and tax exenpt debt
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i nstrunments, and other related investnment products and
services, namely, investment securities.”?

The Trademark Exam ning Attorney refused registration
under Section 23 of the Trademark Act on the ground that
t he designation sought to be registered is generic and,

t hus, incapable of registration on the Suppl enent al
Regi ster.

When the refusal was made final, applicant appeal ed.
Applicant and the Exam ning Attorney submtted briefs.
Applicant did not request an oral hearing.

The Exami ning Attorney maintains that the designation
BONDS. COM i s generic because it conprises the generic term
“bonds” and an entity designator which |acks trademark
significance, nanely, the generic top-Ilevel domain (“TLD")
“.com” In support of the refusal, the Exam ning Attorney

submtted dictionary definitions of “bond,” “.com” and
“dot com conpany”; excerpts of Wb sites of entities in the
financial trade; and Exami nation Cuide No. 2-99, dated

Sept ember 29, 1999, pertaining to the registrability of

mar ks conprising, in whole or in part, domain nanes.

! Application Serial No. 75/482,561, filed May 11, 1998, alleging
a bona fide intention to use the mark in commerce. Applicant
subsequently filed an anendnent to allege use setting forth a
date of first use anywhere and a date of first use in comerce of
June 9, 1999. The application originally was filed by John B.
Beausang, and subsequently was assigned to the above-nentioned
applicant. The assignnment is recorded in the Ofice records.
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In urging that the refusal be reversed, applicant
asserts that “.conf is not a word and is not a generic term
for selling via the Internet. Applicant goes on to state
that “there is no evidence that the relevant public refers
to this class of retailers as ‘BONDS.COM’” (brief, p. 4).
Applicant also points to the absence of any listings of
“bonds. conf in dictionaries, and relies on the fact that
there are nultiple nmeanings for the term*“bond(s).” 1In
addition to the dictionary evidence, applicant submtted
pronotional materials covering its services and an
affidavit of John B. Beausang, applicant’s president,
wherein he asserts that the rel evant public would not
understand applicant’s mark BONDS. COMto be an alternative
for the generic term*®“bond.” M. Beausang states that
BONDS. COM i s a uni que conposite mark, that there are

mul ti pl e meani ngs of the term “bonds,” that applicant does

not buy or sell bonds, and that applicant’s services, as

recited in the application, enconpass a broad range of

financial tools, e.g., stocks, options, debentures banking

and taxes, which the term “bonds” does not enconpass.
Section 23 of the Trademark Act provides for

regi stration on the Suppl enental Register of marks “capabl e

of distinguishing applicant’s goods or services and not

regi strable on the Principal Register.” Generic terns are
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common names that the rel evant purchasing public
understands primarily as describing the class of goods or
services being sold. Inre Merrill Lynch, Pierce, Fenner &
Smth, Inc., 828 F.2d 1567, 4 USPQ2d 1141, 1142 (Fed. Cir
1987). They are by definition incapable of indicating a
particul ar source of the goods or services, and cannot be
regi stered as trademarks. In re D al-A Mattress Operating
Corp., 240 F.3d 1341, 57 USPQ2d 1807, 1810 (Fed. Cr

2001). The Ofice bears the burden of proving that a term
is generic. In re The American Fertility Society, 188 F.3d
1341, 51 USPQed 1832, 1834 (Fed. Cir. 1999).

The determ nation of whether a termis generic
involves a two-part inquiry: First, what is the category
or class of the goods or services at issue? Second, is the
term sought to be registered understood by the rel evant
public primarily to refer to that category of goods or
services? H Marvin Gnn Corp. v. Internationa
Association of Fire Chiefs, Inc., 782 F.2d 987, 228 USPQ
528, 530 (Fed. Cir. 1986).

Wth respect to the first part of the genericness
inquiry, the class or category of services at issue here is
that of information and el ectronic commerce services

regardi ng financial products, including bonds, provided via
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the Internet. Applicant’s honepage describes its Wb site
as a “financial resource guide.”

We next turn to the second step of the G nn inquiry,
that is, whether the relevant public understands the term
BONDS. COMto refer to the category of services at issue,
nanely, information and el ectronic conmerce services
regardi ng financial products, including bonds, provided via
the Internet.? W find that the termis so understood.

The term “bond” is defined as “a certificate of debt
i ssued by a government or corporation guaranteei ng paynent
of the original investnent plus interest by a specified

future date.” The Anerican Heritage Dictionary of the

English Language (3% ed. 1992). The term“bond” is the

name of a specific product in the financial field. As

not ed above, applicant’s Internet information services and
el ectronic comrerce services are directed, in part, to
bonds. Because “bonds” is the nane of one of the financi al
products which conprise the subject natter of applicant’s
services, the termis |ikew se a generic nane for the

i nformation services and el ectroni c comrerce services

t hensel ves. Those wishing to provide Internet information

2 Al'though applicant’s president states in his affidavit that
appl i cant does not buy or sell bonds, we find that the term
“financial products” in the recitation of services includes

“bonds.”
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services and el ectronic comerce services involving bonds
woul d need to use, and are entitled to use, the generic
termin connection with such services.

The Board has held in the past that a termwhich is
the generic nanme of a particular category of goods is
| i kewi se generic for any services which are directed to or
focused on that class of goods. See: Inre AlLa Vieille
Russie Inc., 60 USPQ2d 1895 (TTAB 2001) [ RUSSI ANART generic
for particular field or type of art and al so for deal ership
services directed to that field]; In re Log Cabin Hones
Ltd., 52 USPQRd 1206 (TTAB 1999)[ because LOG CABI N HOVES i s
generic for a particular type of building, it is also
generic for architectural design services directed to that
type of building, and for retail outlets featuring kits for
construction of that type of building]; In re Wb
Communi cati ons, 49 USPQd 1478 (TTAB 1998) [ because VEB
COVMUNI CATI ONS is generic for publication and comuni cation
via the World Wde Wb, it is also generic for consulting
services directed to assisting custonmers in setting up
their owmn Wb sites for such publication and
comuni cation); and In re Harcourt Brace Jovanovich, Inc.,
222 USPQ 820 (TTAB 1984)[ LAW & BUSI NESS i ncapabl e of
di stingui shing applicant’s services of arrangi ng and

conducting semnars in the field of business |aw].
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In the present case, although the recitation of
services relates to a variety of financial products, we
find that the “taxable and tax exenpt debt instrunents”
listed in the present application enconpass bonds. And, if
applicant’s mark BONDS. COMis generic as to part of the
services applicant offers under its mark, the mark is
unregistrable. In re Analog Devices Inc., 6 USPQd 1808,
1810 (TTAB 1988), aff’'d without pub. op., 871 F.2d 1097, 10
UsSPQ2d 1879 (Fed. Cir. 1989); and Inre Allen Electric and
Equi pment Co., 458 F.2d 1404, 173 USPQ 689, 690 (CCPA
1972) [ genericness is determ ned on the basis of the goods
and/ or services identified in the involved application].

The term*“.cont is defined in the follow ng ways: “a
dormain type used for Internet |ocations that are part of a

busi ness or commercial enterprise” CNET d ossary (1998);

“abbreviation of conmmercial organization (in Internet

addresses)” The Anerican Heritage Dictionary of the English

Language (4'" ed. 2000); and “Internet abbreviation for
conpany: used to show that an Internet address belongs to

a conpany or business” Canbridge Dictionaries Online

(2001). The record also includes definitions of “Dot Com
Conpany” as “[a] conpany which operates its business mainly

on the Internet, using ‘.coni URLsS,” Newton s Tel ecom

Dictionary (2001); and “dot-com conpany”’as “[a]n




Ser No. 75/482,561

organi zation that offers its services or products

exclusively on the Internet.” The Conputer d ossary (@h

ed. 2001).3
The issue presently before us was squarely addressed

by the Board in the recent decision of Inre Martin
Container, Inc., __ USPQd___ (TTAB June 11, 2002)
(application Serial No. 75/553,426). |In that case, the
Board found the designati on CONTAI NER. COM to be generic and
i ncapabl e of registration on the Suppl enental Regi ster when
used in connection with “retail store services and retail
services offered via tel ephone featuring netal shipping
containers” (Class 35) and “rental of netal shipping
containers” (Cass 39). The Board concl uded that

what applicant seeks to register is

sinply a generic term[“container”],

whi ch has no source-identifying

significance in connection with

applicant’s services, in conbination

with the top | evel domain indicator

[“.comf], which also has no source-

identifying significance, and that

conmbi ning the two does not create a
term whi ch has sonehow acquired the

® The last four definitions were attached to the Exami ning
Attorney’ s appeal brief. W grant the request to take judicial
notice of this evidence. See: University of Notre Dane du Lac
v. J.C. Gournet Food Inports Co., 213 USPQ 594 (TTAB 1982),
aff’d, 703 F.2d 1372, 217 USPQ 505 (Fed. Gr. 1983). In doing
S0, we recogni ze that one of the definitions is froman online
resource. However, as indicated in the Wb page printout, the
Canbridge International Dictionary of English is available in
book form Cf.: Inre Total Quality Goup Inc., 51 USPQd 1474,
1475-76 (TTAB 1999).
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capability of identifying and

di stingui shing applicant’s services.
The Board vi ewed CONTAI NER. COM nore |i ke a conmpound term
than a phrase, and cited to In re Gould Paper Corp., 834
F.2d 1017, 5 USPQ2d 1110 (Fed. Gr. 1987) in finding it
generic. The Board stated that “to the average custoner
seeking to buy or rent containers, ‘CONTAI NER. COM woul d
i medi ately indicate a cormercial web site on the Internet
whi ch provides containers.” |In nmaking its determnination,
t he Board anal ogi zed to the cases of In re Paint Products
Co., 8 USPQRd 1863 (TTAB 1988) [ PAI NT PRODUCTS CO. held
i ncapabl e of identifying and distinguishing paints], and In
re E.1. Kane, Inc., 221 USPQ 1203 (TTAB 1984) [ OFFI CE
MOVERS, |INC. held incapable of identifying and
di stinguishing office facilities noving services]. The
Board also cited to the views espoused by Professor
McCart hy:

atop level domain [“TLD’] indicator

[ such as “.conmf] has no source

i ndi cating significance and cannot

serve any trademark [or service mark]

purpose. The sane is true of other

non-di stinctive nodifiers used in

domai n nanes, such as “http://ww’ and

“htm ”...[because] the TLD “.cont

functions in the world of cyberspace

much |i ke the generic indicators

“Inc.,” “Co.,” or “Ltd.” placed after
t he nane of a conpany.
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A top level domain indicator |ike
“.conf does not turn an otherw se
unregi strabl e designation into a
distinctive, registrable trademark [or
service mark]. Thus, for exanple,
adding a “.conf to a generic term such
as <banki ngnews. com> woul d not change

t he basic generic nature and the
conposite wll probably be found
generic and unregistrable for the
service of providing information in the
field of banking.

1 J. McCarthy, McCarthy on Tradenmarks and Unfair

Conpetition, § 7:17.1 at pp. 7-28.1 to 7-29 (4'" ed. 2002).

We reach the sane result here as did the Board in

Martin Container. Applicant seeks to register the generic

term “bonds,” which has no source-identifying significance
in connection with applicant’s services, in conbination
with the top |l evel domain indicator “.com”™ which also has
no source-identifying significance. And conbining the two
terms does not create a term capable of identifying and

di stingui shing applicant’s services. The public would not
under stand BONDS. COMt o have any neani ng apart fromthe
meani ng of the individual terns conbined. In re Gould
Paper Corp., supra. Sinply put, the TLD “.com” as shown
by the Exam ning Attorney’ s evidence, signifies to the
public that the user of the domain nane constitutes a

commerci al entity.

10
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We are not the first to find that the TLD desi gnhati on
“.conf has no trademark significance. This findingis
consistent with the Ninth Grcuit’'s decision in Brookfield
Conmuni cations, Inc. v. West Coast Entertainment Corp., 174
F.3d 1036, 50 USPQ2d 1545, 1558 [“the ‘.com top-I|evel
domain signifies the site’s comercial nature”] as well as
sone |ower court decisions. See: 555.1212.comlInc. v.
Comuni cation House International Inc., 157 F. Supp2d 1084,
59 USPQ2d 1453, 1458 (N.D. Cal. 2001) wherein the court
stated the foll ow ng:

Wiile no Grcuit Court has specifically
addressed this issue [of when one adds
a “.conf to a generic term, the Ninth
Circuit has held that “[t] he domain
name is nore than a nere address: |ike
trademar ks, second-|evel domain nanes
comuni cate i nformati on as to source.”
Brookfi el d Comruni cations, Inc. v. West
Coast Entertai nment Corp., 174 F. 3d
1036, 50 USP2d 1545. Second- | evel
dormai n nanmes are the words before the
“.com” The “.conf is considered a
top-l evel domain name. Thus, the Ninth
Circuit has inplied that the source
identifying nature of a domain name, if
any, lies in the characters which
precede a “.conf not the “.conm itself.
Following the Ninth Crcuit’s lead in
Brookfield, one district court has held
t hat generic top | evel domain nanes
such as “.conf are not source
identifying words and are therefore
generi c.

11
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See, also: |Inage Online Design, Inc. v. Core Association,
120 F. Supp2d 870, 877 (C.D. Cal. 2000); and N ssan Mt or
Co. v. Ni ssan Conputer Corp., 204 F.R D. 460, 466-67 (C. D
Cal . 2001).

In the sane manner that the designati on BONDS CO.
(“CO. standing for “COVPANY”) woul d be generic and not
regi strable for applicant’s services, we find the
desi gnati on BONDS. COM | i kewi se to be unregi strable. Over
100 years ago, the Suprene Court, in the case of Goodyear’s
| ndi a Rubber G ove Mg. Co. v. Goodyear Rubber Co., 128 US
598, 602 (1888), indicated that “[t]he addition of the word
‘Conpany’ [to an otherw se unregistrable mark] only
indicates that parties have forned an association or

partnership to deal in such goods...” and does not render

the mark registrable. The Supreme Court noted that adding
“conpany” to “wine” or “cotton” or “grain” did not
magi cally create a termthat was no | onger generic:

[Plarties united to produce or sel

Wi ne, or to raise cotton or grain,

m ght style thensel ves Wne Conpany,
Cotton Conpany, or Grain Conpany; but
by such description they would in no
respect inpair the equal right of

ot hers engaged in simlar business to
use simlar designations, for the

obvi ous reason that all persons have a
right to deal in such articles, and to
publish that fact to the world. Nanes
of such articles cannot be adopted as
trade-marks, and be thereby

12
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appropriated to the exclusive right of

any one; nor will the incorporation of

a conpany in the name of an article of

comer ce, W thout other specification,

create any exclusive right to use of

the name. 1d. at 602-03
In its hypothetical, the Suprenme Court did not hint that
t he outcone was sonehow conti ngent upon whet her there was
evi dence show ng that the public used the exact term “w ne
conpany.” W view the Suprenme Court’s reasoning, although
expressed so long ago, to be equally applicable today to
cyber space donmai n nanes.

Fol |l owi ng the reasoning of the Suprene Court, the term
BONDS CO. woul d be generic for services relating to bonds,
and conpetitors should be allowed to freely use marks such
as ACME BONDS CO. or UNITED BONDS CO. to identify and
di stinguish their services. In the sanme manner, a
desi gnation such as BONDS. COM shoul d be freely avail abl e
for others to adopt so that designations such as
ACMEBONDS. COM or UNI TEDBONDS. COM coul d be used by

conpetitors to identify and distinguish their services from

others in the field. See al so: Tr ademar k Manual of

Exani ni ng Procedure, §§ 1209.03(n) and 1215.05 (39 ed.

2002).
Applicant relies heavily on the holding in D al -A

Mattress. In that case, the Federal Crcuit reversed the

13
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Board’s holding affirm ng the genericness refusal to

regi ster 1-888- MATRESS as a mark for “tel ephone shop-at -
home services in the field of mattresses.” | n arguing that
“1-800-" phone nunber and “.conf designations are anal ogous
and should be treated the sane, applicant points to

Exam nation Guide 2-99, dated Septenber 29, 1999, which
essentially indicates that such designati ons woul d be

simlarly treated by the Ofice. After Dial-A Mttress,

t he argunment goes, “.COM marks should be registrable to
t he sane extent as are phone nunber narKks.

We woul d point out, though, that Exam nation Guide 2-
99 has been superceded. The foreword to the recently
revised edition of the TMEP (dated January 2002) indicates
that “[p]Jolicies stated in this revision supercede any
previous policies stated in the second edition, exam nation
gui des, or any other statement of Office policy, to the
extent that there is any conflict.” The revision
di stinguishes the Ofice’' s treatnent of phone nunbers (8§
1209. 03(1)), recognizing the inport of the holding in D al -

A-Mattress, fromdomain nanes (8 1209.03(m).

We recogni ze, of course, as did the Board panel in

Martin Container, that there are simlarities between a

toll -free tel ephone nunber and a domain nane in that

neither is the nane of the category of services, and each

14
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typically can be used by only one entity at a tine.
However, we view the present case as distinguishable from

D al - A Mattress because, although tel ephone nunbers are

uni que, that is, a given ten-digit nunber can be used by
only one entity at a tine, domain nanes nay be up to sixty-
three nunbers or characters (plus the characters used to
identify the TLD), so that nmany domai n names could contain
the same root terns (in many instances, generic root
terms), conbining themwth different nunbers or letters as
prefi xes and/or suffixes. Financial entities that conpete
wi th applicant have a conpetitive need to use the matter
sought to be registered, BONDS. COM as part of their own
domai n names and trademarks. In this connection, we point
to the Exam ning Attorney’s evidence that at |east two
others in the financial field are using the root term
“bonds. conf as an el ement of their domai n names.
Specifically, two Wb sites show the adoption of the
generic designati on BONDS. COM and the addition of other
matter to it to formthe domain nanmes of “bonds-online.conf
and “investi ngi nbonds. com”

W |ikewi se find Dial-A-Mattress distinguishable from

the present case for the other reasons set forth in Martin

Container (slip opinion at pp. 10-11):

15
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The mark there was a toll -free
t el ephone nunber which featured a
m sspel | ed generic terminstead of the
usual seven-digit nunber follow ng the
area code. As the Court characterized
it, the proposed mark was a mmenonic
conbi ni ng nunbers with a word, which
was nore of a “phrase” than a “conpound
word.” Here the mark consists of a
correctly spelled generic termfoll owed
by “.com” Unlike the toll-free area
code in Dial -A-Mattress, the “.conf
portion of applicant’s nmark indicates
that applicant is a comercia
enterprise.

R IR IR I I I b I I

In the case before us, contrary to
Dial -A- Mattress, the mark cannot be
characteri zed as a menoni ¢ phrase. It
is instead a conpound word, a generic
term conbined with the top | evel domain
i ndicator, “.COM”

In finding that the designati on BONDS. COM as a whol e

is no less generic than its constituents, we recognize the

Feder a

Circuit’s statenent relative to Gould in American

Fertility Society (at p. 1837):

Gould is limted, on its facts,

| anguage, and hol di ng, to conpound
terns forned by the union of words. It
is legally erroneous to attenpt to
apply the | anguage quoted bel ow to
phrases consisting of nultiple terns,
which are not “joined” in any sense

ot her than appearing as a phrase.

The conpound i mredi ately and

unequi vocal | y descri bes the

pur pose, function and nature of the
goods as Gould itself tells us.
Goul d has sinply joined the two

16
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nost pertinent and individually
generic terns applicable to its
product, and then attenpts to
appropriate the ordi nary conpound
thus created as its trademark. |In
this instance, the terns renmain as
generic in the conpound as

i ndi vidually, and the conpound thus
created is itself generic.

Gould, 834 F.2d at 1019, 5 USPQd at
1112 (citations omtted).

BONDS. COM i s properly considered a conpound word in
this analysis. The terns “bond” and “.conf are joined as a
conmpound word and appear w thout any space or separation
between them This is anal ogous to Goul d, where “screen”
and “w pe” appeared as the conpound “screenw pe,” and

differs fromAnerican Fertility, where the Federal Circuit

held that the terns “Society for Reproductive Medicine”
were not “...‘joined in any sense other than appearing as
a phrase.” Anerican Fertility Society, supra at 1837.
I n reachi ng our conclusion, we have considered the
desi gnation sought to be registered as a whole. See:
Estate of P.D. Beckwith, Inc. v. Commir of Patents, 252
U S 538, 545-46 (1920). We would add that even if the
desi gnati on BONDS. COM were viewed as a phrase, we woul d
reach the sanme result here.

Applicant’s ownership of the previously issued

Regi stration No. 2,401,043 for the designati on STOCKS. COM

17
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for “providing information about investnment securities for
online investors and professional traders via a gl oba
conput er networ k” does not conpel a different result
herein.* The registration issued on October 31, 2000 on the
Suppl enental Register. While uniformtreatnent under the
Trademark Act is an administrative goal, our task in this
appeal is to determ ne, based on the record before us,

whet her applicant’s particular mark sought to be registered
here is generic. As is often stated, each case nust be
decided on its own nerits. See, e.g.: In re Best Software
Inc., 58 USPQ2d 1314 (TTAB 2001). Neither the current

Exam ning Attorney nor the Board is bound by the prior
action of the Exam ning Attorney who exam ned applicant’s
earlier-filed application, nowregistration. 1In re Nett
Designs Inc., 236 F.3d 1339, 57 USPQ2d 1564, 1566 (Fed.

Cir. 2001) [“Even if some prior registrations had sone
characteristics simlar to [applicant’s] application, the
PTO s al | owmance of such prior registrations does not bind
the Board or this court.”].

Decision: The refusal to register is affirned.

“ Applicant failed to subnmit a photocopy of the registration, and
nerely referred to it in a response. See: 1In re Duofold Inc.
184 USPQ 638, 640 (TTAB 1974). However, the Exam ning Attorney
treated the registration to be of record and, thus, we have
considered the registration in reaching our decision.

18



