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Opi ni on by Hohein, Adm nistrative Trademark Judge:

Institute of Electrical and El ectronics Engineers,
Inc., doing business as | EEE, has filed an application to
register the term"1394" for a "publication, nanely, standard
for a high performance serial bus."?!

Regi stration has been finally refused on several
grounds. First, that under Sections 1, 2 and 45 of the

Trademark Act, 15 U. S.C. 881051, 1052 and 1127, the term "1394"

! Ser. No. 75/437,901, filed on February 20, 1998, which alleges a date
of first use anywhere of Decenber 31, 1991 and a date of first use in
comer ce of Decenmber 31, 1995
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"merely identifies a designated industry standard, as used on
t he specinen of record,” and that, "as [so] used, [it] would not

"2 Second, that under Section

be perceived as a tradenark.
2(e)(1) of the Trademark Act, 15 U. S.C. 81052(e)(1), the term
"1394" is nmerely descriptive, when used in connection with
applicant's product, "of the subject matter contained in and
addressed by the applicant's ... serial bus standard."® Third,
and lastly, that under Section 1(a) of the Trademark Act, 15
U.S. C 81051(a), "[t]he drawi ng displays the mark as 1394," but
because "this differs fromthe display of the mark on the

speci men, where it appears as |EEE Std 1394-1995," applicant
must "submt a substitute specinmen that shows use of the mark
shown in the draw ng" and "verify, with an affidavit or
declaration ..., that the substitute specinmen was in use in
commerce at least as early as the filing date of the

appl i cation."*

2 Such refusal is alternatively expressed by the Exami ning Attorney as
a failure of such termto function as a trademark for applicant's
product .

® Although not so indicated in either the final refusal or any prior
O fice Action, the Examning Attorney asserts in his brief that the
nmere descriptiveness refusal "is made in the alternative should this
Board not agree with the above determ nation by the trademnark-

exam ning attorney" regarding the refusal on the ground of failure of
the term"1394" to function as a mark as used on the speci nen

* Wile the final refusal also required that applicant, in the
alternative, nmust "submit a new drawi ng of the mark that agrees with
t he specimen,” such refusal neverthel ess further indicated that
"applicant may not amend the drawing if the amendnent would materially
alter the character of the mark." |Inasnuch as it is obvious, however,
that addition of the term"IEEE' to the term"1394" materially alters
the character of the latter (see, e.g., In re Vienna Sausage Mg. Co.
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Appl i cant has appeal ed. Briefs have been filed, but
an oral hearing was not held.> W affirmthe nere

descriptiveness refusal, but reverse the other refusals to

register.

Turning to the first ground of refusal, the specinen

of record shows the follow ng manner of use of the term "1394":

AppRoant: SElReia & Si86 Nadr o
Electronics Engineers, Ino. |EEE Std 1.394-1985
Attornay: Thomas C. Wattach
. 4125422000 «
Attorney Docket No.: 98-008

IEEE Standard for a
High Performance Serial Bus

Coaprpenari el fans Tevhnolugy

IEEE Computer Society

Sponsorad by the
Microprocessor and Microcomputer Standards Cormmittas

b

{

2

; IR, 4
16 USPQ2d 2044, Inc., 6
USPQZd 1882, 18. ¢ Fubifatusd by W inairusie of Ecrrice s Beeimaios Enginsses, e, 43 Exnt 74 S, Mes Fock, AT 10017, LS4, V.
Li f e- Code Syste b Bl P si nce
t he Exam ning A n that

appl i cant "has
consequently is silent with respect to the alternative requirenent

made in the final refusal, no further consideration will be given

t her et o.
> Al though applicant tinely requested an oral hearing, it subsequently

wi t hdrew such request.
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Applicant, noting in its initial brief that the product in
connection with which it uses the term"1394" is "a specific
techni cal publication distributed by Applicant that contains a
standard for a high performance serial bus,"” argues that:

The primary question in determ ning
whet her a mark functions as a trademark is
"whet her the designation in question, as
used, will be recognized in and of itself as
an indication of origin for the particular
product."” Procter & Ganble Co. v. Keystone
Aut onot i ve Warehouse, Inc., 191 USPQ 468,
474 (TTAB 1976). In this case, Applicant's
mark (the nunber "1394") neets this test
since it has been used in interstate
commerce to identify Applicant's goods,

i.e., its technical publication containing a
standard for a high performance serial bus.

By way of background, applicant further asserts in its

initial brief that:®

® Applicant additionally contends therein that:

Significant to note is that Applicant has received a
trademark registration for a solely nuneric designation of
another standard it publishes, i.e., the mark "802" for
"[ p] ubi cati ons, nanely, panphlets of standards and
speci fications for local and netropolitan area networks."
(See U.S. Trademark Registration No. 2,342,235 for |EEE
Standard No. 802.) Since the test for tradenmark protection
has al ready been met by such a nuneric designation under
simlar circunstances, it is also net in this case.

We observe, however, that applicant never nade of record a copy of the
file history for such registration and, thus, there is no basis for a
conpari son of the determnation of registrability therein with the

factual situation presented by this appeal. Mreover, even if such
evidentiary informati on had been provided, it is settled that each
case nust be determined on its own nerits. See, e.g., Inre Nett

Designs Inc., 236 F.3d 1339, 57 USPQd 1564, 1566 (Fed. Cr. 2001)
["Even if some prior registrations had sone characteristics simlar to
[applicant's] application, the ... allowance of such prior

regi strati ons does not bind the Board or this court."]; In re Broyhil
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Applicant is the world's | argest
techni cal professional society wth nmenbers
spanni ng the gl obe. Applicant is known in
the industry to publish nearly 30% of the
world' s literature in the electrical,
el ectroni cs and conputer engi neering and
science fields. Applicant's publications
are the nost cited publications in its
field, and Applicant's standards are a
recogni zed | eader in the devel opnent of
gl obal standards in electrical and conputer
engi neeri ng.

Appl i cant publishes an annual catal og
identifying the Mark with the subject matter

of the publication it designates, and

Appl i cant al so displays the Mark on its

website as an identifier of this

publication. Thus, the Mark neets the test

of being recognized in and of itself as an

i ndication of origin for the product it

designates--in this case, Applicant's

publication for a high performnce serial

bus st andard.

However, as the Exami ning Attorney accurately points
out in his brief, applicant "did not provide any docunentati on,
exhibits, [printed] information or other evidence in support of
its argunents.” Noting, furthernore, that "Section 45 of the
Trademark Act ... defines a 'trademark’ as a 'word, nane,
synbol, or device, or any conbination thereof that is used ..
in commerce to identify and distinguish his or her goods

(enphasi s added)"” and that, "[Db]efore rights in a termas a

trademark can be established, the subject matter to which the

Furniture Industries Inc., 60 USPQ2d 1511, 1514 (TTAB 2001); and In re
Pennzoi |l Products Co., 20 USQP2d 1753, 1758 (TTAB 1991).
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termis applied nust be 'goods in trade, t he Exam ni ng

Attorney maintains that:

The proposed nunerical designation
"1394" is identified in the record as a
publication, nanely a "standard.” A
"standard" is a type of publication or
report in the field of electrical
engi neering that consists of a body of
i nformation agreed upon by the Applicant,
The Institute of Electrical and
El ectroni c[s] Engineers, Inc., (|EEE)
[which is] dissem nated and designated for
use by others in the particul ar rel evant and
related fields. The purposes of the
standard i nclude, for exanple, providing for
uniformty of or for a particular
application or device in the field of
el ectrical engineering. 1In this case, the
"1394" standard is an external bus standard
t hat enbodi es and supports particul ar
transfer protocols and transfer rates of
speed. Its application is typically for
external buses on personal conputers.

According to the Exam ning Attorney, such "infornmation
is supported by ... [a] definition [he] made of record” of the
term "I EEE 1394" fromthe "Wbopedia," which touts itself as
"[t]he #1 online encycl opedia dedicated to conputer technol ogy,"
and by "56 Nexis stories [he] made of record,” which include
reference to the term”1394." The former defines "I EEE 1394" as
follows (underlining and italics in original):

A new, very fast external bus standard

that supports data transfer rates of up to

400 Mops (400 mlIlion bits per second).

Products supporting the 1394 standard go

under different nanes, depending on the

conpany. Apple, which originally devel oped
t he technol ogy, uses the trademarked nane
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FirewWre. Oher conpani es use other nanes,
such as I-link and Lynx, to describe their
1394 products.

A single 1394 port can be used to
connect up to 63 devices. In addition to
its high speed, 1394 al so supports
i sochronous data--delivering data at a
guaranteed rate. This nakes it ideal for
devices that need to transfer high | evels of
data in real -tinme, such as video devices.

Al t hough extrenely fast and fl exibl e,
1394 is al so expensive. Like USB, 1394
supports both Plug-and-Pl ay and hot -
pl uggi ng, and al so provi des power to
peri pheral devices. The main difference
bet ween 1394 and USB is that 1394 supports
faster data transfer rates and is nore
expensive. For this reason, it is expected
to be used nostly for devices that require
| arge throughputs, such as video caneras,
whereas USB will be used to connect nost
ot her peri pheral devices.

Representati ve exanpl es of the relevant "NEX S"

excerpts are set forth bel ow (enphasis added):’

"[ Al not her new device, the PowerFile
C200 from Escient Digital Storage G oup,
provi des nore than one terabyte of digital
storage space .... Billed as the "world's

" Because 34 of the 56 excerpts nmade of record by the Exami ning
Attorney are fromthe wire services "Business Wre" and "PR Newswire,"
they are of limted probative val ue i nasmuch as there is no evidence
that the stories set forth therein have appeared in publications of
general circulation in the United States. It therefore cannot be
assuned that the excerpts therefrom have had any material inpact on
consuner perception or attitude as to the nmeaning of the term"1394."
See, e.g., In re Appetito Provisions Co. Inc., 3 USPQRd 1553, 1555
(TTAB 1987) at n. 6 and In re Men's Int'l Professional Tennis Council,
1 USPQd 1917, 1918-19 (TTAB 1986). Moreover, of the remaining 22
excerpts, many are duplicative in content and thus their probative
value, in terns of the range of publications in which stories
referring to the term"1394" have appeared, is |imted.
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first | EEE-1394 based CD/ DVD changer,' the

C200 runs on Wndows 98 . ...
The | EEE 1394 serial bus provides a

non-proprietary hi gh-speed net hod of

i nterconnecting digital devices." --
Nati onal Underwiter; Decenber 13, 1999;

"Cirrus Logi c announced an agreenent to
license | EEE 1394 serial bus firmvare from
Di gi tal Harnony Technol ogi es for system on-
chip designs ...." -- TechWeb News,

Sept enber 27, 1999;

"The Model 2345 delivers full VME
menory and control from any host equi pped
with an | EEE 1394 serial bus port." --

Al buquer que Tri bune, August 2, 1999;

Ski pstone Inc. ... developed the first-
ever products for a digital interface known
as 1394 serial bus and used to connect
conputers with tel ephones, radios or
vi deocassette recorders."” -- Austin Business

Journal , April 4, 1997;

"Wth Pentiumll, Intel will offer a
new | evel [of] performance augnented by
systens sporting an advanced graphics port,
hi gh- performance 1394 serial bus, and
Synchronous DRAM ...." -- TechWre, March
24, 1997;

"Texas Instrunents Inc. intends to
provi de the building blocks for a new
generation of technology with a series of
controllers that better inplenents the 32-
bit PC Card and the 1394 serial bus
specifications.” -- InfoWwrld, Cctober 28,
1996;

"It al so neans supporting new, high-
speed external buses such as Universal
Serial Bus and the International Electrica
and El ectroni cs Engineers' 1394 serial bus
standard.” -- Internet\Wek, April 1, 1996;
and
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"Appl e wants to showcase its own
i npl enmentation of the 1394 serial bus,
called FireWre, and doesn't want M crosoft
to get all the credit.” -- InfoWrld, March
11, 1996.

Based on the above evidence, the Exam ning Attorney
mai ntai ns that:

[ T] he conpany Appl e uses the trademark
"Firewire" to identify the external bus on
its conmputers that conformto the 1394
standard. O her conpani es use their own
trademarks as well to identify the external
buses on their conmputers that conply with
this standard. Generally, the use of such
standards allows a certain necessary
uniformty that, for exanple, al
manuf act urers of personal conputers conply
with in order for end users and conputer
network service providers to freely and
efficiently conmuni cate with each ot her
Wt hout such standards ... it would be
nearly inpossible for users of conputers
manuf actured by different conpanies to
transmit and receive data with each ot her.

In the instant application the
Appl i cant does not show use of "1394" as a

trademark. It is shown in the record used
and provided by the [A]pplicant as a
publ i shed standard for others to use. It

does not identify a single source of goods
in conmerce but rather its use [is] in the
goods and/or services provided by sources

ot her than the Applicant that conply with
this agreed upon external bus standard. The
record establishes and the Applicant does
not provide any evidence to the contrary
that this standard is solely provided for
use by others as an el ectrical engineering
standard for use in the manufacture of goods
and provision of services by others.

The record as a whol e does not show
that the Applicant uses the proposed mark on
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its own goods in trade. Rather, the record
as a whol e establishes that the Applicant
only publishes a standard or report that
provi des the technical specifications of the
standard for use by others to provi de goods
and/ or services that conform conply, neet
and fulfill this standard for the purposes
of industry.

We di sagree with the Exam ning Attorney, however, that
t he speci men does not evidence use of the term"1394" in the
manner of a mark in connection with applicant's product. As
persuasively pointed out in its reply brief, applicant's product
is its published standard, which the specinen shows is
designated by the term"1394" and is entitled "I EEE Standard for
a H gh Performance Serial Bus" (bold in original):

The speci nen of record shows that
Appel I ant uses the 1394 mark on and in
connection with the goods identified in the
application, i.e., a "publication, nanely,
standard for a high performance serial bus."
| ndeed, the specinen is the cover page of
the publication. .... Thus, contrary to
t he Exam ning Attorney's argunent that
Appel | ant does not use the proposed mark on
its own goods in trade, the standard
publication is the good in trade and the
mark i s used on the good.

The Exam ning Attorney al so points out,
correctly, that others in the industry use
or refer to the 1394 standard in connection
with the sale of their goods to indicate
that their goods or services conformto the
standard. But this third[-]party use does
not render Appellant's use on the standard a
non-trademark use. These are downstream
users who have purchased Appellant's
standard publication product for use in the
manuf acture of their goods, and these users

10
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are indicating to the consum ng public the
application of the 1394 standard in the

manuf acture of their goods.

This downstream use is anal ogous to a
manuf act urer who purchases a third party's
tradenar ked i ngredient or conponent of a
product and then | abels that product as nade
with or containing that ingredient or
conponent. As the McCarthy treatise
expl ains, a product may "have nultiple marks
owned by different firms .... Such nultiple
marking is entirely appropriate so long as
the separate identifying function of both
marks is apparent to the custoner, either
explicitly or inplicitly." MCarthy on
Trademarks and Unfair Conpetition § 7:8 (4"
ed. 2002) (citing, e.g., Safe-T Pacific Co.
V. Nabisco, Inc., 204 US P.Q 307 (T.T.A B
[1979]); Yard-Man, Inc. v. Getz
Exterm nators, Inc., 157 U S. P.Q 100
(T.T.A B. 1968).

Accordi ngly, that manufacturers and other users of applicant's
publication for its "1394" standard nay | abel or pronote their
goods or services as conformng to such standard does not, per
se, make applicant's use of the term"1394" on its publication a
non-trademark use or otherwi se nean, in the absence of the
terms being nerely descriptive, that it fails to function as a
mark for applicant's standard for a high performance serial bus.

Turning next, therefore, to the refusal on the ground
of nmere descriptiveness, it is well settled that a termis
considered to be nmerely descriptive of goods or services, within
t he neaning of Section 2(e)(1) of the Trademark Act, if it

forthwith conveys information concerning any significant

11
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ingredient, quality, characteristic, feature, function, purpose,
subj ect matter or use of the goods or services. See, e.g., In
re Gyulay, 820 F.2d 1216, 3 USPQ2d 1009 (Fed. Cir. 1987) and In
re Abcor Devel opnent Corp., 588 F.2d 811, 200 USPQ 215, 217-18
(CCPA 1978). It is not necessary that a termdescribe all of
the properties or functions of the goods or services in order
for it to be considered to be nerely descriptive thereof;
rather, it is sufficient if the termdescribes a significant
attribute or idea about them Moreover, whether a termis
nmerely descriptive is determined not in the abstract but in
relation to the goods or services for which registration is
sought, the context in which it is being used or is intended to
be used on or in connection with those goods or services and the
possi bl e significance that the term would have to the average
pur chaser of the goods or services because of the manner of such
use. See Inre Bright-Crest, Ltd., 204 USPQ 591, 593 (TTAB
1979). Thus, "[w] hether consuners could guess what the product
[or service] is fromconsideration of the mark alone is not the
test.” Inre Anerican Geetings Corp., 226 USPQ 365, 366 (TTAB
1985) .

Applicant argues that the term "1394" does not
descri be any purpose, function, characteristic or feature of its

standard for a high performance serial bus. |In particular, as

12
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stated inits initial brief, applicant asserts that (bold in
original):

The Mark is not a general term
describing all standards published by the
Applicant, but instead identifies a unique
standard for a high performance serial bus.
Mor eover, the Mark describes no quality or
function of the publication. Use of the
Mark "1394" refers to a specific standard
publ i shed by Applicant in nuch the same way
that the registered tradenmark "KLEENEX'®
refers to a specific brand of facial tissue.
Thus, rejection of the Mark "1394" for
descriptiveness woul d be anal ogous to
rejection of the Mark "KLEENEX"® as nerely
descriptive of all brands of facial tissue,
whi ch woul d clearly be inproper.

In addition, as set forth in its reply brief, applicant contends
that (bold in original):

Here ... 1394 does not have any
descriptive significance when used in
connection with a high performance seri al
bus standard. The designation 1394 is
arbitrary, and the Exam ning Attorney does
not offer any evidence that the mark is
descriptive of any aspect of the goods. The
Exam ning Attorney does refer to an
expl anation [from "Wbopedi a"] of the 1394
standard nade of record ... and the Nexis
stories nmade of record ..., but these
references al nost uniformy point to
Appel I ant |1 EEE as the source of the standard
and in no way support any nexus between the
nunerical 1394 tradermark and the nature,
quality or any other aspect of the high
performance serial bus standard .... Under
t he circunstances, the Exam ni ng Attorney
has failed to establish that the 1394 nmark
has any descriptive significance.

13
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The Exam ning Attorney, on the other hand, maintains
in light of the previously noted evidence of record that "[t] he
proposed nunerical designation '1394' nerely describes the
subject matter of the identified goods” in that it generically
designates a "particular industrial standard.” Specifically, he
insists that such evidence "establishes prima facie that the
nuneri cal designation '1394' identifies the subject mtter of

a standard for a high performance serial bus known w dely
t hroughout the relevant fields and industries as '| EEE Standard
1394" and '1394', in reference to the | EEE Standard."

We agree with the Exam ning Attorney. Contrary to
applicant's argunents, the record establishes that the only nane
by which applicant's publication of a standard for a high
performance serial bus is known is "1394." Wile such term-on
this limted record--does not in and of itself appear to
descri be any significant ingredient, quality, characteristic,
feature, function, purpose or use of applicant's goods, it is
the sol e designation for (other than the acronym or abbreviation
"I EEE, " by which applicant is often referred), and thus serves
to generically nane, applicant's standard for a high perfornmance
serial bus. As such, the term"1394" nerely describes the
subject matter of applicant's publication. Consequently, unlike
applicant's exanple of the mark "KLEENEX" for a brand of faci al

tissue, or the terns "FireWre" or "IEEE" for a brand of high

14
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per formance serial bus which conforns to applicant's published
standard, the record herein contains clear evidence which shows
that the only termwhich those in the industries or fields
served by applicant's publication utilize to designate the
particul ar standard for a high performance serial bus is "1394."
Applicant, we further note, has offered no evidence to rebut the
Exam ning Attorney's prinma facie show ng.

Turning to the third and I ast ground for refusal,
applicant asserts in its initial brief that, rather than the
designation "I EEE Std 1394- 1995" (as shown on the specinmen of
record) being its mark, as clainmed by the Exam ning Attorney,
“[t]he wording "I EEE Std'" sinply indicates what '1394' already
identifies--that '1394' is an | EEE standard.” According to
applicant, "[t]he nunber '1995" is the year of the standard,
which will change to reflect the year of any update(s)."
Appl i cant consequently insists that (bold in original) "[t]he
nunmber '1394"' is thus the only trademark wthin this display,
and therefore, the only trademark to be shown in the draw ng,"
so that a verified substitute speci nen i s not required.

The Exam ni ng Attorney, however, urges that the
speci men of record does not illustrate use of the term"1394" as
a mark for applicant's product. Specifically, the Exam ning

Attorney contends that:

15
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The Applicant's specinmen of record
consi sts of the cover or front page of a
publication titled "I EEE Standard for a Hi gh

Performance Serial Bus." This type of
publication is known in the rel evant
industries and trades as a standard. |t

shows use of the proposed mark as part of a
phrase, nanely "I EEE Std 1394- 1995." The
applicant explains in the record that the "-
1995" portion identifies a year. However,
the focus of this requirement for an
accept abl e specinmen is that the proposed
nuneri cal designation "1394" does not appear
on the specinmen of record in and of itself
as a trademark. It appears only as a non-
separabl e part of the wording "I EEE Std
1394." The nunerical designation "1394"
does not appear anywhere el se on the
specinmen of record. It is highly unlikely
that users of the goods will perceive "1394"
separate and apart fromthe wordi ng "I EEE
Std 1394" as a trademark for the identified
goods based upon this specinmen.

The speci men of record does not show
uni que, separate or distinct use of the
numeri cal designation "1394" but only shows
it used as part of the wording "I EEE Std

1394." Therefore, the specinen in question
does not show tradenmark use of "1394" on the
identified goods and the ... refusal to

regi ster on the grounds that the Applicant
has not provided an acceptabl e speci men of
use in the record should be upheld.

Assum ng, for purposes of this ground of refusal, that

the term"1394" is not nerely descriptive of applicant's product

and thus could function as a mark therefor if so used, we concur

wi th applicant that, given both the nature of its product and

t he sophistication of the purchasers and users thereof, the term

"1394" as used on the specinmen of record woul d be regarded as a

16
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mark for applicant's publication, nanely, a standard for a high
per formance bus, even though such term appears as part of the
phrase "I EEE Std 1394-1995." The Exam ning Attorney, we note,
appears to accept applicant's argunent that in such phrase, the

el enrent "-1995" woul d be regarded as the year of issuance of
applicant's standard and, therefore, is of no trademark
significance. Specifically, as reiterated in its reply brief,
applicant asserts that:

[ T] he designation "1995" denotes the year of

Appel I ant' s standard, and woul d be viewed as

distinct fromthe mark itself. Appellant

woul d not want to register the year as part

of the mark, since the year could be subject

to change. See TMEP [ Section] 1214 (noting

that marks incorporating a date (usually a

year) should not be included in registered

mar ks as "phantont el enents).
The Exam ning Attorney, however, sinply maintains that, as
previously indicated, "the focus of this requirenment for an
accept abl e specinen is that the proposed nunerical designation
'1394' does not appear on the specinen of record in and of
itself as a trademark” and, thus (enphasis added): "It is
highly unlikely that users of the goods will perceive '1394
separate and apart fromthe wording 'l EEE Std 1394' as a
trademark for the identified goods based upon this specinen.”

Contrary to the Exam ning Attorney's position, we find

persuasive applicant's argunent, as nore extensively set forth

inits reply brief, that as shown in the specinen of record the

17



Ser. No. 75/437,901

term " 1394" i ndependently functions as a mark for applicant's
product (bold in original)"

[ When eval uating the nature of
Appel l ant's use of the 1394 mark on the
standard publication, it is inportant to
keep in mind that this is not a conventional
consuner brand used on a househol d product;
rather it is a technical publication used by
a specialized category of professionals.
Thus, the Board should not judge Appellant's
use of the 1394 mark as if the mark were
COCA- COLA on a soda bottle or CLAIROL on a
hair care product. It won't appear in fancy
type or in an interesting graphic display to
entice consuners.

[ T] he designation 1394 will be viewed
by the professional audience that uses this
standard as the trademark identifying the
standard. Indeed, contrary to the Exam ning
Attorney's argunent ...[,] the Nexis stories
made of record by the Exam ning Attorney ..
denonstrate that the rel evant audi ence in
fact identifies the high performance serial
bus standard by the tradenmark 1394
emanati ng from Appel | ant | EEE

Here, the designation "I EEE" is
Appel lant's house mark, and it is entirely
appropriate to use it in connection with the
1394 mark .... It is also entirely
appropriate for Appellant to use the
designation "Std" next to the mark 1394
since that is the generic termwhich the
mark identifies ....

Thus, Appellant's specinen of record
properly shows a house mark (I EEE), a
generic descriptor (Std), the mark applied
for (1394) and the year (1995). Wiile the
entire designation "I EEE Std 1394-1995" nay
not | ook |ike the typical or conventiona
brand identification on a consuner product,
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given the nature of the product at issue, a
techni cal standard, the mark's use on the
specimen i s proper trademark use.

In essence, this case is analogous to In re Raychem
Corp., 12 USPQ2d 1399 (TTAB 1989), in which registration of the
term " TINEL- LOCK" for "netal rings for attaching a cable shield
to an adapter” was sought based upon speci nens show ng the
foll owi ng manner of use of such termin context:

DESC. DATE.
TROGAI - TI NEL- LOCK- RING 07/ 22/ 87
PCN 546679  MOD( ) Qry. 1
LOT# DEPT. 6246

Al t hough the Exami ning Attorney in such case required new

speci nens because the mark sought to be registered did not agree
with the asserted mark "TROG6AI - TI NEL- LOCK- RI NG' used on the
speci nens, the Board reversed such requirenment, reasoning that:

The generic nane of the product is
plainly "RING " Both applicant and the
Exami ning Attorney use this word as the nane
for applicant's goods. Odinarily, even if
it is used with a tradenmark, the generic
name of a product need not be included as
part of the words applicant seeks to
register unless it fornms part of a unitary
mark. The issue, therefore, is whether the
conbi nati on of the trademark (source-
identifying) matter and the generic term
forma unitary expression with a single
commerci al inpression

As to whether "TRO6AlI" rmnust be included
in the drawing of the mark [sought to be
regi stered], the record establishes that
this al pha-nuneric designation is in fact a
part or stock nunber. The Exam ning
Attorney concedes ... that the "TRO6Al"
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desi gnati on shown on the specinens is a part
nunber .

The issue [thus becones] whet her
the matter sought to be registered creates a
comerci al inpression separate and apart
fromthe nodel nunber and generic termin
association with which it is used.

A part or stock nunber does not usually
function as a source identifier. Even when
a part nunber is joined by a hyphen to other
matter whi ch does serve a trademark
function, the trademark is registerable
[sic] without showi ng the part nunber as
well in the drawing. In re Sansui Electric
Co., Ltd., 194 USPQ 202 (TTAB 1977).

In the case at hand the al pha-nuneric
desi gnati on appearing on the specimen in
front of "TINEL-LOCK" is not essential to
t he commercial inpression of "TINEL-LOCK" as
a tradenark for applicant's netal rings. In
a simlar sense, the generic term"RI NG "
al t hough connected to the nodel nunber and
the source-identifying term "TINEL-LOCK, "
by a hyphen, nonethel ess plays no integral
role in formng the portion of applicant's
mar k whi ch di stinguishes applicant’'s goods
fromthose of others. Applicant therefore
need not include either the part nunber or
the generic termin the drawi ng, because
neither is essential to the comerci al
i npression created by the mark as shown in
t he speci nens. Prospective purchasers of
t hese highly technical goods would readily
recogni ze both the part nunber and the nane
of the goods as such, and woul d therefore
|l ook only to the trademark " Tl NEL-LOCK" for
source identification. The fact that
hyphens connect both the part nunber and the
generic termto the mark does not, under the
circunstances presented by this case, create
a unitary expression such that "TI NEL-LOCK"
has no significance by itself as a
trademark. Such independent significance is
in fact supported by applicant's use of the
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mark wi t hout the part nunber or generic

designation in its advertising materials.

Accordingly, the requirenment for different

speci mens showi ng " Tl NEL- LOCK" used al one is

reversed.

Id. at 1400.

Al t hough, in this appeal, the Exam ning Attorney is
correct that there is no evidence that applicant advertises its
product under the term "1394" alone, applicant is correct in
observing that the "NEXI S" excerpts of record plainly revea
that its "I EEE 1394" standard is commonly referred to in the
rel evant trades and industries for its product as sinply "1394."
I n consequence thereof, and given the fact that the custoners
and users of applicant's standard for a high perfornmance seri al
bus are highly trained and sophisticated consuners who are
accustoned to dealing with publications |ike that of applicant,
it is clear that they would readily recognize "Std" as an
abbreviation for the generic term"standard," the substance of
which forns the subject matter of applicant's publication. Such
pur chasers and users, noreover, would be expected to be famliar
with applicant, as the world' s | argest technical professional
soci ety and publisher of nearly 30%of the world' s literature in
their respective electrical, electronics and conputer

engi neering and science fields, and would identify its

publications by its house mark "I EEE" and woul d recognize its
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convention of designating its particular standards by the year
i n which such issued or were updated.

In view thereof, we find that as used on the specinen
of record, the term"1394" creates a separate and distinct
source-identifying commercial inpression for applicant's
publication. Neither the abbreviation "Std" for the generic
nanme "standard," nor applicant's house mark "I EEE" or the year
"1995" in which it issued its standard for a high perfornmance
serial bus, are essential to the commercial inpression readily
conveyed by the term"1394." A verified substitute specinen
show ng use of "1394" by itself is accordingly not necessary.

Deci sion: The refusal on the ground that, under
Section 2(e)(1), the term"1394" is nerely descriptive of
applicant's product is affirmed, but the refusal on the ground
t hat, under Sections 1051, 1052 and 1127, such term woul d not be
per cei ved and hence does not function as a mark for its product,
and the refusal on the ground that, under Section 1(a),
applicant nust submt a substitute speci nen which shows use of

"1394" as a nark, are reversed.
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