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Opi nion by Drost, Administrative Trademark Judge:

On Cctober 6, 1997, H E. Butt G ocery Conpany
(applicant) filed an application® to register the follow ng
mark on the Principal Register for retail supermarket

services in International d ass 42:

L After this appeal was briefed, a new power of attorney was
filed designating Kirt S. O Neill and John A Tang of Akin, Qunp,
Strauss, Hauer & Feld, L.L.P. as attorneys for applicant. A copy
of this decision will also be nailed to applicant’s new

at t or neys.

2 Serial No. 75/368,461. The application indicated that the mark
was first used and first used in comrerce in August 1997.
Appl i cant has disclaimed the phrase “COSTS YOQU LESS!”
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The Examining Attorney® ultinmately refused to register
the mark for two reasons. First, the Exam ning Attorney
held that there is a |ikelihood of confusion between
applicant’s mark for its services and the mark COST-U-LESS

(in typed form* and the followi ng design mark®.

Both marks are owned by the sane entity and the
registrations recite the sane identification of services in
I nternational C ass 42:

Whol esal e and retail warehouse stores featuring food
and beverages, clothing and shoes, cleaning products
and supplies, tools, jewelry, home el ectronics and
appl i ances, blank video and audi o cassette tapes,
toys, sports equi pnent, home furnishings and
decorations, outdoor furniture, books, conputers and
conput er prograns, conpact discs and audi o cassette

® The present Examining Attorney was not the original Exam ning
Attorney in this case.

* Regi stration No. 2,155,940 i ssued May 12, 1998.

® Registration No. 2,172,111 issued July 14, 1998. The drawi ng
is lined for the color red.
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tapes featuring nusic, tobacco products, dishes,

gl asses, silverware, film film processing and paper

products.
Both marks regi stered under the provision of Section 2(f)
of the Trademark Act.

After the Exam ning Attorney nade the refusals final,
this appeal followed. Both applicant and the Exam ning

Attorney filed briefs. An oral hearing was not requested.

| . Li kel i hood of Confusi on Refusal

First, we wll address the |ikelihood of confusion
i ssue. The Exami ning Attorney determ ned that the words in
t he marks, COSTS YOU LESS! and COST-U-LESS, are nearly
i dentical in sound, appearance, and neani ng, and that
custoners are nore likely to remenber the literal portions
of the mark. The Exam ning Attorney subnitted evidence to
show that “applicant’s and registrant’s services are of a
type that typically emanate froma single source.”
Exam ning Attorney’s Br. at 5. On the other hand,
applicant argues that it “has disclaimd the word portion
of its mark (COSTS YOU LESS!) [and] [m erely descriptive
portions of conposite marks are entitled to little wei ght
on the issue of likelihood of confusion.” Applicant’s Br.
at 3-4. Furthernore, applicant suggests that the downward
pointing arrow is the dom nant elenment of its marks and

that there is a difference between applicant’s retai
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super nmar ket services and registrant’s whol esal e and retai
war ehouse stores featuring, inter alia, food and beverages.
To support its position that the services are different,
applicant relies on statenents nade by regi strant when
registrant’s then pendi ng application was bei ng exam ned.
We agree with the Exam ning Attorney, and therefore,
we affirmthe refusal to register under Section 2(d).
Det erm ni ng whether there is a |ikelihood of confusion
requires consideration of the factors set forth inlnre E

| . du Pont de Nenmours & Co., 476 F.2d 1357, 177 USPQ 563,

567 (CCPA 1973). See also Recot, Inc. v. Becton, 214 F.3d

1322, 54 USPQR2d 1894, 1896 (Fed. Cir. 2000).

The DuPont factors are: (1) the simlarity or
dissimlarity of the marks in their entireties as to
appear ance, sound, connotation and commerci al
inpression; (2) the simlarity or dissimlarity and
nature of the goods or services as described in an
application or registration or in connection with
which a prior mark is in use; (3) the simlarity or

dissimlarity of established, |ikely-to-continue trade
channel s; (4) the conditions under which and buyers to
whom sal es are nade, i.e., "inmpulse" vs. careful

sophi sticated purchasing; (5) the fane of the prior
mark (sales, advertising, length of use); (6) the
nunber and nature of simlar marks in use on simlar
goods; (7) the nature and extent of any actual
confusion; (8) the Iength of time during and
condi ti ons under which there has been concurrent use
wi t hout evidence of actual confusion; (9) the variety
of goods on which a mark is or is not used (house
mark, "fam|ly" mark, product mark); (10) the market
interface between applicant and the owner of a prior
mark; (11) the extent to which applicant has a right
to exclude others fromuse of its mark on its goods;
(12) the extent of potential confusion, i.e., whether
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de minims or substantial; and (13) any other
establ i shed fact probative of the effect of use.

Recot, 54 USPQ2d at 1897. See also du Pont, 177 USPQ

at 567.

In considering the evidence of record on these
factors, we nust keep in mnd that “[t] he fundanental
inquiry mandated by 8 2(d) goes to the cunul ative effect of
differences in the essential characteristics of the goods
[or services] and differences in the narks.” Federated

Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 192

USPQ 24, 29 (CCPA 1976). Applicant concentrates its
argunents that there is no likelihood of confusion on the
di fferences between the marks and the differences in the
servi ces.

The first factor we consider is whether the marks are
simlar in sound, appearance, mnmeaning or conmercia
impression. du Pont, 177 USPQ at 567. Both marks contain
the sane words “COST YOU LESS.” Applicant uses the correct
spelling for the word “you” while registrant uses the
phonetic equivalent letter “u”. Both nmarks woul d be
pronounced identically and they woul d have the identical
nmeani ng of “costing the purchaser less.” |In addition the
words | ook very simlar. The slight m sspelling of “you”

in applicant’s mark to the letter “u” in registrant’s mark
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hardly creates a significantly different appearance.
| ndeed, “u” is recognized as an abbreviation of the pronoun
“you. "®

Applicant argues that these words in the marks are
descriptive. However, the words in the cited registrations

have acquired distinctiveness under Section 2(f) of the

Trademark Act. In re Autonatic Radio Mg. Co., Inc., 404

F.2d 1391, 160 USPQ 233, 236 (CCPA 1969) (“The statute, by
its juxtaposition of sections 2(e) and 2(f) makes it plain
that trademarks may often be created froma word or

conbi nati on of words whose ‘primary’ or original meaning is
descriptive in nature if and when the word or words acquire
a ‘secondary,’ or new prinmary, neaning which indicates the
origin or ownership of goods and so functions as a
trademark if at the sanme tine the descriptive termis of
such a nature that granting trademark rights therein to one
user does not deprive others of their right to the normnal
use of the language”). Therefore, as marks that have

regi stered under the provision of Section 2(f), they are no
| onger considered to be nerely descriptive. The

registrations are presuned to be valid, and applicant

¢ “y pronoun. Pron. Spelling. you: Shoes fixed while U wait.
Random House Dictionary of the English Language, Second Edition
Unabri dged (1987). W take judicial notice of this definition.
Uni versity of Notre Dane du Lac v. J.C. Gournet Food |nports Co.,
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cannot attack the registrations on the ground that they are

nmerely descriptive in an ex parte proceeding. Accord Inre

D xi e Restaurants Inc., 105 F.3d 1405, 41 USPQ2d 1531,

1534-35 (Fed. Gir. 1997).

The only other feature that is present in applicant’s
mark is the arrow design. Wile we do not disregard this
feature, it does not overcone the very nearly identica
nature of the words in the marks. W acknow edge that the
mar ks are not identical although that, of course, does not
end the |ikelihood of confusion analysis. It is well

settled that it is inproper to dissect a mark. 1n re Shel

Gl Co., 992 F.2d 1204, 26 USP@d 1687, 1688 (Fed. Cr
1993). However, nore or |less weight may be given to a
particular feature of a mark for rational reasons. 1In re

Nati onal Data Corporation, 753 F.2d 1056, 224 USPQ 749, 751

(Fed. Cir. 1985). Even though registrant’s marks are
regi stered under the provisions of Section 2(f) and
applicant has disclained the phonetically identical words,
we are not free to ignore these words in eval uati ng whet her
there is a |ikelihood of confusion in this case.

In a case that is very simlar to this case, the

applicant disclained the words “Ri ght - AWy, ” which were

213 USPQ 594, 596 (TTAB 1982), aff'd, 703 F.2d 1372, 217 USPQ 505
(Fed. Gr. 1983).
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also in the cited mark, and argued that the arrow design
di stingui shed the marks. The Federal Crcuit rejected this
argurent .

[ Appl i cant] argues that the words are conmon

di ctionary words, and that since [applicant] filed a
di sclai mer of the words “Ri ght-A-VWay,” the only issue
of registration relates to the script and the arrow
design. The Board correctly held that the filing of a
di sclainer with the Patent and Trademark O fice does
not renove the disclaimed matter fromthe purview of
determ nation of |ikelihood of confusion. The marks
must be considered in the way in which they are
perceived by the relevant public. [Applicant’s]
argunent that the only consideration is the “design
form of the words “Ri ght-A-Way,” omtting the words
“right-a-way” because they were disclainmed, was
correctly rejected by the Board.

Shell G 1, 26 USPQ2d at 1688-89 (citation omtted).
Simlarly, here we nust consider the nmarks in their

entirety including the matter that applicant disclained.

As in the Shell O case, the fact that applicant’s mark

i ncludes an arrow design is not sufficient to overcone

I'i kel i hood of confusion when the nearly identical words are

used on very similar services.’

" The addition of the exclanmation point in applicant’s mark does
not change the commercial inpression. The CCPA held that the
addi tion of a hyphen and another digit did not elimnate the
simlarity of the marks. See Phillips Petroleum Co. v. C. J.
Webb, Inc., 442 F.2d 1376, 170 USPQ 35, 36 (CCPA 1971)(“The
addition of the extra 6 and the hyphen has al ready been hel d not
to avoid likelihood of confusion, and in the absence of sone

ot her apparent significance for the term6-66 we find this
concl usi on i nescapable”). Punctuation often does not
significantly change the comercial inpression of marks. In re
Burlington Industries, Inc., 196 USPQ 718, 719 (TTAB 1977) (“[A]n
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Next we consi der whether applicant’s retai
supermar ket services are related to registrant’s whol esal e
and retail warehouse store services featuring food and
beverages as well as many other itens. To determ ne
whet her t he goods and services are rel ated, we nust
consi der the goods and services as they are described in
the identification of goods and services in the
applications and registration. “Likelihood of confusion
must be determ ned based on an anal ysis of the mark applied
to the ...services recited in applicant’s application vis-a-
vis the ...services recited in [a] ...registration, rather
t han what the evidence shows the ...services to be.” Dixie

Rest aurants, 41 USPQ2d at 1534, quoting, Canadi an | nperi al

Bank of Commerce v. Wells Fargo Bank, 811 F.2d 1490, 1

usP@2d 1813, 1816 (Fed. Cir. 1987). See also Octocom

Systens Inc. v. Houston Conputer Services, 918 F.2d 937, 16

UsPQ2d 1783, 1787 (Fed. Cir. 1990).

The Exami ning Attorney has included several
regi strations, which suggest that the sane mark is used on
retail supermarket services and retail warehouse stores or
whol esal e distributorship services featuring food and

beverages. See, e.g., Registration No. 1,529, 053

excl amati on point does not serve to identify the source of the
goods”) .
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(war ehouse type retail supernarket and grocery store
services); No. 2,052,741 (retail grocery store and

whol esal e distributorship services featuring food itens);
No. 1,959,418 (retail and whol esal e grocery, departnment and
di scount stores); No. 2,375,112 (whol esale and retai
grocery stores); and No. 1,516,884 (whol esal e

di stributorships and retail grocery store services). These
regi strations are sone evidence that retail and whol esal e
super mar ket servi ces and warehouse store services are

identified by the same marks. See In re Miucky Duck Mustard

Co., 6 USPQd 1467, 1470 n.6 (TTAB 1988) (Al though third-
party registrations “are not evidence that the marks shown
therein are in use on a comrercial scale or that the public
is famliar with them [they] may have sonme probative val ue
to the extent that they may serve to suggest that such
goods or services are the type which nmay enanate from a

single source”). See alsoln re Albert Trostel & Sons Co.,

29 USPQ2d 1783, 1786 (TTAB 1993).

On the other hand, applicant relies heavily on
statenents nmade by the registrant during the prosecution of
the registrant’s then-pending application to support its
position that the services are not related. Wen
registrant’s application for whol esale and retail warehouse

stores featuring food and beverages, anong other things,

10
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was pending in the Ofice, registrant (at that time the
applicant) maintained that the cited registration:

offers traditional, conventional “retail supernarket
services.” Applicant’s warehouse stores serve a
clientele that includes retailers and restaurateurs as
wel | as, ordinary bul k-purchasers... The simlarities
bet ween the services offered by Applicant and
Registrant cited in the Ofice Action [retai
super mar ket services] are not sufficient to support a
concl usi on of likelihood of confusion.”

Applicant’s Br. at 5, citing Registration No.
1,577,165 file. This argunent was apparently not
per suasi ve because the registration did not issue until the
cited registration expired.

We are not convinced that the argunents made by
registrant in the application file denonstrate that the
services are not related. First, even if the registrant
were a party to the proceeding, statenents about a | ack of
confusion nade by the registrant during the prosecution of
its application do not normally bar the Board fromreaching
a contrary concl usion.

Whil e certain statenents nmade by a party in an ex

parte proceedi ng may, under particular circunstances,

be considered to be adm ssions against interest in a

subsequent inter partes proceedi ng, any

representations nade by petitioner in attenpting to
overcone a cited reference in order to secure its
regi stration cannot preclude or, if you will, in

respondent's terns "estop” petitioner fromtaking a

different position in a proceeding to cancel said

registration. To hold otherw se would be to deprive

petitioner of its right to proceed under Section 14 to
cancel a registration which it believes is damaging to

11
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it and to avail itself of FRCP 8(e)(2) which provides
for inconsistent and hypot hetical proceedings.

Lia Jene Inc. v. Vitabath, Inc., 162 USPQ 469, 470

(TTAB 1969). See also International Wolesalers, Inc. v.

Saxons Sandwi ch Shoppes, Inc., 170 USPQ 107, 109 (TTAB

19710 (“Turning now to applicant’s contention that opposer
is estopped fromasserting a |ikelihood of confusion
because of statenments made in its application out of which
its registration issued, it is well settled that any such
statenents do not give rise to estoppel in subsequent
proceedings”). Even if the statenents in an application
were considered, they are entitled to only limted weight
in an opposition proceeding involving the party. Specialty

Brands, Inc. v. Coffee Beans Distributors, Inc., 748 F.2d

669, 223 USPQ 1281, 1283 (CCPA 1984). The fact that the
regi strant nmade statenents in its application file that the
services are not related, does not dictate a determ nation
of no |ikelihood of confusion in this case.

Secondly, even if these statenents made by a party in
t he application process can be used as an adm ssi on agai nst
the party in a subsequent proceeding, the registrant is not
a party to this ex parte proceeding. Therefore, the
statenment cannot be used as an adm ssion against any party

to this proceeding. Finally, even if we were to consider

12
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t hese statenents, they would not change the result in this
case. Despite the registrant’s statenents, we have no
basis to find that retail supermarket custoners woul d not
overlap with retail warehouse stores featuring, inter alia,

food and beverages. See In re Hyper Shoppes (Chio), Inc.,

837 F.2d 463, 464-65, 6 USPQ2d 1025 (Fed. Cir. 1988)
(Grocery and general nerchandi se store services related to

furniture); Gant Foods, Inc. v. Nation's Foodservice,

Inc., 710 F.2d 1565, 218 USPQ 390 (Fed. CGCir. 1983) (Fast
food restaurants related to supernarket services). Retai
super market services and retail warehouse stores featuring
food and beverages are very simlar and at | east sone of

t he purchasers woul d overlap i nasnuch as both types of
stores sell food and beverages to retail purchasers.

W have al so considered the other du Pont factors to
the extent that there is any evidence of record. For nmany
of the factors, there is no significant evidence of record,
e.g., fane, sophistication of purchasers, the market
interface, the extent to which applicant has a right to
exclude, and the nature of simlar marks in use. Also, the
| ack of evidence of actual confusion and the length of tine
that the marks have been concurrently used are not
significant factors in this case. There nornmally is no

evi dence of actual confusion in ex parte cases and

13
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applicant only alleges a first use of its marks as of
August 1997.

| nasmuch as applicant’s mark i s conposed of very
simlar words, and its design does not significantly
di stinguish the marks, we find that these marks are very
simlar. The services in this case are also closely
related. Therefore, we conclude that when these very
simlar marks are used on services that are as closely
related as applicant’s and registrant’s services, there is
a |ikelihood of confusion.

1. Failure to Function as a Mark Refusal

The Examining Attorney al so refused to register
applicant’s mark because applicant’s mark does not function
as a service mark under the provisions of Section 1, 2, 3,
and 45 of the Trademark Act. 15 U.S.C. § 1051, 1052, 1053,
and 1127. The position of the Exam ning Attorney is that
applicant’s mark “nmerely functions as pronotional
information. |In essence, HEB is attenpting to convey to a
consuner that based on the prices of their goods, HEB w ||
cost you less noney. This is pronotional information
G ven the manner in which the proposed mark is used, it is
unlikely that a consuner wll associate COST YOU LESS! AND
DESI GN as a source indicator.” Examning Attorney’s Br. at

11.

14
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In response, applicant asserts that “in addition to
t he descriptive wording, the dom nant design feature of the
mar k conprises a |large dowwardly facing arrow, easily
recogni zed by consuners as bei ng suggestive of | ower
prices.” Applicant’s Br. at 7. Applicant goes on to argue
that “the arrow always points down, never sideways or up at
an ‘on sale’ itemis further indication that the
significance of the dowmmwardly facing arrow is to suggest
| ower prices rather than to identify specific sale itens.”

|d. at 8.

“The question whether the subject matter of an
application for registration functions as a mark i s
determ ned by exam ning the speci nens along with any ot her
rel evant material submtted by applicant during prosecution

of the application.” In re The Signal Conpanies, Inc., 228

USPQ 956, 957 (TTAB 1986).

An inportant function of specinmens in a trademark
application is, manifestly, to enable the PTOto
verify the statenments nade in the application
regarding trademark use. In this regard, the nmanner
in which an applicant has enployed the asserted mark,
as evidenced by the specinens of record, nust be
carefully considered in determ ning whet her the
asserted mark has been used as a trademark wth
respect to the goods named in the application.

In re Bose Corp., 546 F.2d 893, 192 USPQ 213, 216

(CCPA 1976) (enphasis in original, footnote omtted).

15
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Resol ution of this issue requires a careful analysis
of the manner in which applicant uses the words sought to

be registered.” In re First Union National Bank, 223 USPQ

278, 278 (TTAB 1984). A copy of the relevant portion of
applicant’s speci nens showi ng how it uses the mark is set
out below. \Wile applicant does refer to other uses of the
arrow “in interior portions of the advertising circul ar”
(Applicant’s Br. at 8), none of these uses are for the mark
applicant has applied to register, i.e., it is for the row

desi gn al one w thout the words.

16
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| nasmuch as applicant has disclainmed the words in the
mark, its mark is only registrable on the Principal
Register if the arrow design and/or the display of the
di sclai med words is inherently distinctive.® Here, the
di scl ai mred words are clearly displayed in nothing but

ordinary, non-distinctive style so the display of the words

8 Applicant has not sought registration under the provisions of
Section 2(f) of the Trademark Act.

17
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is not inherently distinctive. Next, we turn to the arrow
design. “If the background portion is inherently
distinctive, no proof of secondary neaning need to be

i ntroduced; if not, such proof is essential.” 1Inre E. J.

Brach & Sons, 256 F.2d 325, 118 USPQ 308, 310 (CCPA 1958).

“I'n particular, common geonetric shapes such as circles,
oval s, dianonds and stars, when used as backgrounds for the
di splay of word or letter marks, are not regarded as
trademarks for the goods to which they are applied absent
evi dence of distinctiveness of the design alone.” 1Inre

Ant on/ Bauer Inc., 7 USPQ2d 1380, 1381 (TTAB 1988). Here,

applicant seeks to register its arrow design together with
the phrase that it has disclainmed. The question then
concerns whether the arrow design is not just capable of
functioning as a mark, but whether it does function as a
mark. Applicant’s arrow design is very simlar to the
circles, ovals, stars, and dianond design di scussed above,
and, as used on the specinens, it does not stand out as a
mark.® The shaft of applicant’s arrow design is so broad
that it appears very simlar to a sinple square design that

flairs at the bottom In addition, “[t]he fact that no

° 1t also appears that arrows sinilar to applicant’s are not
uncomon in advertising. See, e.g., Inre N agara Frontier
Services, Inc., 221 USPQ 284, 285 (TTAB 1983); Safeway Stores v.
Al bertson’s, Inc., 209 USPQ 673, 677 (TTAB 1980).

18
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synbol, such as ‘TM or ‘SM’ is used to designate an
all eged mark is al so sonme evidence that the phrase is not
being used in a trademark or service mark sense.” Inre

Wakef ern Food Corp., 222 USPQ 76, 78-79 (TTAB 1984).

When we view the specinens of record, it is difficult
to perceive applicant’s mark as anything other than a non-
inherently distinctive slogan with a sinple design
associated with it. 1In a case involving a non-descriptive
design of a dog, the Board hel d:

[I]n order to be registrable, the use of such a
character, however arbitrary it my be inits
conception, nust be perceived by the purchasing public
not just as a character but also as a mark which
identifies and distinguishes the source of the goods
or services. Wiere the usage of a character in the
speci mens of record fails to inpart any conmerci al

i npression as a trademark or service mark, it is not
regi strabl e as such.

In re Hechi nger Investnent Co., 24 USPQ2d 1053, 1056 (TTAB

1991).

In this case, we cannot perceive of the public
recogni zing applicant’s mark as a tradenmark when they see
the mark di splayed on applicant’s specinmens. Applicant
itself admts that the arrow design is not arbitrary. “It
is believed that nost consuners, view ng the mark, would
consi der the significance of the very | arge downward
poi nting arrow portion of the design, in conjunction with

the word portion of the mark COST YOU LESS! to indicate a

19
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downward direction or a | ower |level of prices.”
Applicant’s Br. at 8. To the extent that the arrow woul d
be discerned, it would serve as a sinple background design
for applicant’s non-inherently distinctive nessage that
applicant’s services cost the consuner |ess.

Applicant’s mark COST YOU LESS! and arrow design as
used on the specinens of record do not function as a
trademark, and therefore, applicant’s mark was properly

refused registration on that basis.

Decision: The refusals to register applicant’s marks

under Section 2(d) and because it does not function as a

mark are affirned.

20



