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Opi nion by Quinn, Adm nistrative Tradenmark Judge:
M dmar k Cor poration has petitioned to cancel the

registration owned by Ritter-1BWDental systenme GrbH for the

kllfEh

mar k shown bel ow
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for “dental, nmedi cal and surgical equipnent and appli ances,
namel y, foot and notor-punp operated chairs and tables;
stool s; equi pnent stands or units; dental and bone surgery
engi nes; dental handpi eces; cuspidors; syringes; cauteries;
pulp testers; nouth |anps and mrrors; exam nation
treatnment and surgical tables; sterilizers; x-ray nachines;
el ectrosurgi cal apparatus; diatherny lights; office lights
for dental and nedical use; air conpressors for dental and
medi cal use; and |athes for dental and medical use.”! As
grounds for cancellation, petitioner alleges that it
intends to use the mark RITTER in connection with dental
exam nation chairs and ot her dental equipnent; that it has
filed an application, Serial No. 75/170, 487, to register
the mark RI TTER for such goods which is likely to be
rejected on the basis of respondent’s registration; and
that respondent’s mark has been abandoned due to nonuse
with no intent to resune use.

Respondent, in its answer, has denied the salient
al | egations of the petition.

The record consists of the pleadings; the file of the
i nvol ved registration; trial testinmony, with related

exhi bits, taken by each party; a certified copy of a

! Registration No. 853,719, issued July 30, 1968; renewed.
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2

regi strati on owned by petitioner,“ an assignnent relating

thereto, a certified copy of an application owed by

3 an Ofice action relating thereto,* and answers

petitioner,
to certain of petitioner’s interrogatories, all introduced
by way of petitioner’s notice of reliance; and answers to

certain of respondent’s interrogatories relied upon in

respondent’s notice of reliance.® Both parties filed

2 Registration No. 1,451,997, issued August 11, 1997 pursuant to
Section 2(f) of the Trademark Act, of the mark RI TTER for
“medi cal products, equipnent and appliances, nanely, physicians’
exam nation tables, proctology tables, podiatry chairs and
tabl es, stools, physicians’ equi pnment cabinets, stands, units and
counters, and accessories and repl acenent itens and parts
therefor”; Sections 8 and 15 affidavits filed.
3 Application Serial No. 75/170,487, filed Septenber 23, 1996, to
register the mark RITTER for “dental exam nation chairs, denta
handpi eces, sterilization units for dental instrunents, dental
articulators, dental bite trays, dental inpression trays, and
surgi cal and nedi cal exam nation |ights.”
* The Office, on Cctober 2, 1997, suspended action on the
application pending the disposition of this cancellation
pr oceedi ng.
> Petitioner filed, on Cctober 26, 2001 (i.e., after the ora
hearing), a paper captioned “newy discovered evi dence.”
Petitioner asserts that respondent has been in bankruptcy in
Germany since January 10, 2001, and that this fact goes to
respondent’s lack of intent to resunme use. Respondent filed a
response, wherein respondent admits that it filed for bankruptcy
in January 2001, but that this fact is irrelevant to whether
respondent abandoned its mark on or before the date of the filing
of the petition for cancellation (Novenber 19, 1996). Respondent
al so asserts that the bankruptcy filing supports its argunent
that its efforts to use the RITTER mark were hanpered by on-goi ng
financi al concerns, and that any nonuse of the RITTER mark after
Novenber 19, 1996 is excusabl e.

| nasmuch as the evidence was filed after the close of trial, we
decline to consider it. W hasten to add that, in any event,
even if considered, it is not persuasive of a different result.
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bri efs® and both were represented by counsel at an oral
hearing before the Board.’

Before turning to the nerits of this case, we need to
address the parties’ msconception (mde apparent by their
briefs and at oral argunent), regarding the relevant tine
period that nmay be considered in determ ning the
abandonnent issue herein. The petition for cancellation
sets forth a broadl y-worded claimof abandonnent, that is,
respondent has abandoned the registered mark “by
di sconti nuing use of said nmark with no intent to resune
said use.” No specific tinme period of abandonnent was set
forth. The undisputed date of respondent’s |last sale is
January 12, 1996 (see below); the petition was filed on
Novenber 19, 1996. Although respondent has couched sone of
its argunents in terns of nonuse between the date of the
| ast sale and the date of filing of the petition, the Board
may consi der evidence of nonuse even through the end of
trial. And, indeed, respondent itself has testified about
events as recent as the year 2000 in its attenpt to show
t hat any nonuse was not acconpanied by an intent not to

resune such use. As noted above, the abandonnent claim as

® Petitioner, inits brief (footnotes 1 and 2), renewed certain
evidentiary objections. Because the evidence is relevant to our
determ nation of the merits herein, the objections are overrul ed.
W have considered all of the evidence in reaching our decision.
" Respondent’s notion to suspend, filed August 28, 2001, is noot.
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pl eaded in the petition for cancellation is not restricted
to any particular tine frame. Thus, the issue of
abandonnent of respondent’s mark during the tine after the
filing of the petition is an issue that was inpliedly tried
by the parties. Cf.: P.A B. Produits et Appareils de
Beaute v. Satinine Societa In Nonme Collettivo di S.A e. M
Usel Iini, 570 F.2d 328, 196 USPQ 801 (CCPA 1978)
[registrant that proved use within two years precedi ng date
of petition in response to allegation of nonuse “for two
consecutive years inmediately prior hereto” and did not

| earn that record “woul d suggest” nonuse over two year
period runni ng beyond petition date, and that this nonuse
constituted prima faci e abandonnent that had not been
rebutted, so that mark was deened abandoned, until Board
rendered its opinion, was deprived of procedural due
process rights].

Respondent’s mark was in jeopardy fromthe admtted
date of l|ast use, January 12, 1996, and this proceeding, as
shown by the way the parties tried the case, did not stop
the I ater years of nonuse fromrunni ng agai nst respondent.
Accordi ngly, we have based our decision on the entire
record adduced through the tinme of trial, including
evi dence of events up to and including the year 2000 whi ch

bear on the abandonnent cl aim
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FACTS

The material facts surrounding the activities of
respondent are undi sputed. Rather, the controversy in this
case centers on the legal inplications that arise from
t hose facts.

The record establishes that both parties trace their
clains to the RITTER mark back to the Ritter Dental
Manuf acturing Co., organized around 1893. In the words of
respondent, “the RITTER trademark for dental products and
Regi stration 813,719 have a tortured history.” (brief, p.
2) In the 1920's, Ritter Dental Mnufacturing Co. founded
a subsidiary, Ritter AG to manufacture and sell RITTER
products in Europe. The involved registration was obtai ned
in 1968 by a successor to Ritter Dental Manufacturing Co.,
nanely Ritter Pfauder Corporation. |In 1968, Ritter Pfauder
Corporation nerged with Tayl or Instrunments Conpani es and
changed its name to Sybron Corporation. 1In a 1985
agreenent, Sybron Corporation assigned the registration to
Ritter AG and provided that Ritter AGuse RITTER only on
dental products. Ritter AG subsequently entered into
bankruptcy in Germany, and then was purchased out of
bankruptcy by Ritter GrbH  The purchase provi ded that
Ritter GrbH took title to the involved registration. 1In

1992, Ritter GibH forned a subsidiary corporation in the
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United States by the nanme of Ritter Dental Equipnent, Inc.
In 1995, Ritter GrbH went bankrupt, and in the sane year,
was purchased out of bankruptcy by Ritter-1BWDental systene
GnbH, and the involved registration was assigned to the
present respondent.

Shortly after acquiring Ritter GrbH, respondent
determned that the financial difficulties of Ritter GrbH
woul d require the dismantling of the United States
subsidiary, Ritter Dental Equipnent, Inc. Ritter Dental
Equi prent, Inc.’s |last sale of dental equi pnment under the
mar k RI TTER was made on January 12, 1996. Around the tine
t he subsidiary ceased business, its president made
arrangenents for an unrelated entity, Four Star Denta
Equi pment Service, to provide repair service for
previously-sold RITTER dental equipnent in the United
States. M. Reiling testified that respondent shipped to
the United States repl acenent parts for its products tw ce
in Novenber 1996.

Al t hough Sybron Corporation assigned the R TTER nmark
and registration for dental products to Ritter AGin 1985,
Sybron Corporation continued to sell nmedial equiprent under
the RITTER mark t hrough a subsidiary corporation, Libel-

Fl ar schei m Conpany. Li bel-Fl arschei m Conpany sol d sone of

its medical equipnent to Mdmark Corporation, petitioner
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herein, and M dmark continues to sell the equi pnent under
the RITTER mark. As noted above, petitioner owns, by way
of assignnent from Li bel-Flarscheim Registration No.
1,451,997 for the mark RITTER for “medi cal products,
equi pnent and appl i ances, nanely, physicians’ exan nation
tabl es, proctol ogy tables, podiatry chairs and tabl es,
stool s, physicians’ equi pnment cabi nets, stands, units and
counters, and accessories and repl acenent itens and parts
t herefor.”

As i ndi cated above, the | ast sale of respondent’s
RI TTER dental equi pnment occurred in January 1996. In the
next nonth, February 1996, Peter Reiling, respondent’s
export manager, visited the United States and attended the
M d-Wnter Meeting of the Chicago Dental Society.
According to M. Reiling, this neeting is a |arge dental
trade show where manufacturers and suppliers exhibit their
dental equipnment. The purpose of M. Reiling’ s trip was
“to find out and use the nmachine, to settle Ritter Dental
Equi prment, to close Ritter Dental Equi pnment, and especially
to avoid bankruptcy of Ritter Dental Equipnment, Inc.”
(dep., p. 12). M. Reiling testified that he met with the
former president of Ritter Dental Equipnent, Inc., Richard
Koch, and respondent’s attorney in the United States, Erik

Groves. M. Reiling also indicated that respondent handed
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out brochures at the nmeeting, and contacted at |east three
dental equi pnment conpanies to see about the possibility of
a joint venture. (Reiling dep., p. 13). Respondent did
not rent a booth at the neeting and did not display or
of fer any dental equipnent for sale there. M. Reiling was
asked what respondent |earned at the neeting about the
prospects for sales of its products in the U S. narket
(dep., pp. 18-19):

Well, we realized again that the

present equi pnment was not so--not so

appropriate for the American narket,

price w se, technical wi se. W have a

very high standard of technol ogy, and

normal ly they | ook for nore sinpler
units, which of course al so cheaper

i nplies.
Respondent net with representatives of the three conpanies
it had contacted. After the neetings, M. Goves foll owed
up with letters to the three conpanies, reiterating
respondent’s continued interest in a joint venture. As a
result, respondent’s general manager, Hans Winschel,
traveled in May 1996 to the United States to neet with one
of the conpanies, Matrix Medical, Inc. According to M.
Groves, discussions “never got to the actual negotiation
phase.” (dep., 33). M. Winschel also visited “at |east”
two dental practices “where Ritter products had been sold

to follow up with the dentists about the product.” (G oves
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dep., p. 19). M. Reiling testified that “some shi pnents
of spare parts were nmade afterwards” to these dentists.
(dep., p. 20, exs. 9-11).

I n February 1997, M. Winschel attended the Md-Wnter
Meeting of the Chicago Dental Society on behal f of
respondent. Prior thereto, respondent sent letters to
three dental equi pnent conpanies in the hope of generating
interest in its products. The letters began as foll ows:
“We hope that the name of Ritter is still known to you
al though in recent years we have | essened our business in
the United States.” Respondent displayed a “nultinedia
cart systeni bearing the RITTER mark at a booth maintai ned
by an unrelated entity, Cygnus Imaging. |In addition, M.
Winschel net with a representative of another conpany
(Beaver State Dental) to discuss joint venture
possibilities between the two, but nothing ever devel oped.

Cygnus I maging al so rented a booth at a dental trade
show held in Washington, D.C. in Cctober 1997, and all owed
respondent to display its nultinmedia cart at the show

Respondent itself rented booths at the February 1998,
February 1999 and February 2000 M d-Wnter Meetings of the
Chi cago Dental Society where respondent displayed its
“dental unit” and the “multinmedia cart system” Product

literature was nmade avail able at the booths. M. Reiling

10
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testified that one of the reasons for the trade show
appearances was “to show that Ritter is still present,”
(dep., p. 39), and “to show that Ritter’s still alive.”
(dep., p. 47). M. Reiling estimated that the trade show
appear ances cost $8,000-%$12,000 each. Qher than the trade
show appear ances, respondent has not pronoted its product
in the United States.
M. Reiling maintains that respondent was in a
position to fill any orders for its equipnment, and that
t here never were any di scussions to discontinue sales in
the United States.
ANALYSI S
A federal registration of a trademark may be cancel ed

if the mark is abandoned. Section 45 of the Trademark Act
provides, in pertinent part, that a mark i s abandoned when
the follow ng occurs:

When its use has been discontinued with

intent not to resume such use. Intent

not to resune may be inferred from

ci rcunst ances. Nonuse for three

consecutive years shall be prima facie

evi dence of abandonnment. “Use” of a

mar k nmeans the bona fide use of that

mark made in the ordinary course of

trade, and not made nerely to reserve a

right in a mark

A petitioner claimng abandonnment has the burden of

establishing the case by a preponderance of the evidence.

11
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| ntroducti on of evidence of nonuse of the mark for three
consecutive years constitutes a prim facie show ng of
abandonnment and shifts the burden to the party contesting
t he abandonnment to show either evidence to disprove the
underlying facts triggering the presunption of three years
nonuse, or evidence of an intent to resunme use to disprove
the presuned fact of no intent to resune use. |nperial
Tobacco Ltd. v. Philip Mrris Inc., 899 F.2d 1575, 14
USPQ2d 1390 (Fed. CGir. 1990); Cerveceria Centroanericana
S.A v. Cerveceria India Inc., 892 F.2d 1021, 13 USPQd
1307 (Fed. Cir. 1989); and Strongren Supports, Inc. v. Bike
At hl etic Conpany, 43 USPQ2d 1100 (TTAB 1997). The burden
of persuasion renmains with the petitioner to prove
abandonnment by a preponderance of the evidence. On-line
Careline Inc. v. Anerica Online Inc., 229 F.3d 1080, 56
usP@d 1471 (Fed. Cir. 2000).

We first turn to consider petitioner’s standing to
bring the petition for cancellation. O record is a
certified copy of petitioner’s Registration No. 1,451, 997
for the mark RITTER for, anobng ot her things, “physicians’
exam nation tables, proctology tables, podiatry chairs and
tables, [and] stools.” Petitioner also nade of record a
certified copy of its application Serial No. 75/170, 487,

filed Septenber 23, 1996, to register the mark RITTER for

12
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“dental exam nati on chairs, dental handpieces,
sterilization units for dental instrunents, denta
articulators, dental bite trays, dental inpression trays,
and surgical and nedical exam nation |anps.” Petitioner
further introduced a certified copy of an Ofice action
dated October 2, 1997 wherein action on petitioner’s
application was suspended pending the disposition of this
cancel | ati on proceedi ng.

W find that the evidence of record establishes that
petitioner has standing, that is, that petitioner has a
real interest in the outcone of this proceedi ng, and that
petitioner has a reasonable belief of danage. Ritchie v.
Si npson, 170 F.3d 1092, 50 USPQ2d 1023 (Fed. G r. 1999).

The record shows that only one of respondent’s dental
units was sold between January 1996 and COctober 2000 (the
date of the close of respondent’s testinony period), the
| ast sal e taking place on January 12, 1996. Although there
were two shipnents of spare parts in Novenber 1996, the
sinple fact remains that respondent’s dental unit, that is,
t he product covered by the involved registration, has not
been the subject of a sale since January 12, 1996.

Further, replacenent parts (such as the “PC board”, Reiling
dep., p. 21) are not listed in the identification of goods

in the involved registration. Likew se, the “nultinedia

13
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cart system” the subject of two shipnments to Cygnus

| magi ng for display at Cygnus Inmaging' s booths at the 1997
nmeetings in Chicago and WAshi ngt on, does not appear to be
enconpassed within the identification of goods in
respondent’s registration.® See: Inperial Tobacco Ltd. v.
Philip Morrris Inc., supra, [marketing strategy to sel
“incidental” goods (rather than the goods listed in the
regi stration) did not excuse nonuse of mark on |isted
goods]. Cf.: On-line Careline Inc. v. Anerica Online
Inc., supra, [registered mark was used “in accordance with
the registration,” hence, no abandonnent].

It has been clearly established that the period of
nonuse of the mark is alnost five years. Thus, the
critical issue in this case is whether the use as of
January 12, 1996 was di scontinued with intent not to resune
use. We find that the circunstances surroundi ng
respondent’ s nonuse warrant a finding that the nonuse was
acconpani ed by an intent not to resune use of the mark
RI TTER

Al t hough respondent appeared at six trade shows (one
in each of the years 1996, 1998, 1999 and 2000, and two in

1997), not even a single sale was consunmated. Further,

8 Such conputerized hardware undoubtedly did not even exist when
the registration issued in 1968.

14
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al t hough respondent contacted a few entities in the trade
regarding the possibility of a joint venture, there were
virtually no foll ow up discussions, and not a single joint
venture was ever formed. M. Reiling testified that
respondent was devel oping a new strategy for marketing its
dental wunit in this country, “to find out how we can
continue the presence in the Arerican market.” (dep., p.
48). M. Reiling conceded, however, that selling its
equi pment in this country is “very hard” (dep., p. 66).
M. Reiling reiterated this thought when he stated that
when respondent took over fromits bankrupt predecessor in
1995, “it’s [a] very critical situation to start after
bankruptcy. So you need to convince people again to
cooperate, and it’s hard work. And that’s also why |I'm
here because in Anerica we are [a] foreign conpany and the
work is even harder and it takes a long tinme to enter
again.” (dep., p. 72).

Respondent does not own or |ease any |and, nor does it
have a permanent place of business in the United States.
It has no enpl oyees or business representatives in this
country. Although M. Reiling testified that respondent
could fulfill an order for its dental unit if such order
were placed, it is clear that there was no market for the

pr oduct .

15
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In this connection, the nost telling facts regarding
respondent’s intent not to resunme use involve respondent’s
recognition that its dental unit, that is, the product
specifically identified in the involved registration, was
not a viable product in the United States market. As
indicated earlier, M. Reiling stated that respondent
“realized again that the present equi pnent was not so--not
so appropriate for the Anmerican market, price w se,
technical w se” and that Anerican dentists normally “l ook
for nore sinpler units, which of course al so cheaper
inplies.” (dep., pp. 18-19) 1In response to a question as
t o whet her respondent had desi gned any equi prment
specifically for the United States, M. Reiling answered:
“Not yet. But it’s clear that we need sonething.” (dep.
p. 68).

The circunmstances convince us that respondent’s
activities between 1996-2000 were sporadic in nature and
were only casual, half-hearted attenpts to consunmate a
sale. At best, respondent’s activities are consistent with
a mai ntenance program in M. Reiling’ s words, “to show
that Ritter’s still around,” rather than the bona fide use
of the mark in the ordinary course of trade. G ven
respondent’s explicit recognition that its dental equi pnent

was ill-suited to the Arerican market, respondent’s failure

16
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to address this problemis troubl esome. Respondent never
undert ook any design changes to nake its equi pnent
mar ketable, with the result of not even a single sale
during a period running alnost five years. Rather
respondent nerely nmade an appearance at a single trade show
per year (two in 1997), with little nore acconplished than
letting others know that “Ritter is still present.”
(Reiling dep., p. 39). See: Rvard v. Linville, 133 F. 3d
1446, 45 USPQ 1374, 1377 (Fed. Cir. 1998) [“Hi s
[ respondent’ s] actions are not those that a reasonable
busi nessman woul d take pursuant to a plan to use the
mark.”]. W agree with petitioner’s assessnent that
respondent’s “lack of interest in devel oping products which
woul d neet denmand in the United States, despite know edge
of a lack of demand for its current products, is
i nconsistent with an intent to resune use of the abandoned
mark in this country.” (reply brief, p. 6).

Decision: The petition for cancellation is granted,
and Registration No. 853,719 will be canceled in due

course.
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