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Opi nion by Bottorff, Adm nistrative Trademark Judge:

This case now conmes up on applicant’s notion for
sunmary judgnment, filed on May 10, 2002. The notion is
fully briefed. After careful consideration of the
evi dence of record and the parties’ argunents, and for
t he reasons discussed below, we find that no genuine
issue of material fact exists and that applicant is

entitled to judgnment as a matter of law. Accordingly, we
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grant applicant’s notion for summary judgnent. See Fed.
R. Civ. P. 56(c).

In the application involved in this opposition
proceedi ng, applicant seeks to register the mark |- MODE
in typed form for goods and services identified in the
application as “conputer software and el ectronic
dat abases on CD- ROM and downl oadable from a gl obal
conputer network for use in electronic publishing and
information conpilation and retrieval,” in Class 9, and
“custom desi gn and devel opnment of conputer software, CD-
ROV and web pages for electronic publishing and
information retrieval via a gl obal network of conputers
and CD-ROM delivery,” in Class 42.°

Opposer filed a tinely notice of opposition to
registration of applicant’s mark. Opposer’s grounds of
opposition are that (a) because applicant had not used
the mark in commerce on or in connection with all of the
goods and services identified in the application as of
the date of first use clained in the registration (June
1, 1989), the application is m sleading and applicant is
seeking to inproperly expand its rights; and that (b)

applicant’s identification of goods and services in the

! Serial No. 76/056,328, filed May 19, 2000. The application is
based on use in comerce, and June 1, 1989 is alleged in the
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application is overbroad, and applicant has not and
cannot have used the mark on or in connection with all of
t he goods and services enconpassed by the identification.
Applicant filed an answer by which it denied the
salient allegations of the notice of opposition.
The record on summary judgnment includes the
pl eadi ngs, the file of the opposed application, and the
affidavit (and attached exhibits) of applicant’s
presi dent Robert J. Wesenberg in support of applicant’s
nmotion for summary judgnent. In his affidavit, M.

W esenberg avers, in relevant part, that:

3. |-MODE I NC. commenced doi ng busi ness
under its present name during 1989 and first
used the trade and service mark |I-MODE in
connection with its primary busi ness of custom
desi gni ng and devel opi ng software and
el ectroni c databases for use in electronic
publ i shing and i nformati on managenent and
retrieval, and marketing the resulting
sof tware and dat abases, on June 1, 1989. It
has used the mark |-MODE continuously for
t hese goods and services since June 1, 1989.

4. |-MODE | NC. expanded the scope of its
busi ness under the mark |-MODE i n about the
md 1990s to include design and devel opnent
services for Internet based, downl oadabl e
sof tware and el ectroni c databases and web
pages for use in electronic publishing and
I nformati on managenent and retrieval, and
mar keting the resulting software and
dat abases. It has used the mark |- MODE
continuously for these goods and services from

application as the date of first use anywhere and the date of
first use in conmerce.
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the date of first use of the mark in
connection therew th.

5. |-MODE INC.’s services are accurately
described in the publications attached hereto
as Exhibit A and entitled “Data Management
Services,” “Solutions for Electronic
Publ i shers,” “Solutions for Techni cal
Publ i shers” and “I-Modde Publishing Services.”
The goods marketed by |-MODE INC. are the
sof tware and dat abases which result froml-
MODE I NC.’ s consulting and devel opnment
servi ces.

6. |-MODE INC.'s goods and services are
accurately described in its published
application for trademark registration [the
application involved in this proceeding].

7. |1-MODE INC. has continuously offered in
comrerce, since June 1, 1989, one or nore of
t he goods and one or nore of the services set
forth in [the involved application] by
of fering and rendering the service of
desi gni ng and devel opi ng el ectroni c dat abases
onto CD-ROVs or the Internet, designing and
devel opi ng web pages and desi gni ng and
devel oping software primarily intended to
permt searching and retrieval of information
fromthe electronic databases, all for use in
el ectroni c publishing and information
conpilation and retrieval. In addition to
of fering the af orenmenti oned services, |-MODE
I NC. has offered for sale or |license and sold
or licensed the resulting electronic databases
and software.

8. Exhibit Bis an illustrative
sanpling of invoices, redacted to renove only
the identity of the custoner, taken fromthe
busi ness records of |-MODE INC., which
evi dence the rendering of electronic database
and software design and devel opnent services
and the sale or licensing of CD-ROM and web-
based el ectroni c databases and software during
the period fromL 989 through 2001. The
services were offered and rendered and the
goods were sold on a continuing basis fromthe
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date of first use for each, throughout the
peri od.

I n support of its summary judgnment notion, applicant
contends, generally, that opposer’s pleaded grounds of
opposition are legally insufficient on their face, and/or
that, in view of the affidavit testinmny of M.

W esenberg, there are no genuine issues of material fact
as to any of those grounds and applicant is entitled to
j udgnment thereon as a matter of |aw.

Opposer submtted no affidavits or other evidence in
support of its opposition to applicant’s summary judgnent
notion. Instead, opposer has filed a brief of just over
three pages in length, in which opposer argues,
essentially, that:

Applicant’s brief in support of its
notion for summary judgnent shows
conclusively, on its face, that there are nmany
i ssues of fact to be resolved in this case.
Accordingly, Applicant’s notion for summary
judgnment is premature and shoul d be deni ed.

| nstead of troubling itself with discovery,
Applicant sinply filed a nmotion for summary
judgnment based upon the self-serving affidavit
of its president and several docunments of
unknown origin. Opposer has not had the
opportunity to cross-exanm ne Applicant’s sole
Wit ness, nor to probe the veracity of
Applicant’s supporting documentation. Sunmary

judgment is not proper on such a one-sided
record.
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In its brief, Applicant raises nunerous
I ssues of fact and uses many factual
assertions as the basis for its notion.
I ndeed, the existence of so many pages of
exhibits on factual matters attached to the
brief denonstrates that these issues are far
too conplex and fact-dependant [sic] to be
deci ded at this stage in the proceeding as a
matter of | aw.

[ The statements of M. W esenberg upon
whi ch applicant relies in support of its
sunmary judgnment notion] are entirely self-
serving and uncorroborated, and have not been
vetted by Opposer. Wth its notion, Applicant
is trying, in effect, to prove its entire
case, fact and law, at the summary judgment
stage, w thout the benefit of discovery and
cross-exam nati on by Opposer. To allow this
ki nd of one-sided record to prevail on sumrary
j udgment woul d di spose of the need for
di scovery and testinony periods in al
opposition proceedings. Applicant’s show ng
is wholly inadequate and Opposer deserves the
opportunity to develop its case through
di scovery and testinony.

Additionally, in footnote 2 to its brief, opposer asserts
(wi thout evidentiary support) that the credibility of
applicant’s sole witness M. Wesenberg “is a significant
issue in this case as this individual has already nade
fal se representations to an enpl oyee of Opposer’s | egal
counsel in an effort to surreptitiously obtain

i nformati on about the identity of Opposer.” |In footnote

3toits brief, opposer argues that summary judgment is

i nappropriate because
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Applicant’s application has been cited
agai nst Opposer’s later filed application on
2(d) grounds. It is entirely reasonable for
Opposer to be given the opportunity to
chal |l enge the breadth of Applicant’s
recitation of goods and services (since they
are the basis of the exam ning attorney’s
rejection of Opposer’s application).
Correspondi ngly, Opposer has the right to
chal l enge Applicant’s clainmed date of first
use of the subject mark, as that date goes to
the priority of Applicant’s clained rights.
Finally, opposer contends that applicant has failed
to respond to opposer’s discovery requests, and requests
that the Board order applicant to do so. However,
opposer has not noved for discovery pursuant to Fed. R
Civ. P. 56(f), nor does it appear fromthe record that
opposer has ever nmoved to conpel discovery pursuant to
Trademark Rule 2.120(e).
In its reply brief in support of its summary
j udgnment notion, applicant essentially argues that it has
denonstrated, in its summary judgnment notion and
supporting papers, the absence of any genuine issue of
material fact and that it is entitled to judgnent as a
matter of law, and that opposer’s response to
applicant’s nmotion “is nothing nore than concl usory
statenents and assertions of counsel” which do not

suffice to create a genuine issue of material fact which

woul d defeat applicant’s sunmary judgnent notion.
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Applicant al so argues that opposer’s bare allegation that
di scovery is necessary is unavailing in view of opposer’s
failure to conply with the requirenments of Fed. R Civ.

P. 56(f).

I n deciding applicant’s sunmary judgnent notion, we
keep the following principles in mnd. Summary judgnment
is appropriate in cases where the noving party
establishes that there are no genuine issues of materi al
fact which require resolution at trial and that it is
entitled to judgnent as a matter of |law. See Fed. R
Civ. P. 56(c); Celotex Corp. v. Catrett, 477 U S. 317
(1986); and Anderson v. Liberty Lobby, Inc., 477 U S. 242
(1986). The purpose of the notion is judicial econony,
that is, to avoid an unnecessary trial where there is no
genui ne i ssue of material fact and nore evidence than is
al ready available in connection with the summry judgnent
nmotion could not reasonably be expected to change the
result in the case. See, e.g., Pure Gold, Inc. v. Syntex
(U S A), Inc., 739 F.2d 624, 222 USPQ 741 (Fed. Cir.
1984). It is settled that the sunmary judgnent procedure
is “a salutary nmethod of disposition,” and the Board does
not hesitate to di spose of cases on summary judgment when

appropriate. See, e.g., Sweats Fashions Inc. v. Pannil
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Knitting Co., 833 F.2d 1560, 4 USPQ2d 1793 (Fed. Cir.
1987) .

For purposes of sunmary judgnent, a factual dispute
is “genuine” only if, on the evidence of record, a
reasonabl e fact finder could resolve the factual dispute
in favor of the nonnoving party. See, e.g., Lloyd s Food
Products Inc. v. Eli’s Inc., 987 F.2d 766, 25 USPQ2d 2027
(Fed. Cir. 1993); Opryland USA Inc. v. Great Anerican
Musi ¢ Show, Inc., 970 F.2d 847, 23 USPQ2d 1471 (Fed. Cir.
1992); and O de Tynme Foods Inc. v. Roundy’s Inc., 961
F.2d 200, 22 USPQ2d 1542 (Fed. Cir. 1992). A factual
issue is “material” only if its resolution would affect
t he outcone of the proceedi ng under the rel evant
substantive law. See Opryland USA Inc. v. Great American
Musi ¢ Show, Inc., supra; O de Tyne Foods Inc. v. Roundy’s
Inc., supra; and University Book Store v. University of
W sconsin Board of Regents, 33 USPQ@2d 1385 (TTAB 1994).
A di spute over a nonmaterial fact, i.e., a fact which
woul d not alter the Board's decision on the |egal issue
in the case, will not prevent entry of summary judgnent.
See, e.g., Kellogg Co. v. Pack’ Em Enterprises Inc., 951
F.2d 330, 21 USPQ2d 1142 (Fed. Cir. 1991); Pure Cold,

Inc., v. Syntex (U S. A ), Inc. supra.
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The party noving for summary judgment has the burden
of denonstrating the absence of any genui ne issue of
mat erial fact, and that it is entitled to judgnent as a
matter of law. See, e.g., Copelands’ Enterprises Inc. v.
CNV Inc., 945 F.2d 1563, 20 USPQ2d 1295 (Fed. Cir. 1991).
However, where the ultimte burden of proof on the
underlying | egal claimor defense rests on the nonnoving
party, the summary judgnent burden of the noving party
may be net by showi ng “that there is an absence of
evi dence to support the nonnoving party’s case.” See
Cel otex Corp. v. Catrett, supra ; Anderson v. Liberty
Lobby, supra ; and Kellogg Co. v. Pack’ Em Enterprises
I nc., supra.

I n deciding a notion for summary judgnent, the Board
may not resolve an issue of fact; it may only determ ne
whet her a genuine issue of material fact exists. See
Meyers v. Brooks Shoe Inc., 912 F.2d 1459, 16 USPQ2d 1055
(Fed. Cir. 1990); University Book Store v. University of
W sconsin Board of Regents, supra. The nonnoving party
must be given the benefit of all reasonabl e doubt as to
whet her genui ne issues of material fact exist, and the
evidentiary record on sunmary judgnent, and al

reasonabl e inferences to be drawn from the undi sputed

10
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facts, nmust be viewed in the light nost favorable to the
nonnmovi ng party. See LlIoyd s Food Products Inc. v. Eli’s
Inc., supra; Opryland USA, Inc. v. Great Anerican Misic
Show, Inc., supra; and O de Tyme Foods Inc. v. Roundy’s

I nc., supra.

However, when the noving party’ s notion is supported
by evidence sufficient, if unopposed, to establish that
there is no genuine issue of material fact, and that the
nmoving party is entitled to judgnment, the nonnoving party
may not rest on mere denials or conclusory assertions,
but rather nust proffer countering evidence, by affidavit
or as otherwi se provided in Fed. R Civ. P. 56, show ng
that there is a genuine factual dispute for trial. See
Fed. R Civ. P. 56(e); Copelands’ Enterprises Inc. v. CNV
Inc., supra; and Octocom Systenms Inc. v. Houston Conputer
Services Inc., 918 F.2d 937, 16 USPQ2d 1783 (Fed. Cir.
1990). If the nonnoving party fails to proffer such
evi dence, summary judgnment may be granted to the noving
party.

Opposer has pleaded its allegations under two
general headi ngs, which we presunme to constitute
opposer’s grounds of opposition, i.e., “The Application
is Msleading and | nmproperly Seeks to Expand Applicant’s

Trademark Rights,” and “Applicant Has Not Used the

11
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Appl i ed For Designation In Connection with Al The
Desi gnat ed Goods and Services And The Descri ption of
Goods And Services is Therefore Overbroad.”?

The first claim entitled “The Application is
M sl eadi ng and I nproperly Seeks to Expand Applicant’s
Trademark Rights,” appears to be based on opposer’s
prem se that the date of first claimed in the
application, June 1, 1989, is false. W find that there
is no genuine issue of material fact as to this first
cl ai m whi ch woul d preclude entry of summary judgment
thereon in applicant’s favor. W also find that the
claimfails as a matter of law in any event.

First, the application is not “msleading” inits
all egation of June 1, 1989 as the date of first use of
the mark. Contrary to opposer’s contention in Paragraph
6 of the notice of opposition, applicant’s allegation of
June 1, 1989 as the date of first use is not an

all egation that the mark was in use on all of the

21nits brief in response to applicant’s sunmmary judgnent

noti on, opposer does not specifically discuss or even identify

t he grounds of opposition at issue in this case. However, in
footnote 3 of its brief, opposer argues that summary judgment is
i nappropri ate because opposer should be given the opportunity
“to chall enge the breadth of Applicant’s recitation of goods and
services” and “to challenge Applicant’s clained date of first
use of the subject mark.” W presune that these two subjects
correspond to the above-quoted headings set forth in the notice
of opposition as the grounds of opposition, albeit in reverse

or der .

12
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identified goods and services as of that date. 1In an
application (such as applicant’s) based on use in
conmmerce under Trademark Act Section 1(a), the date of
first use alleged in the application for each class of
goods or services need not pertain to all itens in the
class; it may pertain only to one item See Trademark
Rule 2.34(a)(1)(v). The undisputed evidence of record
establi shes that applicant had used the mark on at | east
one itemin each class as of the clainmed first use date
of June 1, 1989. See W esenberg affidavit, Paragraph 7.
No genui ne issue of material fact exists on this point.
More fundanentally, however, even if applicant had
not used the mark on all of the identified goods and
services as of the June 1, 1989 clainmed first use date,
as opposer has alleged, that fact would not constitute
grounds for rejection of applicant’s application. To
secure registration, applicant is not required to have
used the mark on all of the identified goods and services
as of the clainmed first use date. All that is required
is that the mark nust have been used on all of the
identified goods and services prior to the application

filing date, i.e., May 19, 2000. See Trademark Rul e

2.34(a)(1)(i). The undisputed evidence of record

13
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establi shes that applicant in fact had used the mark on
all of the identified goods and services prior to the
application filing date. See Wesenberg affidavit at
Par agr aphs 3-4.

Finally, we reject as without nmerit opposer’s claim
that applicant is “inproperly” seeking to expand its
trademark rights by including in its present application
goods and services which were not included in applicant’s
previ ous (now cancelled) registration. As discussed
above, applicant is entitled to register its mark for any
goods and services on or in connection with which the
mark was in use prior to the application filing date,
regardl ess of whether those goods or services were
included within the scope of applicant’s previous
registration. Because applicant had used the mark on al
of the identified goods and services prior to the
application filing date, it is immterial that some of
t hose goods and services m ght not have been included in
t he previous registration.

Thus, we find that there is no genuine issue of
mat erial fact as to opposer’s first “claim” and that
applicant is entitled to judgnent thereon as a matter of

| aw.

14
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We |ikewi se grant sunmary judgnent to applicant on
opposer’s second “claim” i.e., that “Applicant Has Not
Used the Applied For Designation In Connection with Al
The Designated Goods and Services And The Description of
Goods And Services is Therefore Overbroad.” First, we
note that opposer’s claimis not a claimunder Trademark
Act Section 18 for partial restriction of applicant’s
identification of goods and services. See, e.g.,
Eurostar Inc. v. “Euro-Star” Reitnoden GrbH & Co. KG 34
UsP@2d 1266 (TTAB 1994). Not only has opposer not
pl eaded the elenments of a Section 18 partial restriction

claim see Eurostar, supra at 1270, but parti al

restriction is not even the relief opposer requests.
Opposer specifically requests that applicant’s
application be rejected in its entirety, on the ground
that the identification of goods and services is
over broad and that applicant therefore has not and cannot
have used the mark on all possible goods and services
enconpassed by the identification. This is not a proper
or legally cognizable ground of opposition, after
Eur ost ar .

Mor eover, the factual prem se underlying opposer’s
claimis without nmerit, because applicant’s

identification of goods and services, i.e., “conputer

15
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software and el ectroni c databases on CD- ROM and
downl oadabl e from a gl obal conputer network for use in
el ectroni c publishing and information conpilation and
retrieval,” in Class 9, and “custom design and
devel opnent of conputer software, CD-ROMs and web pages
for electronic publishing and information retrieval via a
gl obal network of conmputers and CD-ROM delivery,” in
Class 42, is not “overbroad.” The Wesenberg affidavit
establi shes that applicant in fact uses the mark on and
in connection with the goods and services identified in
the application. It is undisputed that the
identification of goods and services was suggested by the
Trademar k Exami ning Attorney during ex parte prosecution
of the application, was adopted by applicant, and was
accepted by the O fice for purposes of publication of the
mar k. Opposer has presented no evidence (or even
argument) on summary judgnent to support its nere
conclusory allegations in the notice of opposition that
the identification of goods and services is overbroad.
Those all egations in the pleading are not evidence, and
they do not create a genuine issue of material fact.

In summary, we find that opposer’s pleaded clains
are without |egal and/or factual basis, and that there

are no issues which require trial for their resolution.

16
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There are no genuine issues of material fact, and
applicant is entitled to judgnent as a matter of | aw.
Opposer’s argunents to the contrary are whol ly

unper suasi ve.

Deci sion: Applicant’s notion for sunmary judgnent

is granted. The opposition is dism ssed.
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