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Opi nion by Sims, Adm nistrative Trademark Judge:

Soci eté Martini quai se des Eaux de Sour ce-Sones
(applicant), a French limted liability society, has
appeal ed fromthe final refusal of the Trademark Exam ning
Attorney to register the mark CHANFLOR for spring water,

m neral water and carbonated water.! The Exanining Attorney

has made final a requirenent for a substitute verification

! Application Serial No. 75/649,669, filed March 1, 1999, based
upon all egations of a bona fide intention to use the mark in
conmerce. Applicant has al so based its application upon French
Regi stration No. 1,359,718, issued June 20, 1986, under Section
44(e) of the Act.
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or declaration because the original application was signed
on July 23, 1998, nore than seven nonths before the
application was filed. Applicant and the Exam ning
Attorney have submitted briefs but no oral hearing was
request ed.

Rel yi ng upon Section 1 of the Trademark Act, 15 USC
§1051, Trademark Rule 2.32(a),? and TMEP §803.04, the
Exam ning Attorney maintains that applicant’s application
was not filed within a reasonable tinme after the
application was signed. In this regard, the Exam ning
Attorney indicates that the Ofice considers six nonths to
be a reasonable tinme fromthe date of execution of the
application to the filing date. The Ofice has this
requi rement in order to ascertain that applicant has a bona
fide intention to use the mark as of the tine of the filing
of the application. Wen the delay is |onger than six
nont hs and where the circumstances warrant, the Exam ning
Attorney has discretion, in accordance with the Trademark
Manual , to require a substitute verification. Here, the
Exam ni ng Attorney contends that applicant has submtted no
expl anation of the circunstances for the delay other than

in applicant’s initial response where applicant’s counsel

2 The current rule is Rule 2.33(c).
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i ndi cated that the application was filed within several
days of the receipt of the final filing instructions from
applicant. Applicant indicated that the act of forwarding
the filing instructions was sufficient affirmati on of
applicant’s continued bona fide intention to use the mark
in commerce. Wile applicant did submt a substitute
verification (dated Decenber 22, 1999) with a request for
reconsideration, it is the Exam ning Attorney’s position
that that substitute verification was for a different
application (Serial No. 75/724,126) seeking registration of
the mark CHANFLOR with a design elenent. Because that
substitute declaration is not directed to the mark herein
sought to be registered (the word mark CHANFLOR al one), the
Exam ni ng Attorney has not accepted that as a substitute
verification.

Applicant, on the other hand, argues that it is not a
statutory requirenent or even a mandatory regul atory
requi renent that the declaration be executed
cont enporaneously with the filing of the application.
Rat her, applicant nmaintains that this is a matter of
di scretion within the Exam ning Attorney’s jurisdiction.
Here, as noted, applicant indicates that the application
was filed (on March 1, 1999) within several days after

receiving final filing instructions fromcounsel’s French
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client. According to applicant’s attorney, that is
sufficient affirmati on of applicant’s continued bona fide
intention to use the mark in commerce.

Even if not, counsel argues that the copy of the
substitute application and declaration filed in connection
wWith its co-pending application seeking to register the
mar k CHANFLOR and desi gn shoul d be accepted to show the
requi site bona fide intention to use this mark at the tine
of filing. It is counsel’s position that the substitute
decl aration neets the requirenments of TMEP 8803.04. 1In
this regard, counsel notes that the goods in both
applications are the sanme and that the mark is the same in
bot h applications, except that the instant application is
for the mark in typed formw thout any design el enent.
Applicant argues that the allegations relative to
applicant’s bona fide intention to use the mark with the
design elenent in commerce are necessarily the same with
respect to the word mark alone. In other words, that
application necessarily incorporates the subject nmark,
according to applicant.

Trademark Rule 2.32(b) requires that the application
include a verified statenent that neets the requirenents of
Trademark Rule 2.33. One of the requirenents of that rule

(2.33(c)) is that, if the verified statenent is not filed
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within a reasonable tine after it is signed, the Ofice may
require the applicant to submt a substitute verification
of applicant’s continued use or bona fide intention to use
the mark in commerce.

Section 803.04 of the Trademark Manual provides:

Al'l applications and papers nust be filed within
a reasonable tinme after their execution. The

O fice considers six nonths between execution and
filing as reasonable for all applicants and al
papers. No new verification should be required if
the paper is filed within six nonths of
execution.

The exam ning attorney has discretion to accept
papers where a |onger delay has occurred if
circunstances warrant. However, this discretion
shoul d be exercised in view of the underlying
reasons for the requirenment for tinely filing.
The filing of applications under 81(a),
amendnents to all ege use under 81(c) or
statenents of use under 81(d) of the Tradenark
Act must be tinmely to ensure that the
applicant's statenent of use of the mark in
commerce is valid at the tinme of filing.
Simlarly, the requirenment for a statenent of the
applicant's bona fide intention to use the mark
in comrerce in conjunction with applications
under 881(b) and 44 and requests for extensions
of time to file statenments of use under 81(d)
reinforces the need for tinely filing of such
papers to ensure that the statenent is valid at
the time of filing.

For exanple, it nmay be reasonable to accept a
statenent of use which was originally prepared
for filing as an amendnent to allege use if it
exceeds the guideline by a nodest anount of tine.
This woul d be appropriate if the delay was due to
O fice processing tinmes and the bar agai nst
filing the statenment of use prior to issuance of
the notice of allowance. However, if there is a
del ay whi ch exceeds the guideline by a
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substantial period of tine, due to the filing of
an opposition or other unusual circunstances, a
new verification should be required.

I f an application, an anendnent to all ege use or
a statenment of use is filed nore than six nonths
after its execution and the applicant has not
provi ded an acceptabl e expl anation for the del ay,
the Ofice wll require that the applicant either
(1) provide a satisfactory explanation for the
del ay between execution and filing or (2) submt
re-executed papers or a statenent, which is
verified or which includes a declaration in
accordance with 37 C.F. R 82.20, of the
applicant's continued use of the mark in
conmerce or continued bona fide intent to use the
mark in conmerce, as appropriate.

Here, applicant’s application was filed nore than
seven nonths after the tine it was signed. Because the
application was not signed within a reasonable tine before
it was filed, we believe the Exam ning Attorney acted
appropriately in requiring applicant to submt a new
verification asserting a continued bona fide intention to
use the mark in commerce. Nor did applicant submt a
satisfactory explanation for the delay. The statenent that
applicant’s counsel received final filing instructions just
before the application was filed does not adequately
explain the reason for the delay. Nor has applicant
expl ained why it was unable to file a substitute

verification in this case as required by the Exam ning

At t or ney.
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The only remai ning question is whether the
verification (actually a substitute application) submtted
in connection with applicant’s application to register the
word mark with design was sufficient and shoul d have been
accepted by the Exam ning Attorney in this case. W
believe that it was not sufficient. The declaration nust
pertain to the mark shown in this application, not in
anot her application filed by applicant to register a
different mark. See Trademark Rule 2.33(b)(2)(“In an
application under section 1(b) or section 44 of the Act,
the verified statenent nust allege: That the applicant has

a bona fide intention to use the mark shown in the

acconpanyi ng drawi ng.."[ enphasi s added]); cf. Trademark Rule

2.52(a), and In re Who? Vision Systens Inc., 57 USPQd
1211, 1217 (TTAB 2000) (the mark sought to be registered is
the mark depicted on the drawi ng page, not el sewhere in the
application papers). Accordingly, we believe the Exam ning
Attorney also acted within her discretion in rejecting this
substitute verification. See In re Hacot-Col onbier, 105
F.3d 616, 41 USPQ2d 1523, 15 (Fed. G r. 1997)(Board has
authority to enforce the trademark rules).

Deci sion: The requirenent for a substitute

verification is affirned.



