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Before Bottorff, Rogers and Drost,
Adm ni strative Trademark Judges.

Opi ni on by Rogers, Admi nistrative Trademark Judge:

Star Bridge Systens, Inc. has applied to register the
mark |1 ADL for goods that, follow ng amendnent, are now
identified as “superconputer software devel opnent tools for
descri bing algorithnms for use on reconfigurable parall el
processi ng superconputers.”

The application was filed under the intent-to-use
provi sions of the Lanham Act, was approved, published, and

a notice of allowance issued. Applicant filed a statenent
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of use (SQU), but the exam ning attorney then refused
regi strati on because the speci men of use submtted with the
SOt was deermed unacceptable. Specifically, the exanining
attorney stated:
The exact nature of the specinens is unclear,
thus the exam ner can not determ ne whether the
specinmen is used in conmerce on the goods. In
addition, the applicant should note that if the
subm tted photocopied page is from sone sort of a
user manual for the goods, it must so clarify by
submtting the manual or at |east the cover of
the manual indicating what it is. In addition,
the applicant nust submt the page on which
trademar k usage appears, not the page on which an
informational statenment in which the applicant
asserts its rights concerning the mark appears.
The exam ning attorney al so noted that subm ssion of a
di fferent specinmen would be an option but that applicant
woul d have to verify, by affidavit or declaration, use of
any such substitute specinmen in comerce prior to the
expiration of the deadline for filing the SOU
Applicant responded to the refusal by explaining that

the specinmen “is a photocopy of a screen shot, which shows

the mark as it is displayed in the goods on a conputer

! The specinen is a photocopi ed page headed with STAR BRI DGE
SYSTEMS and design, followed by a TM desi gnation, and bearing the
followi ng statement: “Star Bridge Systens, Hyperconputer,

Hyper computing, Viva, |IADL, Hyper-specificity Processor
Gateware, Pensa, Architecture on Denmand and Tools to Build Your
Wrld are marks of Star Bridge Systens, Inc., copyright 1998-1999
by Star Bridge Systens, Inc. Al R ghts Reserved.”
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screen.” Applicant also argued that such screen shots are
acceptabl e as speci nens of use of a mark; that there is no
authority for the examning attorney’s statenent that a
speci men which consists of nothing nore than an
i nformational statenent asserting applicant’s rights to
particul ar marks does not show trademark usage; and that
use of a mark in an informational statenent “serves a
pri mary purpose of the use-in-comerce requirenent, nanely,
providing notice to the consum ng public of Applicant’s
mark in connection with the goods.”

As an alternative to its argunments in support of the
ori gi nal specinmen, applicant proffered a substitute
speci men, which was identified as “a photocopy of the back
si de of page 1 of user docunentation which shipped with the
goods.” Applicant offered to file a formal declaration as
to use of the substitute specinmen if “the Ofice indicates
that this substitute specimen woul d be acceptable.”

The exam ning attorney made final the refusal of
regi stration, asserting, in regard to the original
speci nen, that while a conputer screen shot, per se, may be
an acceptabl e specinen, it nust show proper trademark use
and that the screen show ng applicant’s informational
statenent does not show such use. In addition, the

exam ning attorney refused the substitute speci nen because
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“it is a cutout fromnore conprehensive matter” and was not
supported by an affidavit or declaration. The exam ning
attorney noted, however, that if the applicant submtted
the entire itemfromwhich the substitute speci nen was
derived, with an affidavit or declaration, and if the
substitute specinen is thereby revealed to be part of “sone
sort of user manual or docunentation shipped with the

goods,” then the refusal would be reconsidered.

Applicant filed a request for reconsideration that
i ncluded the entirety of the user manual from which the
substitute specinmen was derived; and a supporting
decl aration by applicant’s counsel, attesting to use of the
manual in commerce prior to the deadline for filing the
SOU. In the request for reconsideration, applicant clearly
reserved the right to argue on appeal both that the
original specinmen is acceptable and that the substitute is
accept abl e.

The exam ning attorney denied the request for
reconsi deration, noting that the conplete user manua
subm tted by applicant is a nmanual for a software product
titled VIVA, not I1ADL, and that the latter mark nerely
appears anong a list of applicant’s products in the VIVA

manual . The final refusal of registrati on was maintai ned

and applicant then appealed. Applicant and the exam ning
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attorney have filed briefs but applicant did not request an
oral hearing.

The appeal presents us wth two questions. First, is
applicant’s original specinen -- a reproduction of a
conputer screen shot taken fromthe |1 ADL programin
operation, which screen shot presents a statenent asserting
applicant’s rights in a variety of marks -- an acceptable
speci men? Second, is applicant’s manual for its VIVA
conputer program which includes statenents asserting
applicant’s rights in a variety of marks, including the
| 1 ADL mark, acceptable as a specinen evidencing use in
comerce of the I1ADL mark for the Il ADL progranf?

Section 45 of the Lanham Act, 15 U.S. C. 81127, as
anended by the Trademark Law Revi sion Act of 1988,
provides, in part, that a mark shall be deened to be in use
in comrerce on goods when “it is placed in any manner on
t he goods or their containers or the displays associ ated
therewith or on the tags or | abels affixed thereto, or if
the nature of the goods makes such placenent inpracticable,
then on docunents associated with the goods or their
sale....”

We do not believe that applicant’s goods are of a type
that it would be inpracticable to use the mark in one of

the customary ways, such as on a tag or |abel or on
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packagi ng. See In re MediaShare Corp., 43 USPQ2d 1304,
1306 n.7 (TTAB 1997). Indeed, applicant has not made such
a contention and, in the original application, stated that
it intended to use the I ADL mark “by applying it to the
goods, to conputer-readabl e storage nedia and packagi ng for
t he goods, and to marketing and advertising nmateri al
connected with the goods.”

It is clear that the original specinen is neither
packagi ng for the goods nor marketing and advertising
material for the goods.? It is, as applicant has expl ai ned,
a reproduction of a conputer screen shot which a user of
applicant’s software woul d encounter. The exam ni ng

attorney has conceded that on-screen use may be sufficient,?

2 Marketing and advertising material, in any event, generally is
insufficient to show proper trademark use, unless the material is
used as a display associated with the goods or in a catal og that
woul d qualify as such. Conpare Lands’ End Inc. v. Manbeck, 797
F. Supp. 311, 24 USPQ2d 1314 (E.D. Va. 1992) (Catalog found to
qgqualify as display associated with goods) and In re Schi apparell
Searle, 26 USPQd 1520 (TTAB 1993) (In the absence of a show ng
that it was inpracticable to use the mark on or in connection

wi th goods, use of mark for pharmaceutical product only on
advertising directed to potential prescribing physicians held not
proper trademark use). See also, In re MediaShare Corp., 43
USPd 1304 (TTAB 1997) (Advertising material held not to qualify
as catal og display under Lands’ End case, or as any other type of
di spl ay associated with goods at point of sale).

% Section 905.04(d) of the Trademark Manual of Exanining
Procedure instructs, in pertinent part, that a reproduction of a
“di splay screen projecting the identifying trademark of a
conput er program ...shoul d be acceptabl e as evi dence of tradenark
use.” The policy nakes em nent sense, especially in view of the
routine delivery of sone software online without any traditiona
packaging. See, e.g., the following definition of “shareware”
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but has argued, in essence, that the particular screen shot
must show the mark “used in a manner that clearly projects
a single source of the goods” and use in an “infornmational
statenment” does not function as a “source identifier.”
Applicant, in contrast, argues that infornmational
statenments and |ists of marks, such as its trademark
notice, may influence prospective purchasers. W agree
with the examining attorney that the original specinen is
unaccept abl e.

The critical inquiry regarding material submtted as
evi dence of use of a mark is whether a potential custoner,
based on the display or use of the mark, will draw a
connection between the nark and the goods or services, not
with a particular corporate entity. Wst Florida Seafood
Inc. v. Jet Restaurants Inc., 31 USPQ2d 1660 (Fed. Cr.
1994). Section 45 of the Lanham Act, 15 U.S. C. 81127,
referenced by the Court in West Florida, defines trademarks
and service marks as words, nanes, synbols or devices which
“identify and distinguish [goods or services] from[goods
or services] of others and to indicate the source...even if

t hat source is unknown.” Applicant’s original specinen

from The Conmputer d ossary The Conplete Illustrated D ctionary
354 (9'" ed. 2001): “Software distributed on a trial basis through
the Internet, online services, BBSs, nuil-order vendors and user
groups.”
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only draws an associ ati on between applicant and its marks,
not between its marks and goods or services. Thus, it is
not proper evidence of trademark use.

Turning to the substitute specinmen, the exam ning
attorney argues that the user “manual clearly is for a
software product naned VIVA’; that the product titled VIVA
has no apparent connection to the product titled Il ADL; and
that applicant has not even attenpted to argue that the two
products are so related that “it is reasonable to expect
they use the same nmanual .” Applicant’s only argunent on
this point is that “the Exam ning Attorney and the Board
are respectfully directed to paragraph 2 of the Declaration
dated February 1, 2001.” The declaration, however, only
states that the substitute specinen is a copy of what
“shi pped with Applicant’s goods as user docunentation” and
is not responsive to the exam ning attorney’ s points.

The Board has held that an instruction nanual may be
“as nmuch a part of applicant’s goods” as the goods
t hensel ves, and integral to their use, and therefore may be
accepted as evidence of “affixation to the goods.” Inre
Utraflight Inc., 221 USPQ 903, 906 (TTAB 1984). The

U traflight decision even contenplated use of a nark for a

conputer programin a user’s manual :
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A simlar situation would be presented in the

case of a mark applied to a user’s guide for a

conput er program which guide nust be considered

an integral part of the goods thenselves. By

contrast, a package insert that is no nore than

an invoice or advertisenment on which the mark

appears may not be proper affixation of the mark

to the goods. 1d.

Nonet hel ess, we find the case at hand di stingui shabl e
fromUtraflight. |In contenplating use of a mark for a
conmput er program on a user nmanual, the Utraflight panel
clearly was contenpl ating use in the manner that was nade
on the instruction manual for the powered hang-glider kits
that were involved in Utraflight. Specifically, the mark
for these kits appeared on the first page of the
instruction manual and, nore inportantly, the manual was
integral to transformng the kit into a powered hang-
gl ider.

In the case at hand, applicant asserts that it ships
t he manual for its VIVA conputer programw th the Il ADL
program The |1 ADL nmark, however, is not on the first page
of the manual, so as to identify it as acconmpanying the
program Rather, the only references to the I ADL mark in
the VI VA manual are on two inside pages in informational
statenents that, |ike the original specinen already

considered, nerely list applicant’s various narks.

Li kewi se, because the VI VA nanual does not di scuss the
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wor ki ng of the Il ADL programin any way, the VIVA nanual
clearly is not integral to the use of the Il ADL program
I ndeed, it is entirely possible that the purchaser of the

| 1 ADL program woul d have no need to refer to the VIVA

manual -- applicant has not asserted there would be such a
need -- and thus, the purchaser of the Il ADL program m ght
never see the I1ADL mark in the VIVA program manual. There

is no requirement that a mark be visible to a purchaser of
goods at the tinme a sale is consummated. U traflight, 221
USPQ at 905. It nust, however, be used in such a manner
that there will inevitably be sone association of the mark
wi th the goods.

The result mght be different if applicant were
shi pping an 11 ADL manual with the Il ADL program and
submtted that as a specinmen. Shipping of the VIVA manual
with the 1 ADL programis akin to the type of “package
insert” or advertising that would not, even under
Utraflight, constitute a proper specinmen evidencing use of
a mark on goods.

Deci sion: The refusal of registration is affirned.
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