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Bef ore Hanak, Bucher and Rogers, Adm nistrative Trademark
Judges.

Opi ni on by Bucher, Adm nistrative Trademark Judge:

On May 27, 1998, Jake’s Finer Foods Inc. filed three
separate applications to register its conposite service narks,
as shown bel ow, JAKE' S (and chi cken design), JAKE S FI NER FOODS

(and chi cken design), and JAKES FI NER FOODS (stylized):

Pets Setes

SN 75/ 492, 089 SN 75/ 492, 090 SN 75/ 492, 091

for whol esale distributorship services in International C ass 35
and for a variety of services which applicant argues are

properly classified in International Cass 42, although the
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exact recital of these particular services is still in dispute.
Application Ser. No. 75/492,089, for the JAKE' S and chi cken
design mark, clainms use dates of Decenber 1958, while the
applications for the latter two marks cl aimuse dates of
Decenber 1978.

The Trademark Exam ning Attorney made final a refusal of
regi stration under Section 2(d) of the Trademark Act, 15 U.S.C.
1052(d), on the ground that applicant's marks, when used on its
identified services, will create a |ikelihood of confusion with
the service mark JAKE' S previously registered in connection with
“distributorship services in the field of seafood."E| The
Trademar k Exam ning Attorney has al so gone final as to the
requi renent for applicant to anmend the current recital of
services in International Cass 42, arguing that it is
i ndefinite and over br oad.

Appl i cant has appeal ed. Both applicant and the Exam ni ng
Attorney have filed briefs, but applicant did not request an
oral hearing. The prosecution histories of these three
applications are substantially identical, as are the issues

before us in connection with each application. Accordingly, the

! Reg. No. 1,610,827, issued on August 21, 1990; 88 affidavit
accepted and 815 affidavit acknow edged.
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three cases have been consolidated and this single opinion has
been issued for all three cases.

W affirmboth of the bases for refusal to register with
regard to all three applications.

We turn first to the requirenent for anendnent of the
recital of services in International C ass 42. The current
recitation as submtted by applicant reads as follows: *“food
services, nanely for procurenent and preparation of packaged
bul k poultry, frozen and canned vegetables, eggs, and dairy
products, in large and small quantities, to include food service
paper goods and di sposables,” in International C ass 42.

The Trademark Exami ning Attorney states the position of the
Ofice as foll ows:

[ The above] recitation of services ...is deened
unaccept abl e as overbroad and indefinite. The
services listed are not clearly stated and

i nclude activities that are properly classified
in Cass 35. Food preparation and packagi ng for
others is classified in Cass 40, and providing
food for consunption at the premises is set in
Class 42. The applicant’s recitation of services
in Class 42 fails to inform[sic] the exact
nature of its services that is for the benefit of
others. Trademark Act Section 3. Acceptable
identifications are necessary for scope,
classification and speci nen issues. The public
relies on this information for determ nation of
its own rights... The Ofice requires clearly
stated identifications for classification
purposes which is solely within the discretion of
the Patent and Trademark O fice... Wet her
applicant’s activities belong in Cass 42 cannot
be determ ned without further specificity. The
current | anguage del i neates services that can be

- 3 -
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classified in Classes 35, 40 or 42. (appeal
brief, p. 3).

The Tradermark Exam ning Attorney has accepted applicant’s
whol esal e di stributorship services in International C ass 35,
but been unable to obtain clarification of the confusing recital
in International Cass 42. This recital begins with the vague
wor ds “Food services,” and then is further nuddl ed by the words
“procurenent” and “preparation.” This is followed by a listing
of food itens of indeterm nate quantity (i.e., possibly ranging
froman entire tractor-trailer load of foodstuffs to a single
sandwi ch), which are al so conbined wth serving and packagi ng
itens. Unfortunately, even if one is know edgeabl e about this
country’s food services industries, when one gets to the end of
this recital, it is still unclear precisely which activities
applicant is claimng to be involved wth.

If, for exanple, applicant is actually placing its mark on
poultry products sold to institutions, this may involve goods in
International Class 29. On the other hand, distributorship
services in the field of cormmercial food equi pnent woul d be
placed in International C ass 35, along with applicant’s other
correctly recited services. 1In the event that applicant is
i nvol ved in food canning, food packagi ng and food processing,

t hese services would be classified in International C ass 40.

Finally, it is entirely possible that applicant indeed provides
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services correctly placed in International C ass 42, provided
that it is involved in: providing contract food services for
institutional custoners; food managenent consulting services
rendered to institutions and enterprises; research and
devel opnent of recipes and/or food and beverage products; nenu
eval uati on, devel opnent and design; providing |ayout and design
for comercial kitchens; providing progranm ng, consultation,
sof tware desi gn and conputer diagnostic services to its
custoners in the food service industry; and/or catering services
(or restaurant services) providing food for consunption on and
of f the prerrises.El

The record reflects nultiple attenpts by the Trademark
Exam ni ng Attorney to make suggestions for acceptabl e anmendnents
to the recital of services. However, applicant was unwilling or
unable to conply with the repeated requirenents for nore
specificity. Gven the uncertainty in the record about exactly
what applicant intended this recital to enconpass, we find the
requi renents of the Trademark Exami ning Attorney to be valid for
all the reasons stated in his brief. Accordingly, we affirmthe

refusal to register this mark as to International Cass 42 in

2 The exanples in this paragraph denonstrate the indefinite nature
of the current recital of services. However, we hasten to add that
some of these possibilities, even if they may reflect applicant’s
actual business activities, mght well be precluded if deenmed to be
beyond the scope of earlier anended recitals. See 37 CF. R 82.71.
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light of the unnmet requirenent that applicant submt a nore
definite recital of services.

We turn next to the refusal to register based upon a
i keli hood of confusion for each of these three marks with the
prior, cited registration. Qur determ nation under Section 2(d)
i s based upon an analysis of all of the probative facts in
evidence that are relevant to the factors bearing on the

l'i kel i hood of confusion issue. See Inre E._

du Pont

de Nemoburs and Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). In

the anal ysis of likelihood of confusion presented by this case,
key considerations are the simlarities of the marks and the

rel at edness of the services. Federated Foods, Inc. v. Fort

Howard Paper Co., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA 1976).

The cited mark is used on food distributorship services in
the field of seafood. Applicant’s food distributorship services
list poultry, vegetables, eggs and dairy products. The
Trademar k Exam ning Attorney has submtted third-party
registrations and stories fromthe LEXI S/ NEXI S dat abase show ng
t hat whol esal e distributors to food service custoners routinely
supply both poultry and seafood. Applicant has not countered
this probative evidence placed in the record by the Trademark
Exam ning Attorney. Hence, we have to conclude that fromthe
perspective of food service custoners and retail food buyers,

these two services are closely rel ated.

-6 -



Serial Nos. 75/492,089, 75/492,090 and 75/492, 091

W turn then to the respective marks. Registrant’s mark
consists solely of the word JAKE'S. Simlarly, the dom nant
feature of each of applicant’s marks is JAKE' S (or JAKES). To
the extent that two of applicant’s marks contain additional
wordi ng (“Finer Foods”), these descriptive words are discl ai ned
and are nuch smaller in size than the prom nent word JAKE' S (or
JAKES) .

Two of the applied-for nmarks also contain a drawing of a
chicken. Cearly, that creates inmagery not present in
registrant’s mark. However, if sonmeone acquainted with the
regi stered JAKE' S mark for seafood — indeed, even a
sophi sticated buyer for a large institution — were to see the
conposite mark that is the subject of Serial Nunber 75/492, 089,
such a prospective custonmer may well view this as registrant’s
havi ng extended its product line fromseafood into poultry. The
even | ess prom nent chicken in the conposite mark that is the
subj ect of Serial Number 75/492,090 nay well cause the sane
reaction on the part of such a prospective purchaser.

Accordi ngly, focusing on the distributorship services of
the cited registration and the class 35 distributorship services
herein, with highly simlar marks being used on closely rel ated
services, we find that there is a clear likelihood of confusion.
Mor eover, precisely because of the indefinite nature of

applicant’s services in International C ass 42, as di scussed

-7 -
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above, it is inpractical to attenpt to conpare these with
regi strant’s services.

As to the du Pont factor dealing with the length of tine
during and conditions under which there has been concurrent use
w t hout evidence of actual confusion, applicant points to twenty
years of coexistence w thout any actual confusion. However, we
have no evi dence that these respective JAKE S nmarks have ever
been used contenporaneously in the sane geographical area. As
to whether there has been sufficient opportunity for confusion
to occur, in addition to the geographical divide between
registrant’s base in Oregon and applicant’s operations in Texas,
the record contains no indication of the |evel of sales or
advertising by applicant. The absence of any instances of
actual confusion is a meaningful factor only where the record
indicates that, for a significant period of time, an applicant's
sal es and advertising activities have been so appreciable and
continuous that, if confusion were likely to happen, any actual
i ncidents thereof would be expected to have occurred and woul d
have cone to the attention of one or both of these trademark
owners. Simlarly, we have no information concerning the nature
and extent of registrant’s use, and thus we cannot tell whether
t here has been sufficient opportunity for confusion to occur as
we have not had opportunity to hear fromthe registrant on this

point. All of these factors nmaterially reduce the probative
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val ue of applicant’s argunent regarding asserted | ack of actual
confusion. Therefore, applicant’s claimthat no instances of
actual confusion have been brought to applicant’s attention is
not indicative of an absence of a likelihood of confusion. See

Gllette Canada Inc. v. Ranir Corp., 23 USPQ2d 1768, 1774 (TTAB

1992). In any event, we are mndful of the fact that the test
under Section 2(d) of the Act is likelihood of confusion, not
act ual confusion.

Finally, applicant repeatedly points out that its first use
of the JAKE'S mark occurred decades before the date clainmed in
the cited registration. Wile we are not unsynpathetic to the
notion of basic equity raised by applicant herein, priority is
not an issue in the context of an ex parte appeal. 1In the
context of this ex parte appeal, applicant cannot attack the
validity of the cited registration. Rather, the appropriate
forumfor applicant to have raised such an issue was in the form
of atinmely petition to cancel the cited registration, or in a
concurrent use proceedi ng based upon applicant’s claimof actual
use in comerce of its marks prior to the filing date of the
application which resulted in the cited registration.

Decision: The refusal to register is affirnmed as to both

bases therefor.



