THIS DISPOSITION
IS NOT CITABLE AS PRECEDENT
OF THE T.T.A.B.

10/ 3/ 01

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

In re Commerce Bancorp, Inc.

Serial No. 75/422, 600

Ti ot hy D. Pecsenye for Comrerce Bancorp, |nc.

Brian D. Brown, Trademark Exam ning Attorney, Law Ofice
105 (Thomas G. Howel |, Managi ng Attorney).

Bef ore Seeherman, Hanak and Qui nn, Adm nistrative
Trademar k Judges.

Opi ni on by Hanak, Adm nistrative Trademark Judge:

Commer ce Bancorp, Inc. (applicant) seeks to register
COMMVERCE CAPI TAL MARKETS for “financial services in the
nature of financial planning and investnent brokerage and
consultation services.” The intent-to-use application
was filed on January 16, 1998.

The Exam ning Attorney has refused registration on
two grounds. First, citing Section 2(d) of the Trademark
Act, the Exam ning Attorney contends that applicant’s
mark, if used in connection with applicant’s services, is

likely to cause confusion with two marks previously



registered to the same entity, nanely, FOR MY MONEY I T S

COMMERCE r egi st ered
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for “banking; financial services in the nature of

install ment, home equity, and tenporary | oans; investnment
br oker age; and safety deposit box services” (Registration
No. 2,048, 236) and COMVERCE FUNDS and design in the form
shown bel ow registered for “nutual fund services, nanely

the solicitation, sale and distribution of nutual funds”

(Regi stration No. 1,975, 448).

Second, citing Section 6(a) of the Trademark Act,
t he Exam ning Attorney has refused registration because
appl i cant has not disclainmed the wording CAPI TAL MARKETS
apart fromapplicant’s mark in its entirety. It is the
contention of the Exam ning Attorney that the words

CAPI TAL MARKETS are nerely descriptive of applicant’s



servi ces.

When the refusal to register was made fi nal
appl i cant appealed to this Board. Applicant and the
Exam ning Attorney filed briefs.
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We will consider first the refusal pursuant to
Section 2(d) of the Trademark Act. W note that certain
of applicant’s services (investnment brokerage) are
identical to certain of the services of the registration
for FOR MYy MONEY | TS COMVERCE (agai n, investnent
br okerage). Moreover, applicant’s services of financial
pl anni ng and consul tati on are broad enough to include the
recomendati on that one purchase nutual funds.

Obvi ously, the services of the second cited registration
are nutual fund investnment services. In short, we find
that applicant’s services are, in part, identical to the
services of one of the cited registrations, and are
extremely closely related to the services of the other
cited registration. Again, it should be noted that both
of the cited registrations are owned by the sane entity.

Thus, if it is to be determ ned that there is no

i kel'i hood of confusion, it nmust be primarily based on



differences in the marks. As is readily apparent, the
only element comon to applicant’s mark and the two cited
marks is the word COMMERCE. However, as applied to
financial services in general, the word “comrerce” is
extrenmely weak in that it is widely used in the trade

nanmes and mar ks of
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nunerous financial institutions. In this regard,
appl i cant has made of record a printout fromthe Dun &
Bradstreet data base showing that there are well over 600
financial institutions whose nanes include the word
“comrerce.” Gven this w despread use of the word
“comrerce” in connection with various types of financial
institutions, we find that consunmers of financi al

servi ces have becone accustonmed to distinguish between
mar ks and trade nanes containing this word based upon

ot her elenments of the marks and trade nanes. See In re

Br oadway Chi cken Inc., 38 USPQ2d 1559, 1565-66 (TTAB

1996) (“Evi dence of wi despread third-party use, in a
particular field, of marks containing a certain shared
termis conpetent to suggest that purchasers have been

conditioned to ook to the other elements of the marks as



a neans of distinguishing the source of goods or services
inthe field.”). Mreover, we note that in selecting
financial institutions, even ordinary consuners exercise

a reasonably high |evel of care. Anmal gamated Bank v.

Amal gamat ed Trust & Savi ngs, 842 F.2d 1270, 6 USPQ2d

1305, 1308 (Fed. Cir. 1988).
In sum given the fact that the only el ement comopn
to applicant’s mark and the two cited marks is the w dely

used,
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common term “comerce,” we find that there exists no
i kel'i hood of confusion. Accordingly, the refusal to
regi ster pursuant to Section 2(d) is reversed.
Turning next to the refusal pursuant to Section 6(a)
of the Trademark Act, we find that the words “capital
mar ket s” are descriptive of applicant’s services, and
accordingly affirmthe refusal to register on this basis.
At the outset, we note that applicant has offered to
di sclaimthe single word MARKETS. (Applicant’s brief page
18). Moreover, applicant has conceded that the term
CAPI TAL MARKETS “nmmy arguably be descriptive.”

(Applicant’s brief page 21). However, in arguing that a



di scl ai mer of CAPI TAL MARKETS is not required, it is
applicant’s position that consuners, upon viewing its
mar k COMMERCE CAPI TAL MARKETS, would find that “the
phrase COVMMERCE CAPITAL is unitary.” (Applicant’s brief
page 19).

We di sagree. The Exam ning Attorney has made of
record a plethora of stories wherein the unitary phrase
“capital markets” appears to describe markets where
capital is exchanged or invested. G ven the fact that
consuners are well accustonmed to seeing the term “capital
mar kets,” we believe that these consuners would view

applicant’s mark as
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COMMERCE ... CAPI TAL MARKETS. As applied to applicant’s
services (financial services in the nature of financial
pl anni ng and i nvestnent brokerage and consultation
services), the term“capital markets” is descriptive in
that in order to partake of said services, one nust
invest in capital nmarkets.

Decision: The refusal to register pursuant to
Section 2(d) of the Trademark Act is reversed. The

refusal to register pursuant to Section 6(a) of the



Trademark Act is affirmed. However, applicant is all owed
30 days fromthe date of this opinion in which to submt
a di sclai mer of CAPI TAL MARKETS. If applicant submts
such a disclainmer, then this decision will be set aside

and applicant’s mark will be passed to publication.



