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Qpi ni on by Bucher, Adm nistrative Trademark Judge:

Accu-Sort Systens, Inc. seeks registration of the alleged

for “automatic identification scanners and apparatus utilizing

mar k shown bel ow

such scanners for reading |abels and other identification

mar ki ngs on goods and packagi ng of goods to facilitate
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inventory control, tracking, sorting, and/or distribution of
such goods” in International C ass 9.”

The Tradermark Exam ning Attorney made final her refusal
of registration on the ground that the specimens of record,
consi sting of an adhesive label affixed to the front panel of
t he scanners, do not show use of the mark as it appears in the
drawi ng. The Trademark Exam ning Attorney focused on the

portion of the |label having the letters DRX and the design

features on the right side of the letters.

I ||r|||| l||||l II IIIFI Ill,

The Trademark Exam ning Attorney essentially contends
that the matter presented in applicant’s drawing omts
essential and integral elenments fromthe mark as it appears on
t he specinens. According to the Trademark Exam ni ng Attorney,
because of the way the bar code design is so nerged with the
rest of the conposite, the applied-for natter is an inconplete

representation, or a “nutilation,” of the mark as it appears

! Application Serial No. 75/415,705, filed on January 9, 1998,
with clained first use and first use in comerce on Cctober 1, 1991.
Applicant indicated by anendnent that the lining shown in the
drawing is a feature of the mark and does not indicate color. The
original application papers also included a claimof acquired

di stinctiveness based upon an allegation of “substantially

excl usi ve” use since Cctober 1, 1991.
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on the specinens. She argues that the stylized bar code
design is fully integrated into the |arger conposite shown on
the specinens, i.e., that the bar code does not create a
separate and distinct commercial inpression as a nark apart
fromthe letters DRX and the bal ance of the design features as
seen above.

By contrast, applicant argues that “the BAR CCODE desi gn,
STAR design, and DRX word portions on the specinens create
separate and distinct commercial inpressions apart from each
other.” (applicant’s brief, p. 3).

The critical question before the Board in this appeal is
whet her or not the specinens submtted with this application
actual ly support registration of the applied-for mark.
Trademark Rule 2.51(a)(1) provides, in part, that “...the
drawi ng of the trademark shall be a substantially exact
representation of the mark as used on or in connection with
the goods[.]” After careful consideration of the record
before us in this appeal, including the argunents of applicant
and the Trademark Exam ning Attorney, we hold that the
requi renent for substitute specinmens is justified.

Actual ly, there appears to be agreenent between applicant
and the Trademark Exam ning Attorney with the | ong-standing
principle that an applicant may apply to register any el enent
of a conposite mark di spl ayed on the speci nens of use provided

that el enent presents a separate and distinct conmerci al
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inpression as a mark. Specifically, this case turns on

whet her or not the applied-for elenment functions as a mark
judged by the manner of its use on the specinens. The
conponent is registrable, if indeed it creates a separate and
di stinct comercial inpression which in and of itself is

i ndi cative of the source of the applicant’s goods and

di stingui shes such fromthose of others. See Institut

Nati onal des Appellations D Oigine v. Vintners |International

Co., Inc., 958 F.2d 1574, 22 USPQ2d 1190 (Fed. G r. 1992); In

re Raychem Corp., 12 USPQd 1399, 1400 (TTAB 1989); In re San

Di ego Nati onal League Baseball Cdub, Inc., 224 USPQ 1067 (TTAB

1983); In re Lear-Seigler, Inc., 190 USPQ 317 (TTAB 1976); and

In re Berg Electronics, Inc., 163 USPQ 487, 487-88 (TTAB

1969). See al so, Trademark Manual of Exam ning Procedure,
Sections 807.14(a) and 807.14(b), and cases cited therein.
As stated by the Court of Appeals for the Federal Crcuit

in the case of Institut National, supra at 1197:

‘“Mutilation” is a concept |ong recogni zed as a
part of trademark registration case law. Inre
Servel, Inc., 181 F.2d 192, 85 USPQ 257, 259-60
(CCPA 1950). The issue nmust be decided on the
facts of each case.

And later in the Institut National case, the Court cited

Prof essor McCarthy’s treatiseusaying that the question is

2 The current citation in McCarthy's treatise on this subject is
3 J.T. MCarthy, MCarthy on Trademarks and Unfair Conpetition,
819:59 (4th ed. 1999).
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“what exactly is the ‘trademark’ ?”; and further quoted
Prof essor McCarthy as foll ows:

It all boils down to a judgnment as to whet her
t hat designation for which registration is
sought conprises a separate and di stinct
“trademark” in and of itself.

Turning, therefore, to the nerits of this appeal,
applicant argues that any such determ nation of the commerci al
i npression created by the trademark i s nost subjective; that
the bar code design herein is centrally located in the
conposite shown on the specinens; that the bar code design is
distinct in nature; and that the bar code design creates a
separate commercial inpression and is therefore registrable
based upon these specinens, and w thout the DRX wordi ng or
star design.

Begi nning with the | anguage of Trademark Rule 2.51(a)(1),
we note that the drawing image is not a substantially exact
representation of the mark as used on the specinens, even if
one focuses on only that part of the inage contained within
the four corners of the bar code.

If one views the bar code inmage in the drawi ng and bar
code i mage on the specinen as both strictly inanimate, two-

di rensi onal objects, there are several differences.
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First, the image in the drawi ng shows a horizontal white

line on what might be deened to be the trigger line. By
contrast, the specinens showa red line totally filling the
m ddl e area where it intersects with the vertical bars.

Hence, the speci nens suggest that behind that red horizontal
line, the vertical brown bars may not be broken in the mddle
at all, as seen promnently on the drawing of record.

Second, as presented on applicant’s speci nens of record,
the applied-for bar code design is unquestionably shown in
extrenely close proximty to the large, italicized DRX
lettering. Both the DRX letters and the bar code design are
of the exact sane height and both are presented in the sane
shade of brown. The letters DRX, the bar code and the red
line and star design are all physically intertwi ned. These
spatial and physical relationships alone are critical to how
purchasers of this code scanning device would perceive the
mar k when viewing this conposite nmatter. Hence, we agree with

the Trademark Exam ning Attorney that the mark presented in
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the drawng is an inseparable elenent of the entire mark as
shown on the speci nens.

As further support for this result, we note that the
i mge on the drawi ng appears to be static and two-di nmensional.
By contrast, the purchasers who see these specinens wll view
the stylized bar code design in a dynam c fashion that
suggests a three-di nensional activity.

Specifically, this technology uses a |ight source to read

bar code synbol ogi es, not unlike the ubiquitous scanning
technology in retail nmarkets that identifies the Uniform
Product Code (UPC). Hence, consuners throughout the country,
and especially an individual purchasing these high technol ogy
products from applicant, should recognize that a vertica
pattern of repeating wi de and narrow bars m xed with w de and
narrow spaces represents a machi ne-readabl e bar code.
Al t hough based upon our experiences with UPC synbols, standard
bar codes have continuous, unbroken vertical bars fromtop to
bottom the applied-for matter is unm stakably drawn from such
bar code synbol ogy.

The overall inpression created by the intertw ned
el enents of the conposite mark, as shown on the specinens, is
anything but static. |If the crossing point of the two strokes
of the letter “X’ within the DRX lettering were seen as a

light emtting device, there is a bright red |line noving
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toward the right edge of the adhesive |label. The red beam of
light cuts directly across the very center of the bar code.
Quite close to the edge of the label, the thin red line
termnates in the center of a bright red, starburst design.EI

W find that the instant case is not unlike In re Boyd

Coffee Co., 25 USPQ2d 2052 (TTAB 1993). There, the Exam ning
Attorney refused registration on the ground that the applied

for silhouette of a cup and saucer sitting on a table top:

0

was a nutilation of the conposite mark in actual use, as

Il lustrated by the specinens:

In the Boyd Coffee case, the Trademark Exam ni ng Attorney

contended that the speci nens showed a conposite mark featuring

3 This is the design referred to herein as applicant’s “star”
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the cup and saucer design as well as the sunburst design. In
affirmng the refusal of registration in that case, this Board
agreed with the Trademark Exam ning Attorney that the cup and
saucer design did not present a separate conmercial inpression,
noting, inter alia, that the sunburst design seened to be
emanating fromthe cup. supra at 2053. |In fact, the Trademark

Exam ning Attorney in the Boyd Coffee case had actually naned the

overall inpression inparted by the speci nens as “sunshi ne-in-a-
cup.” Simlarly, we find in the instant case that the specinens
suggest “scanning a bar code.”

And whil e applicant argues as a point in favor of
registration that its stylized bar code design is “centrally
| ocated” within the conposite, such was al so obviously the
case with the specinens in the reported decision involving the
i mge of a coffee cup and saucer.

However, each of these decisions turns on the facts as
presented on these records, and in both cases, the elenents
the respective applicants want to extract are in each case
i nextricably bound together with other design features within
the conposite, as shown on the respective specinens of record.
While three separate el enments conprise the conposite mark in
the instant case, consumers who encounter this conposite

matter for the first time wll forma dynam c conmerci al

desi gn.
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inpression. The lettering, the |light beam and the bar code

(especially in view of the |ogical nental connection between

the bar code design and the activity of bar code

scanner s/ decoders) are proximte, touching and interacting.
Al 'so hel pful to our analysis is the case of Inre

Chem cal Dynamics Inc., 839 F.2d 1569, 5 USPQ2d 1828 (Fed.

Cir. 1988). In this case, our principal review ng court
concurred with the Board that the mark as applied for (the
nmedi ci ne dropper and dropl et alone) could not be registered
based upon the conposite image on the speci nens, as shown

bel ow:

)

=~

DROPS

As we saw in the conposite inage in the Boyd Coffee case,

this is another exanple where trade dress involves dynamc,

t hree-di nensi onal imagery. The dropper of Chem cal Dynam cs

is in the foreground where it intersects the handle of the
wat ering can, and the droplet is logically com ng out of the
dropper and falling into the watering can bel ow. Hence, in

Chem cal Dynamics, it was determned that in the context of

the design, the applied-for elenments were inextricably bound
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up in the interrelated el enments conprising the entire
conposite, and that applicant’s attenpt to separate out the
dropper and droplet portions resulted in an inperm ssible
mutilation of a single, unified design.

I n consequence thereof, a properly verified substitute
specinen, in which the stylized bar code design projects a
separate and distinctive conmercial inpression, would be
necessary in order for applicant to register such design al one
as a mark for its goods. Gven applicant’s failure to conply
with this requirenent, we affirmthe refusal of the Tradenmark
Exam ning Attorney to register this matter.

Decision: The refusal to register is affirmed.
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