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Bef ore Chapman, Bottorff and Holtzman, Admnistrative
Trademar k Judges.

Opi ni on by Chapman, Adm nistrative Tradenark Judge:
Comm ssion on Accreditation for Law Enforcenent
Agencies, Inc. (CALEA) has filed an application to register

the mark shown bel ow
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for “setting and revi ewi ng standards and practices in the
field of law enforcenent; and inspections to determ ne
conpliance with standards and practices in the field of |aw
enforcement” in International Cass 42.' Applicant’s

speci nen of record is a seven-page typed docunent about
“The Accreditation Process,” the first page of which is
applicant’s letterhead stationery.

In the first Ofice action, the Exam ning Attorney
requi red a disclainmer of the descriptive words “I| aw
enforcenent accreditation” pursuant to Section 6(a), 15
U S.C. 81056(a), of the Trademark Act. In response
t hereto, applicant requested registration under Section
2(f), 15 U. S.C. 81052(f), and submtted the January 5, 1998
decl aration of Janes D. Brown, associate director of
applicant.

The Exam ning Attorney then refused registration on
the basis that the wording “law enforcenent accreditation”
is highly descriptive, if not generic,? and al so because

applicant’s evidence is insufficient to establish acquired

! Application Serial No. 75/195,865, filed Novenber 12, 1996,
based on Section 1(a) of the Trademark Act. The clained date of
first use is 1980.

2 The Examining Attorney utilized the term“generic” in this
Ofice action, but did not issue a separate refusal to register
on that basis. Genericness is not an issue before the Board.
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di stinctiveness.® In response to this Ofice action,
applicant argued that its claimof substantially exclusive
and continuous use for 18 years, coupled with its show ng
that 182 | aw enforcenent agenci es have been accredited by
applicant is sufficient to allow publication. Applicant
submtted a supplenental response to the second O fice
action consisting of 16 declarations fromvarious |aw
enforcement officers.

The Exam ning Attorney issued a final Ofice action on
his requirement for a disclainmer of the nerely descriptive
words “law enforcenment accreditation,” attaching printouts
of several excerpted stories retrieved fromthe Nexis
dat abase; and again rejecting applicant’s evidence of
acquired distinctiveness as insufficient.

Applicant filed a notice of appeal, and included
therewith the declaration of WlliamMIller, applicant’s
chai rman. The Board renmanded the application to the
Exam ning Attorney for consideration of the new evi dence,

who treated the declaration as a request for

® The Examining Attorney referred to the burden of proving
acquired distinctiveness by “clear and convinci ng” evi dence.
Applicant contends, correctly, that the requirenent for “clear
and convi nci ng evidence” is unsupported. However, perhaps the
Exam ning Attorney neant only that because of the highly
descriptive nature of the involved words, a higher quantum of
evidence is required to establish a prinma faci e show ng of
acqui red distinctiveness. The burden of proof will be fully
di scussed later in this decision.
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reconsi deration, and denied sanme, attaching thereto further
excerpted stories retrieved from Nexis, and printouts of
pages from applicant’s website.

Bot h applicant and the Exami ning Attorney have fil ed
briefs. An oral hearing was held before this Board on June
21, 2001.

The issue before the Board is whether applicant has
submitted sufficient evidence that the words “I| aw
enforcenent accreditati on” have acquired distinctiveness
under Section 2(f) of the Trademark Act thereby overcom ng
t he Exam ning Attorney’s requirenment that the words be
di scl ai med pursuant to Section 6(a).*

The Exam ning Attorney essentially contends that the
words “l aw enforcenent accreditation” are highly
descriptive of “a process by which prescri bed nmanageri al
and organi zational standards are adopted by | aw enforcenent
agencies,” and the record shows that the words are not used
to identify applicant as the source of such services, but

rather are “used sinply to describe the process by which

* The issue of nere descriptiveness of the words “l aw enf or cenent
accreditation” is not before the Board. Applicant stated the
following inits brief (p. 14):

“There is no dispute that the term’|aw

enforcenent accreditation” in the abstract

is descriptive of the present services;

ot herwi se, Applicant would not have

asserted Section 2(f).”
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| aw enforcenment agencies are accredited.” (Final Ofice
action, p. 2.) Further, in light of the highly descriptive
nature of the words, the Exam ning Attorney contends that
applicant has not met its burden of establishing a prim
facie showi ng that the words “l aw enf orcenent
accreditation” have acquired distinctiveness as a source
i ndicator for applicant’s services. Specifically, the
Exam ni ng Attorney contends that in view of the highly
descriptive nature of the words involved herein applicant’s
| engt hy use of the words is not sufficient to show acquired
di stinctiveness; that there is denonstrated w despread
hi ghly descriptive use of the words “|aw enf or cenent
accreditation” by others; that applicant itself has used
the words descriptively in material appearing on its
website; and that the declarations from 16 | aw enf orcenent
personnel are not persuasive because (brief, pp. 6-7):

“... all but one of the declarations

subm tted by applicant were executed by

per sonnel of |aw enforcenent agencies

t hat have been accredited by applicant.

(citation to record omtted) The

testi nmony of such individuals,

therefore, is of little probative val ue

since it is limted to those who have

al ready avail ed thensel ves of

applicant’s services and hence nay be

bi ased and not necessarily reflective

of the views of consuners as a whol e.

See In re Paint Products Conpany, 8

UsSPQ@2d 1863, 1866 ( TTAB 1988) (affidavits
col l ected by applicant from
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| ongst andi ng custoners are not
persuasive on the issue of how the
average customer perceives the term at
issue). This is all the nore so in the
present case where the declarants at

i ssue are likely to depend upon their
ongoi ng relationship with applicant in
order to retain their accreditation.”

Applicant, in urging reversal of the refusal, contends
that the words “law enforcenent accreditation” have
acquired distinctiveness in the rel evant market as shown by
t he evidence of record; that the relevant market in this
case, that is, applicant’s custoners and potenti al
custoners, consists of “law enforcenent agencies and
departnments” (brief, p. 7); and that fair, good faith
descriptive uses of the words “law enforcenent
accreditation,” including such use by applicant, do not

detract fromand are not in conflict with applicant’s

showi ng of acquired distinctiveness.

| . The Burden of Proof

Appl i cant has the burden of establishing that the
words “l aw enforcenent accreditation” have acquired
distinctiveness in relation to applicant’s identified
services. See Yanmha International Corp. v. Hoshino Gakk
Co. Ltd., 840 F.2d 1572, 6 USPQ2d 1001, 1006 (Fed. Gr.

1988). An application may be published for opposition when
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t he applicant has established a prima facie case of
acquired distinctiveness. See Yamaha International v.
Hoshi no Gakki, supra, at 1004. |In order to establish
acquired distinctiveness, “an applicant nmust show that ‘in
the mnds of the public, the primary significance of a
product feature or termis to identify the source of the
product rather than the product itself.”” In re D al-A-
Mattress QOperating Corporation, 240 F.3d 1341, 57 USPQd
1807, 1812 (Fed. G r. 2001), quoting fromthe case of
| nnood Labs, Inc. v. Ives Labs., 456 U S. 844, at footnote
11 (1982). The relevant public consists of potential as
wel | as actual purchasers.®

The issue of acquired distinctiveness is a question of
fact. See In re Loew s Theatres, Inc., 769 F.2d 764, 226
USPQ 865, 869 (Fed. Cir. 1985). There is no specific rule
as to the exact amount or type of evidence necessary at a
mnimumto prove acquired distinctiveness, but generally,
the nore descriptive the termor phrase, the greater the
evidentiary burden to establish acquired distinctiveness.

That is, the less distinctive the termor phrase, the

> Therefore, applicant’s argunent that “[i]t seens reasonable to
assune that there are some | aw enforcenent personnel that have
only recently become aware of Applicant’s service mark and,
therefore, the words LAW ENFORCEMENT ACCREDI TATION in the service
mark do not yet have an acquired distinctiveness or secondary
nmeani ng to these personnel” (reply brief, p. 3) is nmeritless.
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greater the quantity and quality of evidence is needed to
prove acquired distinctiveness. See In re Bongrain

I nternational (Anerican) Corp., 894 F.2d 1316, 13 USPQd
1727 (Fed. G r. 1990); and Yamaha International v. Hoshino

Gakki, supra at 1008. See also, 2 J. McCarthy, MCarthy on

Trademarks and Unfair Conpetition, 815:28 (4th ed. 1999).

1. The Evidence
As evidence in support of the Exam ning Attorney’s
position that the words are highly descriptive and that
applicant’s acquired distinctiveness evidence is
i nsufficient, the Exam ning Attorney nmade of record the
followng material: (i) dictionary definitions of the
words “law,” “enforce,” (with “enforcenment” as a noun) and
“accreditation”;® (ii) several excerpted stories retrieved
fromthe Nexis database; and (iii) a fewdifferent itens
printed out fromapplicant’s website.
Representative exanpl es of the excerpted stories
retrieved from Nexis foll ow (enphasis added):
Headl i ne: Rei nventing or repackaging public
service? The case of community-oriented
pol i ci ng.

...comunity policing is to endow | arge agenci es
with sone of the benefits of small agencies, and

® The Exanmining Attorney subnitted these dictionary definitions
with his brief and requested that the Board take judicial notice
thereof. The Examining Attorney’s request is granted. See TBWP
§712.01 and the rules and cases cited therein.
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this would require greater structural change in
the former. The |aw enforcenent accreditation
process prescribes the adoption of specific
manageri al processes and organi zati onal
mechanisnms. ..., “Public Adm nistration Review,”
Novenber/ Decenber 1998;

Headl i ne: Russell Thanks Voters

...enforcenent and public safety issues are
inmportant to every citizen. The canpaign

provi ded an ideal opportunity to discuss sone of
them including | aw enforcenent accreditation,
poor norale, jail security, as well as response
time and crine statistics reporting and nore
aggressive donestic violence policies. ..., “News
& Record (G eensboro, NC),” Decenber 21, 1998;

Headl i ne: Ex-police chief pleads guilty to

| ar ceni es

...M. Cowan al so was ordered to reinburse the
victins’ noney, performat |east 100 hours of
community service, and turn in his |aw
enforcenent accreditation fromthe town of
Atkinson. ..., “Mirning Star (WImngton, NO,”
Sept enber 15, 1999;

Headl i ne: Creative Negotiations Pay O f
...Received notice that the Sheriff’s Departnent
had been accredited by the state’'s |aw
enforcenment accreditation conmssion. Oficials
sai d Hanover’s was one of only eight police and
sheriff’'s departnents that have received the
accreditation, “The Ri chnond Tines D spatch,”
February 18, 1998;

Headl i ne: ‘ Probably one of the worst nonents of
ny life'; Jackie Barrett had a fairly calmtenure
a Fulton County sheriff — until one of her
deputies was killed

...She worked for 10 years for the Ceorgia Police
O ficers Standards and Trai ning Council, the
state’s | aw enforcenent accreditation agency,
before comng to Fulton County as then-Sheriff

Ri chard Lankford’'s adm nistrative assistant...,
“The Atlanta Journal and Constitution,” March 23,
2000;
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Headl i ne: Team G ves Accreditation to Daytona
Beach Police

...Smal |l announced Friday that the city
departnent has been awarded accreditation by a
nonprofit accreditation conm ssion. The

Commi ssi on for Florida Law Enforcenent
Accreditation recently presented Small with a
certificate of accreditation, “The Ol ando
Sentinel,” February 27, 1999; and

Headl i ne: Hearing Next Wek on Police
Accreditation

...Citizens interested in submtting witten
comments are instructed to wite to the Wsconsin
Law Enf orcenent Accreditation Goup at 4760
Schnei der Dr., Oregon, W 53575, “Capital Tines,
(Madi son, W.),” Decenber 30, 1998.

A few quotations fromthe material printed out from

applicant’s website (ww. cal ea.org) on April 13, 2000 are

reproduced bel ow (enphasi s added):

Time to Take Anot her Look at Law Enforcenent
Accreditation, By Chief Sylvester Daughtry, Jr.,
Greensboro Police Departnent, North Carolina,
Presi dent, Conm ssion on Accreditation for Law
Enf or cenent Agencies, Inc.,

...Just as accreditation was part of the answer
to problens of the past generation, so also is
accredi tation part of the solution to issues
confronting |aw enforcenent today. ...;

ACCREDI TATI ON — Cel ebrating 20 Years of
Excel | ence, By Margaret J. Levine, [formerly
Associate Director of Conmm ssion on Accreditation
for Law Enforcenent Agencies, Inc., currently
with Mbil QI Corporation]...,

...they [four |eading | aw enforcenent executive
organi zati ons] joined together to provide the
research and techni cal expertise, managenent and
admnistrative staff, and office accomodati ons
to devel op and i npl enent a | aw enforcenent
accredi tati on program

The idea for a | aw enforcenent accreditation
program had actually originated years earlier in

10
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t he Police Managenent and Operations Division of
| ACP [International Association of Chiefs of
Pol i ce].

At their 1984-1985 annual neetings, the
menber shi ps of |1 ACP, NOBLE [ National Organization
of Bl ack Enforcenent Executives], NSA [ Nationa
Sheriff’s Association], and the National

Associ ation of Counties adopted resol utions
supporting | aw enforcenent accreditation.

The Conmi ssion’s [applicant’s] continuing

comm tnent to excellence also led to the
formation of its conmunications accreditation
program ... Like the |aw enforcenent
accreditation program participation is
voluntary, and standards applicability is based
on an agency’s size and functiona

responsi bilities.

There is no question that this record establishes that
the word portion of applicant’s mark is highly descriptive.
Thus, a greater quantity and quality of evidence is
required in order for applicant to prove prinma facie that
t he words have acquired distinctiveness as indicating
source in applicant. W agree with applicant that the
rel evant purchasers for applicant’s involved services
(“setting and revi ewi ng standards and practices in the
field of | aw enforcenent; and inspections to determ ne
conpliance with standards and practices in the field of |aw
enforcenent”) are | aw enforcenment agencies and departnents.

Turning then to the evidence submtted by applicant in

its attenpt to prove acquired distinctiveness under Section

2(f) of the Trademark Act, we list sanme as follows:

11
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(1) the January 5, 1998 declaration of James D.
Brown, applicant’s “associate director,” in which he
avers that applicant has had substantially exclusive
and continuous use of the mark since 1980; that by
Sept enber 1991, applicant had accredited over 182 | aw
enf orcement agencies, with an additional 914 agencies
in some stage of the accreditation process; and that
as of May 1997, 10% of Canadi an police officers at the
provincial and | ocal | evels were in agencies
accredited by applicant (the latter two statenents
were al so supported by photocopi es of certain pages
fromapplicant’s Septenber 1991 and May 1997
newsl etters’, respectively);

(2) the May 20, 1999 declaration of WIIiam
M Il er, applicant’s chairnman, in which he verifies the
facts set forth in the application (which had been
signed by Janmes D. Brown); and he avers that the mark
has been in substantially exclusive and conti nuous use
as a trademark on newsletters in the field of setting
review ng standards and practices in the field of |aw
enforcement since 1980; and that the mark has been in
substantially exclusive and conti nuous use as a
service mark in connection with the services recited
in this application since 1980; and

(3) sixteen signed declarations fromlaw
enforcenent officers each including a copy of the
decl arant’s resune; and attesting to his or her
famliarity with applicant; and that when he or she
hears “law enforcenent accreditation” he or she thinks
of applicant; and that he or she has used “l aw
enforcenment accreditation” to distinguish applicant’s
goods and services fromthose of conpetitors.

Anal ysi s

Applicant’s Septenber 1991 newsletter includes the

foll ow ng statenents: “The total nunber of accredited |aw

" The statenment regarding Canadi an police officers appearing in
applicant’s May 1997 newsl etter is unreadable in the photocopy
whi ch was submtted to the Board.

12
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enforcenment agencies in the U S. and Canada now is 182
(p-1); and “The new total of accredited agencies in the
U S. and Canada is 182. Meanwhile, the total nunber of
agencies in some stage of the accreditati on process i s now
914, with 416 of themin self-assessnent.” (p. 2). The
mai n problemwi th the foregoing information is that
appl i cant has not provided a breakdown of its use of this
mark on the involved services in the United States per se.
That is, there is no breakdown of what part of the 182
accredi ted agencies and the 914 in-process agencies are | aw
enforcenent agencies in the United States. Moreover, the
additional statement in M. Janes D. Brown’s decl aration
t hat 10% of Canadi an provincial and |ocal police officers
are accredited, enphasizes applicant’s use in Canada,
rather than its use in the United States. Wthout
information on the nature and extent of applicant’s use of
the mark specifically in the United States, this evidence
is of limted value in proving that the words “I aw
enforcenent accreditation” have acquired distinctiveness in
the United States.

In addition, the 182 accredited agencies and 914
agenci es in-process are statistics about applicant’s

busi ness in 1991, but were filed in this case over SiXx

13
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years later, and there are no nore current nunbers
regardi ng applicant’s business of record herein.

Turning to a consideration of the 16 declarations from
| aw enf orcenent personnel (sone retired), they are all in a
simlar form giving the person’s current enploynent;
followed by a statenent that the person is “famliar with
t he Conm ssion on Accreditation for Law Enforcenent
Agencies, Inc.,” and a reference to an attached resune of
sone type; followed by a statenent that upon hearing the

words “law enforcenent accreditation,” the person

“imredi ately think[s] of CALEA"; and finally a statenent
that the person has “used ‘| aw enforcenment accreditation
for at least the past __ years, to distinguish CALEA' S
goods and services fromthose of any conpetitors.” Even

t hough applicant’s attorney presunably drafted the form
decl arati on used, we have no reason to believe the

i ndi vidual s who signed the declarations failed to tell the
truth. However, these declarations nust be viewed agai nst
t he background of the other evidence of record. See In re
Schenect ady Varnish Co., 280 F.2d 169, 126 USPQ 395 (CCPA
1960). As expl ained below, their probative weight is
somewhat |imted.

One of the declarations is froman officer in Canada,

again being of limted value to prove acquired

14
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distinctiveness in the United States. O the remaining 15,
al nrost all of the declarants were, according to their
resunes, either responsible for their departnent’s
participation in applicant’s (CALEA) |aw enforcenent
accreditation program or worked with or for CALEA as an
“Assessor,” “Chairman,” “Conm ssioner,” “Team Leader,” or a
menber of CALEA s Standards Review Task Force. [Inasnuch as
t hese declarants have worked or currently work directly
with or for applicant on the very “law enforcenent
accreditation” programfor which applicant seeks to
register its conposite mark, the probative value of their
declarations is somewhat limted. W enphasize that the
decl arations are not self-serving because the declarants
are enpl oyed by | aw enforcenment agencies or departnments
which are accredited by applicant. Rather, the statenents
by these declarants are of sonewhat |imted probative val ue
because these individuals worked directly with and/or for
applicant on the very “law enforcenent accreditation”
programidentified by applicant’s conposite word and desi gn
mark. Unsolicited letters witten individually to
applicant about its involved services, or declarations from
| aw enf orcenent personnel who have not worked directly with

or for applicant regardi ng that person’s understandi ng

15
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and/ or recognition of the words “law enforcenent
accreditation” as a mark, mght have been nore persuasive.
Further, the record before us includes no indication
that a “significant nunber” of relevant purchasers (Ilaw
enforcenent agencies and departnents in the United States)
of applicant’s services identify the words “Il aw enforcenent
accreditation” as a service mark, indicating applicant as
the source of the services. See Restatenent (Third) of
Unfair Conpetition, 813 comment e (1995). Such agencies at
the local, state and federal levels surely nmust nunber in
the hundreds, if not thousands, yet the record before us
i ncl udes only 15 decl arati ons.
Wil e applicant’s use of the applied-for mark since
1980 is clearly a long use, it is but one rel evant
consi deration, which we find unpersuasive in |ight of the
| ack of supporting evidence regarding applicant’s |ong use,
as well as the strong evidence of record regarding the
hi ghly descriptive neaning of the words. The case cited by
applicant, In re Uncle Sam Chem cal Co., Inc., 229 USPQ 233
(TTAB 1986), is readily distinguishable fromthe facts
before the Board with regard to applicant’s application.
In the Uncle Sam case, applicant sought to register the
mar Kk SPRAYZON for “cleaning preparations and degreasers for

industrial and institutional uses.” The Board found that

16
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applicant’s declaration of substantially exclusive and
continuous use for 18 years “together with evidence of
consi derabl e sal es of products sold under the mark”
sufficiently supported applicant’s claimof acquired

di stinctiveness. By contrast, in the case now before us,
there is applicant’s declaration of substantially exclusive
and continuous use, but that statenent is otherw se
supported by very mnimal evidence of use; and this m ni nal
evi dence covers both the United States and Canada, and
except for the declarations of |aw enforcenment personnel,
relates to applicant’s use up to 1991.

Finally, applicant strongly contends that the nmany
descriptive uses of the words “law enforcenent
accreditation,” including its own descriptive use in
material on its website, is sinply appropriate descriptive
use which “does not detract fromthe acquired
di stinctiveness of record.” (Supplenental brief, p. 5).

In essence, this is the “fair use” defense that issuance of
a registration to applicant would not preclude others from
using the words descriptively or generically. There is
case law which rather directly rejects the “fair use”
defense in ex parte appeals of refusals to register under
Section 2(e)(1). See Inre Gay Inc., 3 USPQd 1558, 1559

(TTAB 1987); and In re State Chem cal Manufacturing Co.,

17
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225 USPQ 687, 690 (TTAB 1985). See also, In re Boston Beer
Co. L.P., 198 F.3d 1370, 53 USPQ2d 1056, 1058 (Fed. Gir.
1999). Inasnuch as the record clearly establishes
descriptive uses by others of “law enforcenent
accreditation” in relation to the identified services, we
bel i eve conpetitors would have a conpetitive need to use
and to continue to use these words in their descriptive

sense. See 2 J. Thomas McCarthy, MCarthy on TradenarKks

and Unfair Conpetition, 811:18 (4th ed. 2000).

In view of the highly descriptive nature of the words
“l aw enforcenent accreditation” for applicant’s identified
services, and the weaknesses of applicant’s overal
evi dence that the words have acquired di stinctiveness, we
find that applicant has not net its burden to establish a
prima facie case of acquired distinctiveness. See In re
Pennzoil Products Co., 20 USPQ2d 1753 (TTAB 1991); and In
re Redken Laboratories, Inc., 170 USPQ 526 (TTAB 1971).
(W note that applicant is the owner of Registration No.
2,163,396, issued June 9, 1998, for the identical services
for the identical eagle and banner design mark, but with
t he wor di ng LAW ENFORCEMENT CERTI FI CATI ON.  Appl i cant
di sclained the words “law enforcenent certification.” The

clainmed date of first use is June 1996.)

18



Ser. No. 75/195865

Deci sion: The requirenment under Section 6 for a
di sclaimer of the words “law enforcenment accreditation” is
proper. In the absence of a disclainer of “law enforcenent
accreditation,” the refusal to register is affirned. |If a
disclainmer is entered within thirty days fromthe mailing
date hereof, this decision will be vacated and the mark
will then be published for opposition. See Trademark Rul e

2.142(qg).
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