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Trademark Trial and Appeal Board

In re The Wackenhut Corporation

Serial No. 75/025, 151

James F. McKeown of Evenson, MKeown, Edwards & Lenahan
for The Wackenhut Corporati on.

Sue Carruthers, Trademark Exam ning Attorney, Law Ofice
108 (David Shall ant, Managi hg Attorney).

Before Walters, Holtzman and Rogers, Adm nistrative
Trademar k Judges.

Opinion by Walters, Adm nistrative Trademark Judge:
The Wackenhut Corporation has filed a tradenmark
application to register the mark CORRECTI ONAL FOODSERVI CE

MANAGEMENT for “foodservices for penal institutions.”?!

1'Serial No. 75/025,151, in International Class 42, filed November 28,
1995, based on an allegation of a bona fide intention to use the mark in
commerce. On Decenber 2, 1996, applicant submtted an amendnent to

al | ege use and speci nens, alleging January 1996 as its date of first use
and use in commerce.
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The Trademark Exam ning Attorney originally refused
regi stration, under Section 2(e)(1l) of the Trademark Act,
15 U.S.C. 1052(e)(1), on the ground that applicant’s mark
is merely descriptive of its services. |In response,
appl i cant amended its application to assert acquired
di stinctiveness, under Section 2(f) of the Trademark Act,
15 U.S.C. 1052(f), based on |ess than one year of use of
its mark in connection with the identified services. The
Exam ni ng Attorney rejected the Section 2(f) claimon the
ground that applicant had not established acquired
di stinctiveness of its mark; and she ultimtely issued a
final refusal to register under Section 2(e)(1) of the
Trademar k Act.

Appl i cant appeal ed and, subsequently, requested a
remand for consideration of an amendnent to the
Suppl enental Register.? On remand fromthe Board, the
Exam ni ng Attorney withdrew the Section 2(e)(1) refusal
and refused registration on the Suppl enmental Register,
under Section 23 of the Trademark Act, 15 U. S.C. 1091, on

the ground that the subject matter of the application is

2 Al though applicant’s subm ssions raised the question of whether
applicant, in its appeal, maintains its Section 2(f) argunent in the
alternative, applicant’s counsel clarified, at the Board hearing of this
case, that registrability on the Supplenmental Register is the sole issue
before the Board in this appeal.
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generic in connection with the identified services. This
refusal was made final.

Appl i cant has appeal ed. Both applicant and the
Exam ni ng Attorney have filed briefs and an oral hearing
was held. W affirmthe refusal to register.

Wth respect to genericness, the Ofice has the
burden of proving genericness by “clear evidence”

t her eof . Inre Merrill, Lynch, Pierce, Fenner & Smth,
Inc., 828 F.2d 1567, 4 USPQ2d 1141, 1143 (Fed. Cir.
1987). The critical issue in genericness cases is

whet her menbers of the relevant public primarily use or
understand the term sought to be registered to refer to
the category or class of goods in question. 1In re
Wonen’ s Publishing Co. Inc., 23 USPQ2d 1876, 1877 (TTAB
1992). CQur primary reviewi ng court has set forth a two-
step inquiry to determ ne whether a mark i s generic:
First, what is the category or class of goods or services
at issue? Second, is the term sought to be registered
under st ood by the relevant public primarily to refer to
t hat category or class of goods or services? H Marvin
G nn Corporation v. International Association of Fire
Chiefs, Inc., 782 F.2d 987, 228 USPQ 528, 530 (Fed. Cir.

1986) .
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The Exam ning Attorney contends that “correctional
f oodservice” and “foodservice managenent” are both
generic ternms; and that the conpound term “correctional
f oodservi ce managenent” is equally generic. The
Exam ni ng Attorney explains that “[a]dding the word
‘correctional’ to ‘foodservice managenent’ nmerely further
defines the nature of the services[;] [i]t does nothing
to give the phrase a nongeneric neaning.” She concl udes
that “correctional foodservice nmanagenent is recognized
as a category of services in the corrections field.” In
support of her position, the Exam ning Attorney submtted
excerpts of articles retrieved fromthe LEXH S/ NEXI S
dat abase, excerpts from nagazi nes and Internet web sites,
and dictionary definitions.

Applicant contends, essentially, that the Exam ning
Attorney’s evidence is insufficient to establish that
CORRECTI ONAL FOODSERVI CE MANAGEMENT is generic; and that
the decision of the Court in In re Anmerican Fertility
Society, 188 F.3d 1341, 51 USPQ2d 1832 (Fed. Cir. 1999),
is applicable in this case and precludes a finding that
the entire phrase is generic based on evidence that the
i ndi vidual ternms may be generic.

We begin our analysis by review ng the evidence

submtted by the Exam ning Attorney. The following are
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exanpl es of excerpts of articles retrieved fromthe
LEXI S/ NEXI S dat abase:

... past president of the American Correctional
Food Service Associ ati on.

Saving Money is one of the nobst critical aspects
of running a correctional foodservice operation.

To help battle the budgetary dragon,
correctional foodservice operators are turning
to alternatives to provide quality,
nutritionally balanced neals with as |ow a food
cost as possi bl e.

[ The Voice of Foodservice Distribution,

Sept enber 1996. ]

Correctional foodservice is the fastest-grow ng
segnent in the entire foodservi ce business.
[ Restaurants and Institutions, August 1, 1996.]

“We’re very happy about the review,” said Bob
Jarousse, assistant director for correctional
food managenent for the city. [Nation's

Rest aurant News, March 18, 1996.]

“Later, a few of the prison foodservice managers
we had been able to build |ong-standing

relati onships with got the idea of form ng
correctional foodservice managenent divisions

wi thin other conpanies,” Wtzel adds. “This
busi ness has just taken off and DPI Tayl or

Brot hers now has strong alliances with nost of

t he key players in correctional foodservice
managenent. .. [FoodService Distributor, June,
1995.]

The Exam ning Attorney submtted excerpts fromthe
June 1996 issue of the magazine Corrections Today, which
i ncludes an adverti senment by Aramark Corrections
Servi ces, shown bel ow, and a page fromits “Product

| ndex,” which lists as a heading the term “Food Service
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Managenent” anong ot her headi ngs such as “Enpl oynent,”

“Fire Protection Equipnent,” and “Furniture.”

The Exam ning Attorney submtted an excerpt fromthe
I nternet Web site of Aramark Correctional Services
(www. ar amar kcorrectional.com July 15, 1998), which
i ncludes the follow ng statenents:

Si nce 1976, we’ve provided conprehensive, cost-

effective food services prograns to correctiona

facilities of all types and sizes.

ARAMARK Correctional Services is part of the

ARAMARK Cor poration, an internationally

recogni zed | eader in contract managenent

services with annual revenues of $6 billion and

nore than 150, 000 enpl oyees worl| dw de.

The Exam ning Attorney submtted copies of two
third-party registrations, one for the mark CORRECTI ONAL
FOODSERVI CE on the Suppl emental Register®, and one for the
stylized mark SERVI CE AMERI CA THE FOOD SERVI CE MANAGEMENT

PEOPLE on the Principal Register with a disclainmr of THE

3 Registration No. 1,774,776, issued June 1, 1993, for magazi nes.
[Cancelled for failure to file a Section 8 affidavit.]
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FOOD SERVI CE MANAGEMENT PEOPLE.* These two registrations
are not probative of the issue of genericness. Nor does
the cancell ed registrati on of CORRECTI ONAL FOODSERVI CE on
t he Suppl emental Register in connection with nmagazi nes
persuade us that applicant’s mark for the identified
services is capable of becom ng a mark, because each case
must be decided on its facts.

Applicant subm tted excerpts froma docunment it
identified as its “10-K report.” Follow ng are several
gquotes from that docunent:

Through its correctional business ...the Conpany

al so provides correctional and facility design,

devel opment and nmanagenent services to

gover nnent al agenci es.

In addition to its expansion into the

Correctional Business .., the Conpany has
| everaged its managenent skills to expand into
ot her support services. |In 1992, the Conpany

entered into the foodservices business for
correctional institutions

... The Conpany bids for foodservices contracts
and provi des food services on a cost per neal
basis. Conplete foodservices managenent,

conm ssary, laundry and janitorial prograns are
available to correctional clients.

Applicant’s speci mens of use include the foll ow ng

i nformati on about its services:

4 Registration No. 1,626,381, issued Decenber 4, 1990, for providing
food services through the use of vending machi nes and cafeteria
services. [Sections 8 and 15 affidavits accepted and acknow edged,
respectively. No record of renewal application.]
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Correctional Foodservice Management provides

pr of essi onal foodservice managenent and

ancillary services to Federal, state, county and

private correctional facilities throughout the

United States. Headquartered in Phoeni X,

Ari zona, Correctional Foodservice Managenment

provi des an integrated quality assurance program

t hat enconpasses all aspects of the correctional

f oodservi ce operation.

The staff of Correctional Foodservice Managenment

is conprised of widely respected professionals

with established credentials in the operation

and managenent of foodservices in a corrections

envi ronnent .

We find that the Exam ning Attorney has established
by clear and convincing evidence that CORRECTI ONAL
FOODSERVI CE MANAGEMENT i s generic in connection with
“foodservices for penal institutions.” As indicated by
t he evidence of record, in particular, applicant’s own
speci nens, providing foodservices to penal, or
correctional, institutions involves nmanagenent of the
many aspects of those services by the conpany providing
the services. It also involves managing the entire
foodservice operation for the correctional institution.
Not only are there exanples in the evidence, including
applicant’s specinmens, of the generic use of the
conponent terns CORRECTI ONAL FOODSERVI CE and FOODSERVI CE
MANAGEMENT, but there are al so exanples of use of the
t er m FOODSERVI CE MANAGEMENT i n connection with

correctional facilities. Additionally, there is at | east
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one exanple of generic use of the entire term

CORRECTI ONAL FOODSERVI CE MANAGEMENT. Thus, we find that
CORRECTI ONAL FOODSERVI CE MANAGEMENT defi nes the category
of services involved. The nature and extent of the

evi dence of record further establishes that the rel evant
public is likely to understand CORRECTI ONAL FOODSERVI CE
MANAGEMENT as the category of services involved.

This case is distinguished fromlIn re American

Fertility Society, supra, on its facts. |In that case,

t he applicant sought to register the mark AMERI CAN

SOCI ETY OF REPRODUCTI VE MEDI CI NE on the Suppl enent al

Regi ster. The Federal Circuit vacated the Board’'s

deci sion that SOCI ETY OF REPRODUCTI VE MEDI CI NE i s generic
and that a disclainer is required, and remanded the case
for application of the correct |egal test.

The Court characterized the question in Anerican
Fertility Society as “whether the PTO nay satisfy its
burden of proving a phrase as a whol e generic, based
solely on the genericness of the phrase constituents”
(supra at 1835). The Court stated that “the correct
| egal test, which was not applied by the Board, is set
forth in Marvin Gnn and is to be applied to a mark, or a
di sputed phrase thereof, as a whole, for the whole my be

greater than the sumof its parts”; and that “[t]he PTO
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here failed to provide any evidence that the phrase as a
whol e, SOCI ETY FOR REPRODUCTI VE MEDI CI NE, has acquired no
addi tional meaning to the relevant public than the terns
‘society’ and ‘reproductive nedicine have individually”
(1837). The evidence of record included a dictionary
definition of “society” and ninety-ni ne pages of
references to “reproductive medicine” fromthe
LEXI S/ NEXI S dat abase.

The nature of the evidence in the case before us is
distinctly different than the evidence in American
Fertility Society. W have at |east one exanple of a
generic use of the phrase CORRECTI ONAL FOODSERVI CE
MANAGEMENT in its entirety. Further, this is not a case
i nvol vi ng exanpl es of generic use of only the three
i ndividual terms of the phrase, rather we have evidence
of generic use of overlappi ng components of the phrase.
We have many exanpl es of FOODSERVI CE MANAGEMENT, both
generally and as applied specifically to correctional
institutions. Simlarly, we have nmany exanpl es of
CORRECTI ONAL FOODSERVI CE, some of which are used in
relation to foodservice managenent. It is not a |leap of
| ogic, but, rather, a reasonable step to concl ude that

the entire phrase, CORRECTI ONAL FOODSERVI CE MANAGEMENT,

10
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is, and would be perceived by the relevant public as, the
category of services involved herein.

In conclusion, we find that CORRECTI ONAL FOODSERVI CE
MANAGEMENT si nply nanes applicant’s identified services
and is, therefore, generic and incapable of registration
on the Suppl enental Register.

Deci sion: The refusal under Section 23 of the Act

is affirmed.
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