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Weyer haeuser Conpany

Before Sims, Chapman and Bottorff, Adm nistrative
Trademar k Judges.

Opi nion by Sims, Adm nistrative Trademark Judge:

This case now cones up on Weyer haeuser Conpany’s
(respondent’s) notion for sunmmary judgnment. Maverick
Media, Inc. (petitioner) has opposed the notion and
respondent has filed a reply brief.

In this proceeding, petitioner seeks cancell ation of
respondent’s registration of the mark | MPAK and desi gn
for the foll ow ng goods:

printed graphic art, commercial art work, nanely,

phot ographs and manual illustrations, canera-ready

art, nanely, artboards of visual elenents for
commerci al purposes, printed paper liners for use
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wi t h packagi ng and di splays and printed paper liners
for use with related pronotional products.

(Regi stration No. 1,586,697, issued March 13, 1990,
Sections 8 and 15 affidavit accepted and acknow edged,
respectively.) As grounds for cancellation, petitioner
asserts that it has filed an application to register the
mar k AD | MPAC and design for “printed pronotional
packagi ng for product inserts, nanely, printed sheets and
paper advertising inserts”; that registration of this
mar k has been refused by the Exam ning Attorney on the
basis of respondent’s registration; and that respondent
has abandoned its mark because the mark is not being used
on any of respondent’s goods, with no intent to use the
mar k on these goods. Alternatively, petitioner asserts
t hat respondent has not used its mark on sonme of the
goods in its registration so that it has, in effect,
partially abandoned the registered mark. Petitioner asks
that the registration either be cancelled in whole or in
part to exclude petitioner’s goods therefrom

Respondent has denied the essential allegations of
the petition for cancellation.

Near the end of the discovery period, respondent
filed its nmotion for summary judgnent and al so requested

that, if its notion is denied, the discovery period and
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its tine to answer petitioner’s discovery requests be
ext ended.

In its nmotion for sunmary judgnent, respondent
mai ntains that it has continuously used the registered
mark since the date of registration. Respondent’s notion
is supported by a declaration of its sales manager, who
attests to the fact that the registered mark has been
used in connection with all of the products listed in
that registration and that the use has been conti nuous
since the date of the registration in 1990. More
particularly, he states that he has been enpl oyed by
respondent in its | MPAK Center for G aphic Packaging for
13 years and that packagi ng, boxes, printed matter and
paper liners bearing the mark have been conti nuously
di stributed by respondent during this entire 13-year
period. Respondent has submtted sanples of boxes and
printed packaging showing the mark as it appears on
graphic art, illustrations, canera-ready art and paper
liners.

I n opposition to respondent’s notion, petitioner
contends that, while respondent’s notion nmay be
appropriate against an attenpt at full cancellation, here
petitioner is seeking, alternatively, partial

cancel l ation, and respondent has not shown the absence of
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a genuine issue with regard to that question.
Petitioner’s attorney argues that respondent has not
shown use on all the goods listed in the registration,
such as artboards or printed paper liners. Also,
petitioner maintains that respondent has not proven that
it is engaged in the business of selling goods simlar to
those recited in petitioner’s application (printed
pronotional packaging for product inserts).! Thus,
according to petitioner, respondent’s registration is
overly broad and should be |imted, pursuant to Section
18 of the Act,? to exclude petitioner’s goods, which
restriction will avoid a finding of |ikelihood of
confusion. Petitioner’s opposition is supported by a

declaration of its attorney.?

! Petitioner states that it provides inserts to the USA Today
newspaper .
2 Section 18 (15 U.S.C. §1068) provides, in relevant part:

In such proceedings the Director may refuse to
regi ster the opposed mark, may cancel the
registration, in whole or in part, may nodify the
application or registration by limting the goods or
services specified therein, nmay otherw se restrict or
rectify with respect to the register the registration
of a registered mark...
3 Respondent has objected to this declaration. Anmong other
t hi ngs, respondent conplains that the declaration is irrel evant
because petitioner’s difficulties in obtaining a registration
are not relevant to the question of abandonment asserted in
petitioner’s petition for cancellation. W have chosen to
consi der the declaration of petitioner’s attorney for whatever
probative value it has.
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In its reply brief, respondent nmaintains that there
IS no genuine issue of fact because its notion and
support show that it has used the mark on all of the
goods listed in the registration. Respondent naintains
that its registration does not claimuse on petitioner’s
goods so that it was not required to show use thereon to
denmonstrate that there has been no abandonment of its
mark. In addition, respondent contends that a Section 18
restriction is inappropriate because petitioner’s goods
and respondent’s goods are sold in the sane channels of
trade. Accordingly, any restriction would not preclude a
i keli hood of confusion. Respondent has also submtted
anot her declaration of its sales manager explaining in
nore detail the nature of its goods.

Upon careful consideration of the record and the
argunments on respondent’s notion, we believe that sunmary
judgnment for respondent is justified. First, respondent
has established by declaration that it has used the
regi stered mark continuously on all of the goods |isted
inits registration. Accordingly, the petition, insofar
as it seeks cancellation of the registration inits
entirety, is clearly not warranted.

Second, with respect to petitioner’s request that

the registration be restricted under Section 18, we
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li kewise find that there is no genuine issue with respect
to the relief requested by petitioner. 1In this case,
respondent’ s goods (photographs and illustrations,
artboards for commercial purposes, and printed paper
liners) do not specifically include petitioner’s

pronoti onal packaging for product inserts. As such

t here can be no occasion for an anmendnent excludi ng these
specific goods fromrespondent’s registration. By way of
anal ogy, if respondent’s registration were for shirts and
petitioner’s goods were pants, there sinply would be no
occasion for |anguage in the registration that
respondent’s shirts do not include pants. That statenent
woul d be obvi ous, and unnecessary.

Accordi ngly, because respondent has denonstrated
that there is no genuine issue with respect to the
guestion of abandonnment of its mark for the goods in its
registration, and because a Section 18 restriction would
be i nappropriate in this case, respondent’s notion for
sunmary judgnent is granted and the petition for

cancel lation is dism ssed with prejudice.



