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Cancel l ati on No. 25,774

Com si on Regata 2000 Puerto
Ri co and Operation Sail, Inc.

V.

Anerican Sail Training
Associ ati on

Bef ore Hohein, Rogers and Drost, Adm nistrative Trademark Judges.

By the Board:

By their amended petition, Com sion Regata 2000 Puerto
Rico and Operation Sail, Inc. seek to cancel, on the ground of
genericness, the registrations owned by Anerican Sail Training
Association for (1) the mark "TALL SH PS," which is registered
for "pronotion of goods and services of others by planning and
operating sailing races and rel ated events through which the
goods and services of a variety of sponsors are advertised"[]and
for "organizing, arranging and sponsoring sailing races"f] (2)

the mark "TALL SHI PS ARE COM NG ," which is registered for

1 Reg. No. 1,053,408, issued on Novenber 23, 1976, which sets forth
dates of first use of February 25, 1975; renewed.

2 Reg. No. 1,086,636, issued on February 28, 1978, which sets forth
dates of first use of February 25, 1975; renewed.
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"pronoting the sale of goods and services of others through the
nmedi um of sailing races"f]and for "organizing, arranging and
sponsoring sailing races"f] and (3) the mark "TALL SHI PS 2000, "
which is registered for "posters, panphlets and books on the
subj ect of sailing"f]and for "drinking glasses and nugs," "t-
shirts and sweat shirts,” and "organi zing, arranging and
sponsoring sailing events".F] Respondent, in its answer, has
denied the salient allegations of the petition to cancel.

This case now conmes up on respondent’'s tinely filed
June 30, 2000 notion to dismiss this proceedi ng pursuant to
Trademark Rule 2.132(a) and petitioners' July 17, 2000 request to
reopen their initial testinony period, submtted as part of their
timely filed opposition to the notion to dism ss. Respondent, in
its tinmely filed July 25, 2000 reply brief, has opposed the
request to reopen.

Turning first to the notion to dismss since it is
potentially dispositive of this case, respondent accurately notes
that while petitioners' initial testinony period was extended, by
an approved stipulation of the parties, to close on June 28,

2000, such period expired without petitioners' having taken any

3 Reg. No. 1,081,983, issued on January 10, 1978, which sets forth
dates of first use of April 1976; renewed.

4 Reg. No. 1,086,634, issued on February 28, 1978, which sets forth
dates of first use of May 1975; renewed.

5 Reg. No. 2,039, 265, issued on February 18, 1997, which sets forth
dates of first use of July 1996. The term "2000" is disclainmed.

6 Reg. No. 1,959,420, issued on February 27, 1996, which sets forth
dates of first use of Septenber 6, 1995 for the drinking utensils,

August 30, 1995 for the clothing items and August 18, 1994 for the
services. The term "2000" is disclained.
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testinmony or submtting any other evidence in support of the
salient allegations of the petition to cancel. Respondent
consequently requests that this proceeding be dism ssed with
prejudice, in accordance with Trademark Rule 2.132(a), in view of
petitioners' failure to submt any evidence to establish their
claimthat respondent's marks are generic.

Petitioners, in opposition to the notion, argue that
dism ssal of this proceeding inits entirety is not warranted
because, in connection with respondent's previously denied notion
for sunmary judgnent, respondent "admitted that the registered

term TALL SHIPS is 'generic for tall ships per se' (see

Respondent's Modtion for Summary Judgnent) and conceded,” in its
reply brief, "the fact that "tall ships' is generic for tal
ships."ﬂ Petitioners maintain that (footnote omtted):

Not wi t hst andi ng thi s adm ssion, the
Board, in its orders denying Petitioners
[cross-]notion for summary judgnent and
request for reconsideration, stated that
"[a]fter careful review of the record, we
find that there is a genuine issue of
mat eri al fact whether the designations TALL
SHI PS, TALL SHIPS ARE COM NG@, and TALL SHI PS
2000 are generic." As to the designation
TALL SHIPS, this statenent is directly
contrary to the admtted facts. Watever the
Board's view m ght have been with respect to
t he appropriateness of summary judgnent as to
the marks other than the stand-al one TALL
SHI PS mark for races and events invol ving

7 Petitioners, in a footnote, attenpt to justify their reliance upon
such statenments by respondent by asserting that, "[a]lthough
statenents in pleadings are not typically evidence, they may have
evidentiary val ue as admi ssions against interest." It is pointed out,
however, that the sole pleading filed by respondent in this proceeding
is its answer to the anmended petition for cancellation. Such pleading
contai ns no adm ssion of any of petitioner's allegations that
respondent's marks are generic for its various goods and services.
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tall ships, it is submtted that the record

not only supports the conclusion that TALL

SHI PS is indeed generic, but requires such a

hol ding. In the circunstances, the subject

Regi stration No. 1,053,408 is invalid for

genericness to the extent it is asserted to

cover events involving tall ships.
Petitioners nevertheless state in a footnote that they "have no
objection to the grant of the present notion [to dismiss] as to
the marks TALL SHI PS ARE COMNF!] and TALL SHI PS 2000, or as to
any of the marks as they are used for goods or services other
than ' planning and operating sailing races and rel ated events,'"
noting that "[b]y the tine this ... proceeding is resolved, the
generic ... 'comng and '2000" designations will be noot, i.e.,
the tall ships will have left and the sumer of the year 2000
wi || have ended."” Presunably, therefore, petitioners oppose the
di smi ssal of this proceeding only insofar as it pertains to
respondent’'s "TALL SHI PS' nmark for its various services,
i ncluding the services of "organizing, arranging and sponsoring
sailing races" which are the subject of its Registration No.
1, 086, 636.

W agree with respondent, however, that petitioners
position is without nerit. As respondent correctly points out in
its reply, not only was its "adm ssion” or "concession" that the

term“tall ships"” is generic for tall ships made solely for the

purpose of its notion for summary judgment, f]but in any event

8 Specifically, inits notion for summary judgment, respondent ("ASTA")

stated that, "[f]or purposes of this notion, ASTA ... agree[s] that
"tall ships' is generic for tall ships per se.” Respondent added, in

its reply brief in support of its nmotion for summary judgnent and in
opposition to petitioners' cross-notion for summary judgnent, the
statenent that "the fact that '"tall ships' is generic for tall ships
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respondent plainly did not admt or concede that such termis
generic for the specific services set forth inits "TALL SH PS"
regi strations. Accordingly, respondent's notion to dismss is
wel | taken and, absent a show ng of excusable neglect so as to
warrant a reopening of petitioners' initial testinony period,
this proceedi ng must be dism ssed with prejudice pursuant to
Trademark Rule 2.132(a).

Petitioners, in support of their request to reopen,
seek an enl argenent of their initial testinony period solely for
"the limted purpose of introducing exanples of ... nedia
coverage" of "OpSail 2000," which according to petitioners "took
pl ace on July 4, 2000" and involved "the largest tall ships event
in maritinme history.” Petitioners contend that "nedia coverage
for this event was unprecedented, and was repleat [sic] with
generic references to the term 'tall ships' to describe the very
event itself.” By their request to reopen, petitioners wish to
i ntroduce "exanples of this media coverage, which exanples did
not exist prior to the close of the discovery period," as shown
for instance in "the attached inside cover page froma forty (40)
page insert fromthe July 2, 2000, New York Daily News."

We concur with respondent, however, that the "request
must ... be deni ed because Petitioners have failed to show, as
they must, that their failure to take testinony or introduce

evidence with the prescribed testinony period was as a result of

does not nmeke it generic for the goods and services covered by ASTA's
registrations ...."
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excusabl e neglect"” as required by Fed. R Cv. P. 6(b)(2).f] The
nmere fact that petitioners obviously could not have obtained the
evi dence they now desire to introduce does not nean that the
request to reopen nust be all owed; instead, consideration nust

al so be given to the nature and purpose of the evidence, the
stage of the proceeding and respondent's right to a pronpt and

i nexpensi ve determ nation of this case. These considerations, on
bal ance, favor respondent, even though it is assuned that the
delay by petitioners will not prejudice respondent in the
presentation of its case on the nerits and that petitioners have
not acted in bad faith.

In particular, we note anbng other things that while
petitioners cannot prevail herein absent proof of their standing
to bring the petition to cancel, petitioners have not offered to
submit any proof that they are and will continue to be danmaged by
t he exi stence of respondent’'s registrations, that is, that they
have a real interest in this proceeding. Petitioners also have
not offered any explanation for their failure to submt any
evi dence to substantiate their claimthat, as of the comrencenent
of this proceeding over four years ago, respondent’'s marks were

generic, as alleged in the petition to cancel. Moreover, the

9 As pointed out in Punpkin Ltd. v. The Seed Corps, 43 USPQd 1582,
1586 (TTAB 1997), the Supreme Court in Pioneer |Investnment Services Co.
v. Brunsw ck Associates Limted Partnership, 507 U S. 380, 395 (1993)
hel d that the determ nation of whether a party's neglect is excusable
is "at bottom an equitable one, taking account of all relevant

ci rcunstances surrounding the party's om ssion. These include ... the
danger of prejudice to the [nonnovant], the length of the delay and
its potential inpact on judicial proceedings, the reason for the

del ay, including whether it was within the reasonable control of the
movant, and whet her the novant acted in good faith."
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evi dence petitioners now seek to introduce, as shown by the
attachnment filed with their request to reopen, sinply shows that
the term"tall ships" is generic for sailing vessels of the kind
known as tall ships.[9] The evidence relating to "Operation Sai
2000" plainly does not show that such termis generic for
respondent's services of "organi zing, arrangi ng and sponsoring
sailing races" and the "pronotion of goods and services of others
by planning and operating sailing races and rel ated events

t hrough which the goods and services of a variety of sponsors are
advertised.”

Petitioners, in short, have offered nothing to excuse
their failure to take any neani ngful action during their initial
testimony period, as extended by agreenent of the parties, and
appear unabl e to advance anything nore than what respondent, for
the purpose of its notion for sunmary judgnment, previously had
admtted, nanely, that the term"tall ships" is generic for tal
ships. Proof thereof, however, would not constitute proof that
such termis generic for respondent's organi zati onal and

pronotional services. At this relatively late juncture herein,

10 The excerpt, which includes a photograph captioned "SEABORNE: Tall
shi ps | eave the harbor of the northwestern Italy seaport of Genoa in
April, bound for Spain," refers to "an international armda of

maj estic tall ships, inmposing warships, thousands of pleasure boats,
glittering fireworks and mllions of spectators” and further states

t hat:

The celebration of Anerica's first birthday of the
21st century--QOperation Sail 2000 on July Fourth--is shaping
up as a star-spangled, only-in-New York tribute.

pSail 2000 marries the past and the present: the
| argest maritine fleet assenbled in peacetinme and tall ships
al ongsi de the nobst sophisticated nodern vessels in the world
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reopening the trial period (and the consequent resetting of al
briefing dates) would significantly delay the resolution of this
matter and woul d unavoi dably continue the cloud hangi ng over the
validity of respondent's registrations for its "TALL SH PS"
services, but would not provide any apparent prospects for the

i ntroduction of evidence sufficient to neet petitioners' burden
of proving genericness.

Thus, inasnmuch as petitioners have failed to nmake the
requi site showi ng of excusable neglect in that they have not
offered any valid reason for their delay in presenting their
case-in-chief, the request to reopen their initial testinony
period is denied and respondent's notion to dism ss is granted.
Fed. R Civ. P. 6(b) and Trademark Rule 2.132(a). The petition

for cancellation is accordingly dismssed with prejudice.

"I think this parade of tall ships is one of the great
boat shows of all tine," said Walter



