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Opi nion by Bottorff, Adm nistrative Trademark Judge:

On Decenber 3, 1997, applicant filed an intent-to-use
application, the first sentence of which reads, in rel evant
part, as follows: “Applicant requests registration of the

above identified trademark shown in the acconpanyi ng

! Applicant was represented by different counsel during
prosecution of the application. Applicant’s appeal brief and
reply brief were filed by the counsel identified above.

2 Adifferent Trademark Exam ning Attorney was responsible for
exam nation of the application; the appeal brief was filed by the
Trademark Exam ning Attorney identified above.
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drawing...” At the top right corner of the first page of
the application, in the manner of a header, the follow ng

appears:

MARK: TACTI LESENSE

I nternational C ass: 09
However, on the drawi ng page submitted with the original
application, the mark is depicted as TACI LESENSE, rat her
t han TACTI LESENSE. Applicant’s goods, as set forth in the
anended identification of goods, are “fingerprint imaging
systens, nanely fingerprint inage generator, inmage sensor,
and i nmage processor,” in International Cass 9.

On August 12, 1998, applicant filed a paper requesting
that the mark shown on the drawi ng page of the origina
application be anmended from TACI LESENSE t o TACTI LESENSE
Applicant also submtted a substitute drawi ng page upon
whi ch the mark depicted is TACTILESENSE. |n support of the
request ed anmendnent, applicant asserted that TACH LESENSE,
the mark set forth on the original drawi ng page, was an
i nadvertent m sspelling of TACTILESENSE and the result of a
t ypogr aphi cal error.

The Trademark Exami ning Attorney refused to accept

applicant’ s proposed anendnent of the mark, on the ground
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that the proposed anmendnent would constitute a materi al
alteration of the mark. Wen that refusal was nmade final
this appeal ensued. Applicant and the Tradenmark Exam ni ng
Attorney have filed main briefs, and applicant has filed a
reply brief. No oral hearing was requested.

Before we reach the particulars of this case, we
believe that a brief discussion of recent devel opnments in
the law pertaining to the amendnment of marks in
applications is in order. Under the Trademark Rul es of
Practice, an anendnent to the drawi ng of the mark nay be
allowed only if the amendnent does not materially alter the
mark. See former Trademark Rule 2.72(a)(“Amendnents nay
not be made to the description or drawing of the mark if

the character of the mark is materially altered”),® and

® Former Trademark Rule 2.72, inits entirety, reads as follows:
8§2.72 Anendnents to description or drawing of the mark.

(a) Anendnents may not be made to the description or
drawi ng of the mark if the character of the mark is
materially altered. The determ nation of whether a
proposed anendnent materially alters the character of the
mark will be made by conparing the proposed anmendnment with
the description or drawing of the mark as originally filed.

(b) I'n applications under section 1(a) of the Act,
amendnments to the description or drawing of the mark may be
permtted only if warranted by the specinens (or
facsimles) as originally filed, or supported by additional
speci nens (or facsimles) and a suppl enental affidavit or
decl aration in accordance with 82.20 alleging that the nmark
shown in the anended drawing was in use prior to the filing
date of the application.

(c) I'n applications under section 1(b) of the Act,
anendnments to the description or drawi ng of the mark, which
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current (as anmended effective October 30, 1999) Trademark
Rules 2.72(a)(2), 2.72(b)(2) and 2.72(c)(2)("...the
applicant may anmend the description or drawi ng of the mark
only if: ...[t]he proposed anendnent does not nmaterially

alter the mark”).*

are filed after subm ssion of an anendnent to all ege use
under 82.76 or a statenent of use under 82.88, may be
permtted only if warranted by the specinens (or
facsimles) filed, or supported by additional specinens (or
facsimles) and a supplenental affidavit or declaration in
accordance with 82.20 alleging that the mark shown in the
amended drawing is in use in commerce. In the case of a
statenment of use under 82.88, applicant nust verify that
the mark shown in the anended drawing was in use in
conmerce prior to the filing of the statement of use or
prior to the expiration of the time allowed to applicant
for filing a statenent of use.

(d) I'n applications under section 44 of the Act,
anendnents to the description or drawing of the nmark may be
permtted only if warranted by the description or draw ng
of the mark in the foreign registration certificate.

“ Current Trademark Rule 2.72, inits entirety, reads as foll ows:

82.72 Arendnents to description or drawing of the mark

(a) I'n an application based on use in comerce under
section 1(a) of the Act, the applicant may anend the
description or drawing of the mark only if:

(1) The specinens originally filed, or substitute
speci mens filed under 82.59(a), support the proposed
amendment ; and

(2) The proposed anendnent does not nmaterially alter
the mark. The Ofice will determ ne whether a proposed
amendnment materially alters a mark by conparing the
proposed anendnment with the description or drawi ng of the
mark filed with the original application.

(b) I'n an application based on a bona fide intention
to use a mark in commerce under section 1(b) of the Act,

t he applicant may anmend the description or drawi ng of the
mark only if:

(1) The specinmens filed with an anendnent to all ege
use or statement of use, or substitute specinens filed
under 82.59(b), support the proposed amendment; and
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However, in In re ECCS, Inc., 94 F. 3d 1578, 39 USPQd

2002 (Fed. Cir. 1996), a case involving former Trademark
Rule 2.72(a), the Court of Appeals for the Federal Circuit
reversed the Board’s affirmance of the Ofice’'s refusal to
allow an applicant to anmend the drawing of its mark from
EXAMODULE, the mark which appeared on the original draw ng,
to the mark which appeared on the specinens submtted with
the original application, i.e., EXA MODULE (on two lines).
The Court held that the material alteration standard of
former Trademark Rule 2.72(a) was inapplicable in that case
because the application as originally filed contained an
anbiguity as to what the nmark sought to be regi stered was.
The Court expl ai ned:

The second sentence of Rule 2.72(a) [which

reads: “The determ nation of whether a proposed
anmendnent nmaterially alters the character of

(2) The proposed anendnent does not materially alter
the mark. The O fice will determ ne whether a proposed
amendrment materially alters a mark by conparing the
proposed anendnment with the description or drawi ng of the
mark filed with the original application.

(c) I'n an application based on a claimof priority
under section 44(d) of the Act, or on a mark duly
registered in the country of origin of the foreign
appl i cant under section 44(e) of the Act, the applicant may
amend the description or drawing of the mark only if:

(1) The description or drawing of the mark in the
foreign registration certificate supports the anendnent;
and

(2) The proposed anmendnment does not materially alter
the mark. The O fice will determ ne whether a proposed
amendrment materially alters a mark by conparing the
proposed anendnment with the description or drawi ng of the
mark filed with the original application.
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the mark will be made by conparing the proposed
amendnent with the description or draw ng of
the mark as originally filed (enphasis by the
Court)] obviously assunmes that one knows what
“the mark as originally filed” was, which is
clearly not this case where the speci nens and
the drawing are in conflict, thus creating an
anbiguity with respect to the mark. The basic
guestion here is: Wiat is the mark applicant
originally sought to register? A related basic
question is: What mark has been acquired by
use? ...

.the PTO refused to accept [applicant’s
substitute drawi ng depicting the mark as EXA
MODULE], insisting that “[a]pplicant initially
sought registration for ‘ EXAMODULE.’” This
rai ses a fundanental question — is that true?
VWhen an initial application contains specinens
showi ng the actual use of a mark in commrerce,
thus giving rise to ownership, and a draw ng
whi ch does not correspond to the mark which the
appli cant owns, what is the mark sought to be
regi stered and how do we find the answer to

t hat question?

39 USP@d at 2003-04.
The Court went on to identify two distinct categories

of amendnents to drawings in trademark applications:

In the first category ...are anendnents to
conformthe drawing to the mark sought to be
regi stered as shown by the specinens “show ng
the mark as actually used ..~

In the second category of anendnents to

drawi ngs are those which attenpt to change the
mark described in the application as originally
filed where there has been no anbiguity as to
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what it is or inconsistency between the
specinmens and drawing as originally filed.”

39 USPQ2d at 2005 (enphasis in original). The Court held
that the issue of material alteration arises only in cases
i nvol ving the second category of amendnents to marks; an
anmendnment which falls within the first category may be
approved even if it effectively would result in a materi al
alteration. That is, when proposed anendnent of the
drawing is offered not for the purpose of changing the
mark, but nerely to renove an initial anbiguity as to what
the mark sought to be registered is, then the materi al
alteration analysis required by fornmer Trademark Rul e
2.72(a) is not applicable.

InIn re Dekra e.V., 44 USPQ2d 1693 (TTAB 1997), the
Board, applying the analysis set forth by the Court in
ECCS, reversed the Ofice’'s refusal to allow a Section
44(e) applicant to anend the drawing of its mark to conform
to the mark as it appeared on the foreign registration
certificate submtted with the original application. The
Board found that there was an internal inconsistency, in
the application papers as originally filed, between the
mar k appearing on the drawi ng page and the mark in which
applicant had ownership rights, i.e., the mark appearing on

the foreign registration certificate, and that the proposed
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anendnent accordingly fell within the first category of
anmendnments set out by the Court in ECCS. The Board found
itself constrained, under ECCS, to allow the amendnent,
regardl ess of whether it resulted in a naterial alteration.
44 USPQ2d at 1696.

In response to ECCS and Dekra, and as part of a
general rules change package which took effect on Cctober
30, 1999,° the Ofice amended the Tradenmark Rul es pertaining
to amendnents to drawi ngs of marks in applications. (The
texts of former Rule 2.72 and anended Rule 2.72 are set
forth supra at footnotes 3 and 4.) In its Notice of Final
Rul emaki ng, published at 64 Fed. Reg. 48900 (Sept. 8, 1999)
and in the Oficial Gazette at 1226 TMOG 103 (Sept. 28,
1999), the agency stated its reasons for the anendnents as

foll ows:

Material Alteration

®> According to the Notice of Final Rulenmaking, the rules change
package was enacted “to i nplenent the Trademark Law Treaty

I npl emrent ati on Act of 1998 (TLTIA), Pub. L. 105-330, 112 Stat.
3064 (15 U S.C. 1051), and to otherwise sinplify and clarify
procedures for registering trademarks, and for maintaining and
renewi ng trademark registrations. TLTIA inplenents the Trademark
Law Treaty (TLT). TLT is to make the procedural requirenments of
the different national trademark offices nore consistent.” 64
Fed. Reg. 48900 (1999). The Notice of Final Rul emaking also
provides that the “Effective Date” of the rules change is Cctober
30, 1999, and that “[t]he TLTI A anendnents to the Act, and these
rul e changes, shall apply to any application for registration of

a trademark pending on, or filed on or after, Cctober 30, 1999.”
I d.
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The Federal Circuit held in In re ECCS, 94
F.3d 1578, 39 USPQ2d 2001 (Fed. Gir. 1996) that
an applicant may amend an application based on
use to correct an “internal inconsistency” in
the original application. 1d. at 1581, 39
USPQ2d at 2004. An application is “internally
inconsistent” if the mark on the draw ng does
not agree with the mark on the specinens filed
with the application. I1d. As a result, the
O fice has been accepting all anmendnents to
drawi ngs i n use-based applications if there is
an inconsistency in the initial application.

However, the O fice does not believe that
it isin the public interest to accept
amendnents that materially alter the mark on
the original draw ng. Wen the Ofice receives
a new application, the mark on the drawing is
pronptly filed in the Trademark Search Library
and entered into the Ofice's electronic and
adm ni strative systens. Because the granting
of a filing date to an application potentially
establ i shes a date of constructive use of the
mar kK under section 7(c) of the Act, tinely and
accurate public notification of the filing of
applications is inportant. Accepting an
anmendnent that materially alters the mark on
the original drawing is unfair to third parties
who search O fice records between the
application filing date and the date of the
anmendnment, because they do not have accurate
i nformati on about earlier-filed applications.
Rel ying on the search of Ofice records, a
third party may i nnocently begin using a mark
that conflicts with the amended mark, but not
with the original mark. Also, an exam ning
attorney may approve a later-filed application
for registration of a mark that conflicts with
t he amended mark, but not with the original
mark. Therefore, the Ofice is anending 82.72
to prohibit amendnments that materially alter
the mark on the original draw ng.

64 Fed. Reg. at 48902. Also, as wll be discussed nore

fully infra,

t he amendnents to the Trademark Rul es i ncl uded
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an anendnent to Trademark Rul e 2.52(a), by which the
foll owi ng new provi sion was added: “A draw ng depicts the
mar k sought to be registered.”

Wth this background in mnd, we turn to the issues
presented by this case. The argunents of the Tradenark
Exam ning Attorney and of applicant may be briefly
summari zed as foll ows.

The Trademark Exam ning Attorney argues that
applicant’s proposed anendnent of its mark from TACI LESENSE
to TACTI LESENSE woul d be a material alteration of the mark
i nperm ssi bl e under Trademark Rule 2.72. She al so argues
that the “two-category” anendnent anal ysis of ECCS has been
super seded by the anended Tradenmark Rul es, which by their
terns are applicable to this case. Mreover, she contends,
even if the ECCS two-category analysis were still viable
and applicable in this case, applicant’s proposed anmendnent
woul d fall within the second category of anmendnents and
t hus woul d be governed by the material alteration standard.

For its part, applicant argues that its proposed
anmendnment is intended nerely to resolve the anbiguity in
its original application papers as to what its mark is,

t hat the anmendnment therefore falls within the first
category of anmendnents outlined by the Court in ECCS, and

that the material alteration standard accordingly is

10



Ser. No. 75/399, 617

i napplicable to this case. Applicant also argues that the
anended Trademark Rul es should not apply to this case
because their effective date, Cctober 30, 1999, is
subsequent to applicant’s filing of its request for
amendnment and the Trademark Exam ning Attorney’s refusa
thereof. Applicant further argues that even if the anended
rules apply to this case, the | anguage of those anmended

rul es does not obviate the ECCS two-cat egory anendnent

anal ysis mandated by the Federal Crcuit. Finally,
applicant argues that, in any event, its proposed anendment
is permssible because it would not constitute a materia
alteration of its mark.

Before we reach the material alteration issue
underlying the Trademark Exam ning Attorney’s refusal, we
nmust determ ne whether applicant is correct in arguing that
the material alteration analysis is irrelevant to this case
under the analysis set forth in ECCS and Dekra, or whether,
i nstead, the Trademark Exam ning Attorney is correct in
contendi ng that the ECCS/ Dekra anal ysis has been superseded
by the recent anendnents to the Trademark Rules. First,
however, we nust deci de whether those anended rules are to
be applied retroactively in this case.

We find that the Cctober 30, 1999 anendnents to the

Trademark Rul es are indeed applicable to this case. The

11
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Suprene Court has stated that “congressional enactnents and
adm ni strative rules will not be construed to have
retroactive effect unless their |anguage requires this
result.” Bowen v. CGeorgetown University Hospital, et al.,
488 U. S. 204, 208 (1988). See also Clairol Inc. v.
Conmpagni e D Editions et de Propagande du Journal La Vie
Claire-Cevic S. A, 24 USPQd 1224 (TTAB 1992). The Notice
of Final Rulemaking pertaining to the 1999 anendnents to
the Trademark Rul es, at 64 Fed. Reg. 48900, expressly
states that “these rule changes[] shall apply to any
application for registration pending on, or filed on or
after, October 30, 1999.”% |In view of this explicit
| anguage giving retroactive effect to the rule changes, and
because applicant’s application in fact was pendi ng on
Cctober 30, 1999, the amended rul es nust be deened to apply
to applicant’s application and to govern this proceeding.
Cf. Molins PLC v. Textron Inc., 48 F.3d 1172, 33 USPQd
1823, 1827 at n.8 (Fed. Cr. 1995).

We turn next to the issue of whether the *two-
category” analysis used by the Court in construing forner
Trademark Rul e 2.72 has been superseded by the recent

amendnents to the rules, or whether instead it has survived

® See supra, footnote 5.

12
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t hose anmendnents. |t appears fromthe Notice of Final

Rul emeki ng i npl enenti ng the anmended rules that the Ofice’'s
intention in anending the rules was to provide, by rule,
that the ECCS Court’s question “what is the mark sought to
be regi stered?” nust be resolved by | ooking to the mark
depicted on the original drawing. That is, in cases

i nvol ving an “inconsi stency” of the type involved in ECCS
or Dekra, the Ofice s intention in anending the rul es was
to require that, contrary to the outcone in ECCS and Dekra
and for reasons grounded in the public’'s interest in tinmely
and adequate notice of the marks on file at the Ofi ce,
such inconsistency is to be resolved by |ooking to the mark
depicted in the original drawing, rather than to any other
mark or marks which m ght be depicted el sewhere in the
original application papers. To that end, the Ofice

expressly stated that it “is anending 82.72 to prohibit

anendnents that materially alter the mark on the origina

drawing.” Notice of Final Rulenmaking, 64 Fed. Reg. at

48902 (enphasi s added).’

"Simlarly, the Notice of Final Rulemaking includes the
followng statenents: “.the Ofice does not believe that it is in
the public interest to accept anendnents that materially alter
the mark on the original drawing;” “[a]ccepting an anmendnent that
materially alters the mark on the original drawing is unfair to
third parties...” Notice of Final Rulemaking, 64 Fed. Reg. at
48902 (enphasi s added).

13
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It does not appear, however, that the actual
amendnents to Trademark Rule 2.72 suffice to effect the
Ofice's stated intention. Contrary to the Ofice’s
assertion in the Notice of Final Rul enmaking, anended
Trademark Rule 2.72 makes no reference to materi al
alteration of “the mark on the original drawing.” Anended
Trademark Rule 2.72 requires only that the proposed
anmendnent “not materially alter the nmark.” (Enphasis
added.) As applicant notes, the | anguage of anended
Trademark Rule 2.72 does not answer or obviate the
prelimnary question raised by the Court in construing
former Trademark Rule 2.72, i.e., what is “the mark” sought

to be registered?®

8 Applicant notes that the operative |anguage used in anended
Trademark Rule 2.72 is essentially identical to the operative

| anguage of former Trademark Rule 2.72. That is, the forner
rule’s prohibition of anendnents to the description or draw ng of
the mark “if the character of the mark is materially altered” is
essentially and substantively identical to the anmended rule’'s
requi rement that “the proposed anmendnment does not materially
alter the mark.” Likewise, the former rule’ s provision that the
material alteration determnation is to be made by conparing the
proposed anendnment “with the description or drawing of the mark
as originally filed” is essentially identical to the amended
rule’s provision that the material alteration determnation is to
be made by conparing the proposed anendnent “with the description
or drawing of the mark filed with the original application.”
Appl i cant argues that under both the former and anmended versions
of the rule, the “basic question” raised by the ECCS Court in
cases involving an anmbiguity in the original application papers,
i.e., “what is the mark applicant originally sought to
register?”, still remains to be resol ved.

14
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However, this anbiguity in anmended Trademark Rule 2.72
is resolved when the rule is read in conjunction with
anended Trademark Rule 2.52(a), which provides, inter alia:
“A drawi ng depicts the mark sought to be registered.” This
provi sion in anended Trademark Rule 2.52(a) is new, the
former Trademark Rul es included no such express definition
of “the mark sought to be registered.” Thus, anended
Trademark Rule 2.72 prohibits any amendnent which
materially alters “the mark,” and anended Trademark Rul e
2.52(a) clarifies that “the mark” sought to be registered
is the mark which appears on the drawing. W believe this
to be a reasonable interpretation of the anended rul es, one
whi ch gives effect to the Ofice’'s expressly stated
intention that the Court’s questions in ECCS, i.e., “what
is the mark sought to be registered and how do we find the
answer to that question?”’, be answered by | ooking to the
mar k depi cted on the original drawi ng, rather than any
ot her mark or marks which m ght be depicted el sewhere in
the original application papers.

We concl ude that the “two-category” anal ysis posited
by the Court inlIn re ECCS, Inc., supra, is no |onger
necessary or viable in view of the recent anmendnents to the
Trademark Rul es. Because the “nmark sought to be

regi stered” in an application is now defined, by rule, as

15
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the mark which is depicted on the drawing, there can be no
“internal inconsistency” or “anmbiguity” of the type found
by the Court in ECCS. Likewise, the “first category” of
anmendnents identified by the Court, i.e., anendnments which
seek nerely to resolve an internal anbiguity or

i nconsi stency as to what the mark is, and to which the
material alteration standard is not applicable, no |onger
exists.® Instead, under the new rules, any and all proposed
anendnments are subject to the material alteration standard,

and no anendnent is permssible if it nmaterially alters the

o Additionally, even if the ECCS “two-category” analysis were
deened to be applicable despite the anendnents to the Tradenark
Rul es, we would affirmthe Trademark Exam ning Attorney’s refusa
inthis case. W agree with her contention that ECCS and Dekra
are distinguishable, on their facts, fromthe present case
Applicant has subm tted neither specinens of use nor a foreign
registration certificate, and there thus is no basis for finding,
as in ECCS or Dekra, an internal inconsistency between the mark
depicted on applicant’s original drawi ng and the mark depicted on
such specinens or foreign registration certificate. See In re
Hacot - Col onbi er, 105 F. 3d 616, 41 USPQd 1523 (Fed. Cr. 1997);
Inre CIB, Inc., 52 USPQd 1471 (TTAB 1999); In re Finlay Fine
Jewel ry Corp., 41 USPQ2d 1152 (TTAB 1996). Moreover, ECCS and
Dekra each invol ved an inconsi stency between the nmark appearing
on the drawi ng and the mark i n which, as was apparent fromthe
original application filing, the applicant had actual ownership
rights which were pre-existent to, and i ndependent of, the filing
of the application. 1In each case, the applicant was allowed to
conformthe mark on its drawing to the mark in which it held
actual ownership rights. By contrast, nothing in the origina
application papers filed by applicant denonstrates that applicant
had, as of the filing date, any such pre-existing, independent
ownership rights in its proposed anended mark. Therefore, the
rati onal e underlying the all owance of the anendnments in ECCS and
Dekra, i.e., to conformthe mark on the drawing to the mark shown
in the application papers to be the mark which is actually owned
by the applicant, has no applicability in the present case.

16
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mar k sought to be registered, i.e., the mark depicted on
t he draw ng.

Havi ng determ ned that the ECCS/ Dekra “two-category”
anal ysi s has been superseded by the anmended Tradenark
Rul es, that those anended rul es govern this proceedi ng, and
that the material alteration standard accordingly is
applicable, it remains to be decided whether applicant’s
proposed anmendnent of its mark from TACI LESENSE t o
TACTI LESENSE woul d be a material alteration prohibited
under anended Trademark Rule 2.72(b)(2).

The test for determ ning whether an anendnent is a
material alteration was articulated in Visa International
Servi ce Association v. Life-Code Systens, Inc., 220 USPQ
740 (TTAB 1983): “The nodified mark nust contain what is
t he essence of the original mark, and the new form nust
create the inpression of being essentially the sane mark.”
220 USPQ at 743. “That is, the new and old fornms of the
mark nmust create essentially the sanme comrerci al
inmpression.” In re Nationw de Industries Inc., 6 USPQd
1882, 1885 (TTAB 1988).

W find that the proposed anendnment of applicant’s
mar k from TACI LESENSE to TACTI LESENSE woul d be a materia
alteration of the mark. As applied to the goods identified

in the application, i.e., “fingerprint inmaging systens,

17
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nanmely fingerprint inage generator, imge sensor, and inage
processor,” TACTI LESENSE and TACI LESENSE have distinctly
different conmmercial inpressions.

TACTI LESENSE i s a conposite of two actual words, each
of which has suggestive significance in relation to the
other and as applied to the goods. “Tactile” is defined as
“perceptible by touch” and “of or relating to the sense of

touch.” Wbster’s Ninth New Coll egiate Dictionary (1990)

at 1201. *“Sense” is defined, inter alia, as “the faculty
of perceiving by neans of sense organs” and “a specialized
ani mal function or mechanism (as sight, hearing, snell,
taste, or touch) basically involving a stimulus and a sense
organ.” 1d. at 1071. Together, the words “tactile” and
“sense” create a connotation suggesting the sense of touch,
a comercial inpression which is reinforced by the very
nature of applicant’s goods. By contrast, no such
connotation is created by the mark TACI LESENSE. *“Tacile”
is not a wrd at all, and its neani ngl essness i s not
alleviated by conmbining it with the word “sense.” Nor does
t he conposite TACI LESENSE have any recogni zabl e neani ng,
either initself or inrelation to the goods. Watever

connot ati on TACI LESENSE m ght have, it certainly does not

18
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have the sane distinctive connotation, as applied to the
goods, that TACTI LESENSE has. '°

We are not persuaded by applicant’s argunent that
TACI LESENSE and TACTI LESENSE woul d be simlar in terns of

sound if the “C’ in TACI LESENSE were pronounced as a hard

“c”, as in “cat.” W have not been able to identify any
word in which a “c”, when followed by an “i”, is pronounced
as a hard “c¢” or “k” sound, nor has applicant identified
any such words. Rather, in all such words, e.g., “facile,”

1] ” “ ”

“tacit” and “specinen,” the “c” is pronounced like an “s”,
not like a “k”.

It is settled, at least in the likelihood of confusion
context, that there is no “correct” pronunciation of a
trademark. See, e.g., Kabushiki Kaisha Hattori Tokeiten v.
Scuotto, 228 USPQ 461 (TTAB 1985). However, it does not
follow that any and all suggested pronunci ations of a
trademark nust be deened to be “correct” or viable, even
t hose which are inherently inplausible and inconsi stent

wi th comon phonetic usage and practice. For the reasons

stated above, we find it highly inplausible that anyone

1 The difference in neani ngs between TACI LESENSE and TACTI LESENSE
is not negligible, thus distinguishing this case fromlIn re
Finlay Fine Jewelry Corp., 41 USPQd 1152 (TTAB 1996) (“ NEW YORK
JEVELRY QUTLET” not a material alteration of “NY JEWELRY CQUTLET),
and fromlIn re Larios, S. A, 35 USPQd 1214 (TTAB 1995) (“VI NO DE
MALAGA LARI OS” and design not a material alteration of “GRAN VI NO
MALAGA LARIOS” with sim | ar design).

19



Ser. No. 75/399, 617

woul d pronounce TACI LESENSE with a hard “c” or “k” sound,
as suggested by applicant. Rather, the “c” in TACH LESENSE
woul d be pronounced as a soft “c” or “s” sound, unlike the

hard “c” or “k” sound of the “c” in TACTI LESENSE

TACI LESENSE and TACTI LESENSE are further phonetically

di stingui shed by the presence of the second “t” sound in
TACTI LESENSE and t he absence of that second “t” sound in
TACI LESENSE. W accordingly concl ude that TACI LESENSE and
TACTI LESENSE are dissimlar phonetically. The phonetic
dissimlarities between the two ternms, as well as their

obvi ously dissimlar nmeani ngs or connotations, preclude any
finding that the two terns create essentially the sane
conmer ci al i npression.

Nor are we persuaded by applicant’s other argunments on
the material alteration issue. First, the determ nation of
whet her the proposed anendnent woul d be a nmateri al
alteration is not governed by whether the Tradenmark
Exam ning Attorney’'s initial search of the Ofice's
dat abase for potentially conflicting nmarks was broad enough
to | ocate marks which would conflict with TACTI LESENSE as
wel | as TACI LESENSE. The necessity of a new search can be

a factor to consider, but it is not controlling. 1Inre

Vi enna Sausage Manufacturing Co., 16 USPQd 2044, 2047

20



Ser. No. 75/399, 617

(TTAB 1990); see also In re Tetrafluor Inc., 17 USPQd

1160, 1162 (TTAB 1990).

Second, it is not relevant that applicant’s mark has
not yet been published and that republication therefore is
unnecessary. The question is not whether the mark nust, in
fact, be republished. Rather, the issue is whether,
assum ng that the original mark had al ready been publi shed,
republication of the anmended mark woul d be necessary in
order to give fair notice to third parties. W find that
such republication in fact woul d be necessary in this case.

Third, our |legal determnation as to whether
applicant’s proposed anmendnent is a naterial alteration of
the mark is not affected by the apparent fact that the
proposed anendnent was erroneously entered into the
O fice’' s automat ed dat abase many nonths after the

1

application filing date,' or that, according to applicant,

1 After the proposed anendnent and substitute drawi ng page

were filed by applicant, the Ofice's review and amendnent clerk
entered the substitute drawing into the application file and the
proposed anended mark, TACTILESENSE, was entered into the
Ofice' s automated dat abase. Despite the prior Trademark
Exam ning Attorney’s rejection of applicant’s proposed anmendnent
and substitute drawing, it appears that the application record
and the Ofice s automated dat abase were never corrected to
reinstate the original drawi ng as the operative draw ng, as
required by TMEP section 807.14(a)(i). Thus, since Novenber 12,
1998, the Ofice’ s automated dat abase apparently has erroneously
and i nproperly displayed the mark sought to be registered as
TACTI LESENSE, rather than as TACH LESENSE

Be that as it may, however, for nearly an entire year after
t he Decenber 3, 1997 application filing date, applicant’s mark
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a commerci al search service has displayed the anended mark
rather than the original mark for an unknown peri od of
tinme.

Finally, we are not persuaded by applicant’s
“description of the mark” argunment. Applicant notes that
Trademark Rule 2.72, in both its former and its anended
fornms, provides that the determi nation as to whether a
proposed anendnent naterially alters the mark is to be nade
by conparing the proposed anendnent with “the description
or drawing of the mark” in the original application.
Applicant argues that the reference to TACTILESENSE in the
upper-right corner of the first page of applicant’s
original application constitutes a “description of the

mark” within the neaning of Trademark Rule 2.72, and that

was displayed in the Ofice s database as TAC LESENSE, the mark
appearing on applicant’s original drawing. During that year, the
dat abase provided no notice that anyone was seeking to register
the materially different mark TACTILESENSE. Applicant’s proposed
amended mark is not nade any |less of a material alteration by the
whol |y fortuitous fact that the O fice erroneously and inproperly
entered the proposed anended mark into the database al nbst a year
after the application filing date.

On a related note, applicant contends in its reply brief
that, by its proposed anendnent, “Applicant is nmerely trying to
correct an internal inconsistency which the Ofice failed to
discover inits initial review of the application.” (Reply
brief, p. 7.) However, the Ofice was under no obligation to
review applicant’s drawing to ensure that it accurately set forth
the mark applicant intended to register; that obligation was
applicant’s. The Ofice commtted no error when it initially
entered into its database the mark appearing on applicant’s
original drawing. The Ofice' s error was the inproper entry of
t he proposed anended mark into the database nearly a year |ater
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because applicant’s proposed anended mark is identical to
the mark depicted in that “description” of the mark, the
proposed anendnent is not a material alteration of the
mar k.

However, “description of the mark” is a termof art in
the Trademark Rul es, and we accord the termits usual
significance as it is used in Trademark Rule 2.72. That
is, a “description of the mark” is a discrete witten
statenment, included in the application and generally
printed on the registration certificate, which explains,
clarifies or states the nature of the mark when that nature
is not apparent fromthe drawing of the mark itself, or in
cases where a drawing is not required. See, e.g.,

Trademark Rule 2.37'2; Trademark Rule 2.52(a)(2)(ii)?*3;

12 “Description of mark. A description of the mark, which nust be
acceptabl e to the Exam ner of Trademarks, nay be included in the
application, and nust be included if required by the exam ner.

If the mark is displayed in color or a color conbination, the
colors should be described in the application.” (Prior to
Cctober 30, 1999, the effective date of the anended rules, this
rul e was nunbered as Rule 2.35.)

13 « For any drawi ng using broken lines to indicate placenent of
the mark, or matter not clainmed as part of the mark, the
applicant nust include in the body of the application a witten
description of the mark and expl ain the purpose of the broken
l[ines.”
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Trademark Rule 2.52(a)(vi)'* and Trademark Rul e
2.52(a)(3)*. See generally TMEP section 808. Wth respect
to the operation of Trademark Rule 2.72 in the context of
the “description of the mark,” see In re Orange

Comruni cations Inc., 41 USPQ2d 1036, 1037-38 at n.1 (TTAB
1996) .

In summary, we have carefully considered all of
applicant’s argunents in support of its contention that its
proposed anendnment woul d not be a material alteration of
the mark, but we are not persuaded. TACI LESENSE and
TACTI LESENSE do not create essentially the same conmerci al
i npression, and the proposed amendnent from TACI LESENSE t o

TACTI LESENSE accordingly would be a material alteration

4 “1f a drawi ng cannot adequately depict all significant features
of the mark, the applicant nust also submt a witten description
of the mark.”

15 “Sound, scent and non-visual marks. The applicant is not
required to submt a drawing if the applicant’s mark consists
only of a sound, a scent, or other conpletely non-visual matter.
For these types of marks, the applicant nmust submt a detail ed
witten description of the mark.”

24



Ser. No. 75/399, 617

prohi bi ted under anended Trademark Rule 2.72(b)(2).1®

Decision: The refusal to register is affirmed.

J. D. Sans
C M Bottorff
T. E. Holtzman

Adm ni strative Trademark Judges
Trademark Trial and Appeal Board

% The Trademark Exami ning Attorney al so has argued that
applicant’s proposed anendnent is inperm ssible under anended
Trademark Rule 2.72(b)(1). That subsection, she argues, provides
that an anendnent to a mark in an intent-to-use application nust
be supported by the specinens submtted with an anmendnent to

al | ege use or statenment of use. She contends that applicant’s
proposed anmendnment accordingly nust be refused because appli cant
has not yet filed an amendnent to allege use or a statenent of
use, and thus has not submtted any speci nens of use which
support the proposed amendnent, as required by Trademark Rul e
2.72(b)(1). W need not and do not reach that argunent in this
case, in view of our finding that applicant’s proposed anendnent
is amterial alteration which is inmpermssible under anended
Trademark Rule 2.72(b)(2).
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