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Opi ni on by Rogers, Administrative Trademark Judge:
Applicant has applied to register the design shown

bel ow as a trademark for "instant hand saniti zi ng

preparation with antibacterial properties,” in

I nternational Class 5.1

! Serial No. 75/376,066, filed Cctober 20, 1997, alleging a date
of first use and of first use in commerce of Cctober 6, 1997.
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The Exam ning Attorney refused registration of the two
dropl ets design?, under Sections 1, 2, and 45 of the
Trademark Act, 15 U . S.C. 88 1051, 1052, 1127, on the ground
that the design is nmere ornanentation or decoration for
applicant's product packagi ng and woul d not be perceived as
a mark indicating the source of the product.

Al though there is no description of applicant's mark
in the record, and although none of the specinens shows
precisely how the mark is affixed to the packaging for
applicant's goods, the Exanmi ning Attorney concl uded that
"it appears that the mark will cover the entire back
portion of the bottle" and "will then be seen by a consuner
through the liquid or product in the bottle."

The Exam ning Attorney posits that if the design "were
smal |, neat and discrete" it mght function as a mark, but
because of the design's "large size, where it is placed,
and the way and how [sic] it is used nmake the mark appear
as ornanental ."

During prosecution of the application, the Exam ning
Attorney offered applicant the option of pursuing

regi stration under Section 2(f) of the Trademark Act, 15

2 Applicant refers to the design as "nested droplets," while the
Exam ning Attorney refers to it as "nestling droplets.” The
nonencl ature i s uni nportant.
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US C 8§ 1052(f), and the alternative of attenpting to
establish that the design is a "secondary source
indicator." See Section 1202.04 of the Trademark Manual of
Exam ni ng Procedure [ TMEP], which offers these as the two
options for an applicant to overcone an Exam ni ng
Attorney's refusal to place on the Principal Register that
which is held principally ornanental, rather than source

i ndi cati ng.

When the refusal of registration was made final,
applicant appeal ed. Applicant and the Exani ning Attorney
have filed briefs, but an oral argunent was not requested.

I n support of the refusal, the Exam ning Attorney
i ntroduced into the record four photographs showing filled
contai ners for two househol d cl eaning products and two hair
shanpoos. These phot ographs, according to the Exam ning
Attorney, establish "that it is a commpbn practice in the
industry to place a design on a |label which is affixed to
t he back of product packagi ng so a consuner nay see the

design through the bottle."?3

® The applicant has criticized the poor quality of the

phot ographs. W nust agree, as we cannot actually see the
designs on the backs of the bottles that are captured in the
phot ographs. The Exam ning Attorney states that they are
"flowers and herbs, radiating sunlight or tiles.” (Exam ning
Attorney brief p. 6) Applicant does not contest this statenent
inits reply brief. Since the photographs were not, however,

i ntroduced to show anyt hing about the particul ar designs on the
pi ctured products, or simlar designs, we need not nake any
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Appl i cant has not contested the Exam ning Attorney's
assertion that the photographs all show exanpl es of trade
dress featuring rear |abel designs that are visible when
view ng the product container fromthe front. Applicant
does, however, challenge "the prem se that devices placed
on the back panel of transparent bottles are not inherently
distinctive." Further, applicant argues that for the
phot ographs to have any probative val ue, the Exam ning
Attorney woul d have to establish "that the various devices
shown in the photos had i ndeed been held not to be
i nherently distinctive."

The latter contention by applicant clearly
contenpl ates that the designs utilized on the photographed
products may thensel ves be source indicating and the
Exam ning Attorney cannot presune that they are not. In
this regard, we note that, subsequent to the briefing of
this case, the Suprene Court discussed trade dress in the
nature of product packaging in its Wal-Mart decision. The
di scussion directly relates to applicant's criticismof the
Exam ning Attorney's argunents in this case

The Court said:

The attribution of inherent distinctiveness to
certain categories of word marks and product

findings of fact about the nature or distinctiveness of the
desi gns t hensel ves.
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packaging derives from the fact that the very
purpose of attaching a particular word to a
pr oduct, or encasing it in a distinctive
packaging, is nost often to identify the source
of the product.

Wal -Mart Stores, Inc. v. Samara Brothers, Inc., 2000 U. S.
Lexis 2197 at *15, 120 S.Ct. 1339, 1344, 146 L.Ed.2d 182,
190, 54 USPQ@2d 1065, 1068 (2000).

The Court al so noted that, although "packagi ng can
serve subsidiary functions...for instance...a garish form of
packagi ng...may attract an otherw se indifferent consuner's
attention on a crowded store shelf,"” the "predom nant
function [of packaging] remains source identification.
Consuners are therefore predi sposed to regard those synbol s
as indication of the producer.."” 1d. The Court, however,
recogni zed that there will be cases "where it is not
reasonabl e to assune consumer predisposition to take...
packagi ng as indication of source". Id.

The Exam ning Attorney clearly believes that, in this
case, it is not reasonable to assune that consumers of
applicant's goods will be predi sposed to view the two
dropl ets design as a trademark. The thrust of the argunent
is that the design is large, and the placenent of the
design on the rear of the bottle, albeit in a manner where
it can be seen fromthe front, is a comon practice,

therefore it will serve only to attract the consuner's
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attention, as in the Suprene Court's allusion to "garish
packagi ng. "

The Exam ning Attorney relies on cases that the
applicant says are distinguishable. On this point, we
agree with the applicant.

The applicant correctly distinguishes the type of
trade dress involved in this case fromthe "T-shirt cases
[relied on by the Exam ning Attorney] which hold that the
smal | design which appears over the breast pocket of a T-
shirt is probably regarded as a trademark” while |arger
desi gns enbl azoned across the front are not. The T-shirt
ornanent ati on cases nake clear that the raison d étre for a
prom nent display of a design or slogan on a T-shirt, tote
bag, nmug or bunper of a vehicle or the like is not source
identification, but the display of the design or slogan
itself.* These cases are of little utility, however, in
assessing the comercial inpression of a design on the
packagi ng for a hand cl eaner.

While the T-shirt cases hold that, for certain types
of products, smaller, nore discrete uses of designs are

nore likely to be perceived as trademarks than are big and

“See, e.¢g., Inre Dinmtri's Inc., 9 USPQd 1666 (TTAB 1988), In
re Astro-Gods, Inc., 223 USPQ 621 (TTAB 1984), and In re Tilcon
Warren, Inc., 221 USPQ 86 (TTAB 1984).
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bol d designs, we do not, by distinguishing those cases from
the case at hand, hold that "bigger is better” in all cases
involving trade dress in the nature of product packagi ng or
el ements thereof. Each case nust be decided on its own
merits and the size of the design is but one factor to be
considered in assessing the distinctiveness of a design
used on product packagi ng.

The applicant also is correct in distinguishing the
F.C.F. case. In that case, there was evidence of record
showi ng use of floral designs is common for the invol ved

goods. Inre F.CF. Inc., 30 USPQd 1825, 1827-28 (TTAB

1994). In the case at hand, we have no evi dence what soever
regardi ng whet her drops or droplets are conmmonly used for
applicant's goods or any simlar goods.

In view of the Court's recognition of the
predi sposition of consuners to perceive product packagi ng
as source indicating, even if it is also a neans for
attracting attention, to determ ne whether applicant's
design is an exception we nust consider such issues as
pl acenent of the design, its clarity or perceptibility,
whether it is descriptive, suggestive or arbitrary when
considered in connection with the goods, and whether the
design is nerely a variation on a conmon thene, or

sonet hi ng uni que and different.
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In this case, the Exam ning Attorney clearly
considered the issue of the placenent of the design and
whet her pl acenent on the rear of a container, in a way that
the design can still be perceived fromthe front, is
common. The Exam ning Attorney did not, however, require
applicant to provide evidence showing the mark as it is
actually used on a container, so we have no evidence on how
clearly it would be seen by a consumer. Such a request
coul d have been made pursuant to Trademark Rule 2.61(b), 37
CF.R 82.61(b). See also, TMEP Sections 1103.04 and
1105.02. Simlarly, the Exam ning Attorney does not appear
to have attenpted to assess the distinctiveness of
applicant's design when used in connection with applicant's
goods.®

The tests for distinctiveness articulated in the

Abercronbi e and Seabr ook deci si ons were both avail abl e.

> Wile the Examining Attorney finds that the placenent of
applicant's design is comon, we discern no analysis of the
design itself. W do not consider the Exam ning Attorney's
suggestion to the applicant that it consider seeking registration
under Section 2(f) as an indication that distinctiveness of the
design itself was considered. Rather, the suggestion appears to
have been made solely to informthe applicant that resort to
Section 2(f), like reliance on "secondary source,” is an option
for an applicant whose design is refused registration as
ornamental matter. Nor do we consider the Exam ning Attorney's
observation (enphasis added) that "[w hen the applicant's mark is
viewed by itself, it could function as a nmark. ..it could even be
a uni que or unusual design in this particular field," as

i ndi cative of any analysis of distinctiveness. The observation
is entirely equivocal and suggests no serious consideration of
the distinctiveness of the design vis a vis the identified goods.
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See, respectively, Abercronbie & Fitch Co. v. Hunting

Wrld, Inc., 537 F.2d 4, 9, 189 USPQ 759, 764 (2d Cr.

1976), and Seabr ook Foods, Inc. v. Bar-Wl| Foods Ltd., 568

F.2d 1342, 1344, 196 USPQ 289, 291 (CCPA 1977). See al so,

In re Creative Beauty | nnovations, Inc., usPQ2d

(TTAB 2000) (Ser. No. 75/307,417), which found the tests
conpl enmentary, rather than nmutually exclusive, for
assessi ng distinctiveness of product packaging. |ndeed,
the Trademark Manual of Exam ning Procedure appears to
contenpl ate anal ysis of the distinctiveness of applicant's
desi gn under these tests. See, e.g., TMEP Section
1202.04(a) ("An arbitrary or fanciful word or design which
may be construed as indicating source or origin creates the
commercial inpression of a trademark."), and TMEP Secti on
1202. 04(b) ("In determ ni ng whether a proposed mark is

i nherently distinctive, factors to be considered include
the i ssue of whether the subject matter is unique or
unusual in a particular field.").

The Exami ning Attorney bears a burden of neking out a
prima facie case for refusal, of establishing why "it is
not reasonable to assunme consuner predisposition” to view
applicant's design as an indication of source. In this

case, the burden has not been net.
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Deci sion: The refusal of registration under Sections

1, 2 and 45 is reversed.

R F. Cissel

H R Wendel

G F. Rogers
Adm ni strati ve Tradenmar k

Judges, Trademark Tri al
and Appeal Board
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