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Opi nion by Hohein, Adm nistrative Trademark Judge:

Hoover Precision Products, Inc. has filed an

application to register the mark shown bel ow
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for "precision, sem -precision and specialty balls for use as
pen tips."!

Regi stration has been finally refused on the ground
that the mark sought to be registered, as shown on the

drawi ng, "is an unacceptable nmutilation of the applicant's
trademar k" as shown on the speci mens of use, and that
applicant nust therefore submt properly verified "substitute
speci nens show ng use of the mark as it appears on the

drawi ng." The specimens of record, which appear to be

portions of the cartons in which applicant's goods are

packaged, evidence the follow ng manner of use:

Appl i cant has appeal ed. Briefs have been filed® and

an oral hearing was held. W affirmthe refusal to register.

! Ser. No. 75/333,163, filed on July 30, 1997, which alleges dates of
first use of May 1, 1990. 1In the application as originally fil ed,
appl i cant clains, pursuant to Section 2(f) of the Trademark Act, 15
U S.C 81052(f), that "[t]he mark has becone distinctive of the goods
t hrough the applicant's substantially exclusive and continued use
[thereof] for at least the five years imedi ately before the date of
this statenment.”

2 Al though applicant, inits brief, alternatively maintains that its
mar k, as such appears on the drawing, is "capable of serving as a
trademark and, therefore, at a m ninmum should be registrable on the
Suppl enrental Regi ster,"” the Exam ning Attorney correctly points out
in her brief that "[s]ince the record does not contain an anendnent
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As a prelimnary matter, we observe that there
appears to be no disagreenment by either applicant or the
Exam ning Attorney with the | ong-standing principle that an
applicant may apply to register any elenent of a conposite
mar k di spl ayed on the speci nens of use if that el enent
presents a separate and distinct conmercial inpression as a
mark; that is, the element in and of itself functions as a
mar k since, as shown by the manner of its use on the
speci mens, it creates a separate inpression which is
i ndicative of the source of the applicant's goods or services
and di stingui shes such fromthose of others. See, e.g.,

I nstitut National des Appellations D Origine v. Vintners
| nternational Co. Inc., 958 F.2d 1574, 22 USPQ2d 1190, 1197

(Fed. Cir. 1992), citing In re Servel, Inc., 181 F.2d 192, 85

USPQ 257, 259-60 (CCPA 1950); In re Raychem Corp., 12 USPQd

to the Suppl enental Register, the issue is not properly raised during
this appeal." Mreover, and in any event, it is consideration of the
speci nens of record, rather than a matter of the particular register
on which registration is sought, which is determ native of whether

t he speci nens evi dence use of the mark which applicant seeks to

regi ster or whether applicant has "mutilated" its mark. Accordingly,
no further consideration will be given to applicant's alternative
contenti on.

In addition, inasmuch as Trademark Rule 2.142(d) provides in
rel evant part that, since the record in an application should be
conplete prior to the filing of an appeal, the Board will ordinarily
not consi der additional evidence submtted thereafter, we sustain the
Exam ning Attorney's objection in her brief to "the untinely
subm ssion of applicant's |etterhead evidence (Exh. A of applicant's
brief)," which evidence was submtted for the first time with
applicant's brief.
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1399, 1400 (TTAB 1989); Tekelec-Airtronic, 188 USPQ 694, 695
(TTAB 1975); and In re Berg Electronics, Inc., 163 USPQ 487,
487-88 (TTAB 1969).

Turning, therefore, to the nmerits of this appeal,
appl i cant argues anong ot her things that as a manufacturer of
bal | bearings for various uses, including "pen ball tips," it
"uses a | ogo which consist[s] of the words TSUBAKI and HOOVER
whi ch are positioned over the face of the ball bearing and
pol ygonal base" on which such a bearing rests. According to
applicant, "HOOVER is the first and main conmponent of
Applicant's nanme and TSUBAKI (with a 'T' having an el ongated
top leg) is a contraction of the name of its parent conpany
Tsubaki mot o Preci sion Products, Co., Ltd." Applicant argues
that as so used, the ball bearing design which it seeks to
regi ster creates a separate and distinct comerci al
impression. In particular, applicant asserts that such is the
case because:

Applicants' [sic] ball bearing design

is not a common basic shape. Wiile it does

represent a circular ball bearing, the

shadi ng thereof is distinctive. Simlarly,

the i nconpl ete pol ygonal base has a

di stinctive shape and i s uniquely shaded.

| ndeed, it is respectfully submtted that

the ball bearing background design is

either inherently distinctive and/or

distinctive as a result of secondary

meaning - nanely as a result of the
continuous use thereof since 1990.
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We concur with the Exam ning Attorney, however, that
the ball bearing design which applicant seeks to register "is
an unacceptable nutilation of the applicant's mark"” as shown
on the packing carton specinmens. Rather than being
"uncommon, " such design, including the shading, is obviously
hi ghly suggestive or illustrative of a ball bearing, whether
as displayed on a stand or base or as representative of a pen
ball tip. Applicant's design, as actually used on the
speci nens, plainly functions as a background or vehicle for
the display of the word marks "TSUBAKI" and "HOOVER," and none
of the advertising literature furnished by applicant
denonstrates that the design alone is pronoted as a mark. As
t he Exam ning Attorney accurately points out in her brief with
respect to the evidence offered by applicant:

The statenent of "substantially

excl usi ve and conti nuous use" does not

indicate that the ball bearing design was

used separately fromthe word [ HOOVER and

the word] TSUBAKI and curved |lines design

SO as to create its own distinct inpression

in the mnds of consunmers. As to the

subm tted advertisenents, they do not show

the ball bearing design alone in the manner

depicted in the drawi ng because they

i nclude the word HOOVER inserted into the

base el ement of the design.

We consequently find that there is nothing in the

record which substantiates applicant's position that the bal

bearing design it seeks to register, as it is actually used on
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t he speci nens, presents a separate and distinct comrerci al

i mpression which, in and of itself, functions as a mark

i ndicative of the source of applicant's goods. Absent,
therefore, properly verified substitute speci nens show ng use
of the mark as it appears on the draw ng, such mark is not
regi strabl e.

Deci sion: The refusal to register is affirmed.

G. D. Hohein

P. T. Hairston

B. A Chapman

Adm ni strative Trademark
Judges,

Trademark Trial and Appeal
Board



