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Opi ni on by Bucher, Adm nistrative Trademark Judge:

Applicant, Gary Null & Associates, Inc., a New York
corporation, has filed an application for registration of the mark
“HEAVENLY ALCE” for “nutritional supplenents, vitam ns, mnera
suppl enents; herbal extracts for use as nutritional supplenents,
and beverage m xtures, nanely nutritional drink mxes for use as
meal replacenents” in International Cass 5.1

The Trademark Exam ning Attorney issued a final refusal to
regi ster based upon Section 2(d) of the Trademark Act, 15 U. S.C
8§1052(d), on the ground that applicant's mark, “HEAVENLY ALCE,”

when used on its nutritional products, so resenbles the registered

! Serial Nunber 75/308,480 filed on June 13, 1997 alleging first use
on March 12, 1995.
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mar k, “ HEAVENLY STRAWBERRY BANANA, ” for “fruit juices, fruit juice
drinks, |enonades, aerated and non-aerated waters, and carbonated
sodas,” as to be likely to cause confusion, or to cause m st ake,
or to deceive.?

Appl i cant has appealed the final refusal to register. Briefs
have been filed, but applicant did not request an oral hearing.
We reverse the refusal to register

The Trademark Exami ning Attorney contends that these two
mar ks are structured identically and that the “HEAVENLY ..
formative is distinctive enough to find a |ikelihood of confusion
herei n when one exam nes the registry for goods that are cl osely
related to registrant’s goods. Furthernore, the Trademark
Exam ning Attorney points out that the record shows that a nunber
of conpani es market fruit drinks and nutritional supplenents under
t he same mark. She disputes the claimthere has been any
denonstration of sophistication anong purchasers for these
rel atively inexpensive goods, and concl udes that applicant’s
assertion of an absence of actual confusion in the nmarketplace is
to be accorded little weight in the context of this ex parte
pr oceedi ng.

Applicant, on the other hand, argues throughout that the

wor ds “HEAVEN' and “HEAVENLY” are quite weak for confectionery,

2 Regi stration No. 2,076,679 issued on July 8, 1997. The
registration sets forth dates of first use of August 17, 1994.
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herbal and food products. Although once conceding that the goods
were rel ated, applicant argues in its brief that the respective
goods are different. Applicant argues that inasmuch as they are
heal t h- consci ous consuners, purchasers of its products are
di scrimnating. Moreover, applicant contends that the two marks
are substantially dissimlar, and that there has been no actual
confusi on despite w despread use of applicant’s mark.

In the course of rendering this decision, we have foll owed

the guidance of Inre E.I. du Pont de Nemours & Co., 476 F.2d

1357, 1362, 177 USPQ 563, 567-68 (CCPA 1973). This case sets
forth factors which nust be considered, if relevant, in

determ ning |ikelihood of confusion.

The Goods:

The first du Pont factor we consider is the simlarity or
dissimlarity and nature of the goods as described in the instant
application and the cited registration. Registrant’s goods
include fruit juices and fruit juice drinks. Guven its mark, we
woul d be surprised if registrant’s goods did not include drinks
derived fromstrawberry banana juice concentrates, or at a
m ni mum have as ingredients thereof strawberry banana fl avoring.

Applicant’s goods include nutritional drink m xtures. The

speci nens of record tout the health benefits of ingesting al oe
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whi | e al so enphasi zing the cherry flavoring of this drink mx.:3
These goods clearly do not have identical properties, and they are
not conpeting products. Wile registrant’s products as descri bed
fit squarely into the category of mainstreamfruit drinks and
carbonat ed beverages, applicant is marketing a neal replacenent
product to heal th-consci ous consuners. Hence, we need to
determ ne the precise relationship of applicant’s neal replacenent
drink mxes to registrant’s fruit drinks.

Meal replacenent drink m xes, such as those sold by
applicant, enphasi ze the health-benefits of the product - for
exanpl e, that the product contains |arge portions of the
recommended daily intake of essential nutrients, vitam ns and
mnerals, that it is full of protein for weight reduction, that it
is high in carbohydrates and low in saturated fats, and that it
contains no chol esterol .

The record contains dozens of third-party registrations,
whi ch the Trademark Exam ning Attorney has made of record in order
to denonstrate the rel atedness of the goods of registrant and of
applicant. Wile the type of health-clains once confined to
containers for alternative products have now mgrated to the

| abel s of mainstream food and drink itens on every aisle of the

8 Al t hough the identification of goods to which we nust | ook in
maki ng our concl usi ons about the rel atedness of the goods has no
[imtations as to flavor (e.g., chocolate, vanilla or fruit flavors),
applicant’s goods are fruit-flavored. Nonetheless, this alone is hardly
sufficient to conclude that these drink m xes are related commercially to
registrant’s fruit drinks.
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supernmarket, it would be inappropriate to conclude that fruit
dri nks and neal replacenent drink m xes have nerged into a single
product category.

In looking at the third-party registrations proffered by the
Trademar k Exam ning Attorney, we do see cases where a single
regi strant uses the sane mark on neal replacenent drink mxes and
goods described as fruit drinks. However, in nost of these
regi strations, all indications are that the two products are
i ndeed very simlar in nature. The first listed product is a
drink m x where the health-conscious consuner can buy a mx in a
powder formor even as a bulk product. The second listed itemis
sinply a liquid version of essentially the sane dietary or
nutritional product being sold as a drink, or as a shake, within a
can or bottle — already constituted and ready to consune.

Perhaps the only third-party mark reflecting a nmai nstream
beverage mark having been extended into the field of neal

repl acement drinks is the well-known Gatorade synbol:

y

As will be seen in the discussion of the simlarities and
dissimlarities of the respective marks, infra, if one were

dealing herein with a mark having the strength of the Gatorade
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synmbol, the outcome would likely be different. That is, provided
that the respective goods were being sold under an identical,
strong mark (e.g., an arbitrary term a coined word or a totally
arbitrary design), we could under those circunstances find that
these two goods are indeed close enough to support a |ikelihood of

conf usi on.

Channel s of trade:

4 Reg. No. 1,852,801, for neal replacenent drinks as well as for
fruit drinks.

> W are faced with the question of how best to handl e the apparent
concession of applicant’s attorney on March 16, 1998 — very early in the
prosecution of this application — as to the simlarity of the goods
herein. In response to the very first refusal under Section 2(d),
applicant’s attorney stated: “M argunments are directed to the first
step only [difference in the marks], conceding the simlarity of the
goods.” Until filing the appeal brief, applicant’s attorney never argued
that the goods were different, but inits appeal brief of January 28,
1999, applicant argues the obvious — that the respective goods “are not
the sane.” It is still not clear to us whether this initial concession
represented a tactical ploy or a strategic void.

One could argue that applicant’s initial position on this issue
constitutes a waiver of the argunent eventually made in the brief as to
the difference in the goods. |If one were to hue to this arguable
position, then any distance we mght find between the goods should not be
a factor in reversing the Trademark Exam ning Attorney. Qherwise, if
applicant’s attorney had not taken this position throughout the
prosecution of this case, the Trademark Exam ning Attorney nmay have
adduced additional or even nore persuasive evidence show ng the
rel atedness of the goods. Mbdst inportantly, the outcome herein depends
upon a conbination of the dissimlarities in the marks conbined with the
differences in the nature of the goods.

While we may find oursel ves unhappy with applicant’s counsel for
havi ng taken this approach, we should stress that this Board strives to
reach the correct result under the Trademark Statute, based upon the
entire record — even in a case where we find ourselves critical of
applicant’s counsel’s ganbit in offering this concession prenmaturely and
t hen apparently withdrawing it.

Per haps we woul d have found a wai ver of the “different-goods”
argunent and reached a different result if the Trademark Exam ning
Attorney had not, despite this early concession, quite correctly availed
herself of the opportunity to adduce sone additional evidence on this
i mportant point during the course of prosecution.

6
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We turn next to the simlarity or dissimlarity of
established, likely-to-continue trade channels. The Trademark
Exam ni ng Attorney concludes that the goods of registrant and of
applicant would be sold in the same channels of trade. While both
itenms may be sold in the sanme supernmarket, there is no evidence to
conclude that they are sold in the sane sections or aisles of nobst
mar kets. Applicant’s product will likely also find shelf space in
al ternative channels of trade, such as specialty or health food
stores — a venue we have no reason to believe is critical to
registrant. Wiile this du Pont factor seens to support our
concl usi on above that the goods are sonmewhat different, there is
an insufficient anount of direct evidence in the file to score
this factor in favor of the position of applicant or of the

Trademar k Exam ni ng Attorney.

The Marks:

For this critical du Pont factor, we turn to the simlarity
or dissimlarity of the marks in their entireties as to
appear ance, sound, connotation and commercial inpression. Under
Section 2(d) of the Act, we nust conpare applicant’s “HEAVENLY
ALCE” mark to registrant’s “HEAVENLY STRAVWBERRY BANANA' nar K.

Qovi ously these two marks begin with the same word
“HEAVENLY.” This provides for sone degree of simlarity as to the
appearance and pronunci ation of the first three syllables of each

mar k. However, it can hardly be argued that the short, two-
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syl l able “ALOE” portion of applicant’s mark has much resenbl ance
as to overall sight and sound to the nuch | onger, six-syllable
“ STRAVWVBERRY BANANA”" portion of registrant’s mark.

Wth respect to the simlarity in the neaning of the marks,
it is the position of the Trademark Exam ning Attorney that both
trademar ks convey simlar commercial inpressions. This position
appears to be based on the fact that both marks contain the
i dentical term“HEAVENLY,” and that the additional words “ALCE” in
applicant's mark and “STRAVWBERRY BANANA" in registrant’s mark are
each di sclained as descriptive of the respective products.

We disagree with the Trademark Exam ni ng Attorney’s
conclusion on this critical question. As part of its evidentiary
record, applicant has submtted a very |arge nunber of third-party
regi strations of “HEAVEN' and “HEAVENLY” nmarks for food and
beverage itens. Wiile there is no evidence in the record of the
actual use of any of these third party nmarks, and hence no show ng
of public awareness of individual marks, we are nost confortable
usi ng these registrations as one mght use dictionary definitions
to show that a termhas a particular neaning within a specific

i ndustry. See The Conde Nast Publications, Inc. v. Mss Quality,

Inc., 507 F.2d 1404, 184 USPQ 422 (CCPA 1975). In this case, the

numerous registrations for “HEAVENLY ..o formative marks in the
area of food and beverage itens show that the word “HEAVENLY” is a

suggestive term not an arbitrary word, for these food and
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beverage itenms. Merchants and nanufacturers who apply narks

i ncorporating “HEAVEN' or “HEAVENLY” to edible goods seek to
capitalize on the suggestive connotation of the consuner eating or
drinking things that are “wonderful” or “delightful.” Hence, we
must approach with caution the argunent that the inclusion in the
two marks of the word “HEAVENLY” alone is a sufficient basis upon
which to find likelihood of confusion. That is, we find that
consuners are unlikely to ascribe a conmon source to all food and
beverage itens based solely on the fact that the goods are being
sol d under marks that include in common the word “HEAVENLY.”

As noted above, applicant’s mark and registrant’s mark both
begin with the word “HEAVENLY ..” followed by descriptive wording.
The Trademark Exam ning Attorney points out that in the registered
mark, the term “ STRAWBERRY BANANA" is disclained, as is the word
“ALCE” in the instant application. |If the goods were nore closely
related and the common prefix for these two narks were stronger,
we woul d agree with the Trademark Exam ning Attorney that the
other wording in applicant’s mark is | ess prom nent than the word
“HEAVENLY” — given the descriptive nature of the word ALCE

However, as used in these two narks, these respective terns
(i.e., "STRAWBERRY BANANA" and “ALOCE’) do not reflect anal ogous
types of descriptive matter. Registrant’s entire mark, “HEAVENLY
STRAVBERRY BANANA, ” conjures up inmages of a luscious, delightful

beverage having a popul ar conbination of two fruit flavors. By
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contrast, the descriptive, disclained portion of applicant’s
“HEAVENLY ALCE” mark does not focus on the flavor of the product.
Rat her, al oe vera concentrate is derived fromthe | eaves of a
plant and the resulting “aloe” is an ingredient of this product.
At first blush, many consuners woul d associate the term “al oe”
with a chem cal conpound found in topical solutions, not with a
beverage.® Hence, consuners in the market for this specialized
product are likely to view “HEAVENLY ALCE’ as connoting, at best,
a pal atable way to i ngest a conponent not known for its delightful
flavor. As such, in spite of the fact that it is descriptive of
an i ngredient of applicant’s product, the “ALOE” conponent of
applicant’s mark may well |end greater source-indicating
significance to this conposite mark (than is the case with
registrant’s suffix portions) precisely because of the seeni ng
incongruity of such a mark applied to a food or drink product.
Hence, in addition to the obvious dissimlarities as to
appear ance and pronunci ati on poi nted out above, we concl ude based

upon our analysis that the marks convey quite different neanings

6 The specinens of record reflect this tension between the

“delightful” connotation of the prefix of this mark for a “very cherry-
berry” product, and the bitter or undesirable connotations of ingesting
al oe:

The Heavenly Al oe Blend That Tastes Deli ci ous!
Gary Null’s Heavenly Aloe is the first aloe blend that actually tastes
delicious! This special whole | eaf aloe vera concentrate is nake using a
pat ent ed techni que of “whole | eaf processing” which renoves the
undesirable aloin and al oe enodin. The result is a blend that maxim zes
the availability of vitam ns, mnerals, am no acids, enzynes,
nmucopol ysacchari des and over 200 nutrients contained in the whol e | eaf
aloe. And it tastes so good, you'll look forward to drinking your aloe!

10
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and project different comrercial inpressions. Thus, we concl ude
t hat when the marks “HEAVENLY ALOE’ and “HEAVENLY STRAVBBERRY
BANANA" are conpared in their entireties, they are sufficiently
different that consunmers are unlikely to believe that they
represent a single source for the neal replacenent itens and

mai nst ream bever ages rendered under these respective marks.

Strength of “Heavenly.” marks on sinlar goods

Applicant and the Trademark Exam ning Attorney have spent a
great deal of time in exam ning closely the nunber and nature of
simlar marks that nay be in use on simlar goods as reflected in
the federal trademark register.

Applicant argues that “-HEAVEN-" and “-HEAVENLY-" formatives
are so weak as applied to food itens and beverages that it is the
bal ance of the respective marks which consunmers will rely upon to
di stinguish the source of these goods.

Contrariw se, the Trademark Exam ning Attorney argues that
the word “HEAVENLY” is “ ...not weak for the applicant’s and the
registrant’s closely rel ated goods ..

On the narrow question of just how weak or how strong are
“HEAVENLY ...* formatives for food and beverage itens, we find that
the trademark register suggests the truth is somewhere between
t hese two extrenme characterizations.

On the one hand, applicant would have us |unp together nore

than fifty, third-party marks for herbal renedies, food

11
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suppl ements, food itens and beverage itens because they al
contain linguistic links to “Heaven” or “Heavenly.” Applicant
casts its net so broadly that its |ist of federal registrations
i ncl udes a nunber of third-party marks conprising | oose English
transl ati ons of Chinese characters, or words borrowed froma
nati ve Hawaii an | anguage.

Furthernore, a majority of the English-language nmarks |isted
by applicant do not even contain the adjective, HEAVENLY, but, in
fact, nmerely contain within them sonmewhere the noun form “HEAVEN. ”
Many of these third-party nmarks project connotations vastly
different from‘food or beverage itens having wonderful or
enchanting flavors’ — rather they conprise suggestions of a
celestial abode for God and the angels (e.g., “SEVENTH HEAVEN, "
“TASTE OF HEAVEN,” “HEAVEN TEMPLE"). Yet others, |ike “HEAVEN
HELP ME,” represent our everyday idiom— again having very
di fferent connotations than those of a celestial abode or of
gastronom c delights. And the several “ALMOST HEAVEN' marks may
call to mnd for sone the |late John Denver singing wistfully of
our nei ghboring state of West Virginia.

In point of fact, many of the “-HEAVENLY-" formatives (like
t he trademarks we di scussed, supra, having “-HEAVEN-" prefixes or
suffixes) al so enphasize a comercial inpression directed to

popul ar vi sions (or perhaps even caricatures) of the hereafter

12
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(e.g., “HEAVENLY GARDENS,” “HEAVENLY DELI GHTS,” “HELL SAUCE, IT S
HEAVENLY and burning cal dron design,” etc.).

In any case, nmarks containing the word “HEAVENLY” certainly
do not meke up the strongest marks on the register — especially as
applied to food itens.” However, perhaps even anong bever ages,
“HEAVENLY .. formatives may not be as strong as argued by the
Trademar k Exam ning Attorney. For exanple, the record reveals
third-party registrations |ike “HEAVENLY” for coffee and “THE
HEAVENLY TEA” for tea. Hence, given the w despread usage of this
suggestive matter, the scope of protection for “HEAVENLY ..
formati ve mark, even as applied to beverages, is extrenely narrow.
On the other hand, it would also be wong to concl ude from our
deci sion reversing the Exam ning Attorney that “HEAVENLY ..
formati ves have absolutely no source-indicating abilities as
applied to foods and beverages. Rather, others marketing |iquid
dietary or nutritional supplenents and/or nai nstream beverages
shoul d be on notice as to the uncertainty and risk of adopting and
using an admttedly weak word HEAVENLY, especially if it connotes
the delightful flavor of these products. One mght still run
af oul of the distinct niches carved out by applicant, who has done
this for nmeal replacenent, nutritional drink mxes, or that carved

out by registrant, who has done this for fruit drinks.

! G ven the arguably dilute nature of this matter for a wide variety
of foods, simlar marks for salad dressing, ham canned peaches, baked
goods, etc., are not all that relevant to our decision herein, given the
nore significant differences in these goods.

13
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Fane of registered mark:

G ven the nature of an ex parte proceedi ng, we have no
i nformati on about the fame of registrant’s mark. On the other
hand, if this question were to be raised in the context of an
inter partes proceeding, where registrant could put forward
evi dence as to sales, advertising, length of use, etc.
denonstrating, for exanple, that “HEAVENLY STRAVWBERRY BANANA" i s
wel | - known and hence a strong mark, this tribunal may well reach
t he opposite conclusion as to |ikelihood of confusion. |If the
regi stered mark were shown to be fanous, for exanple, we m ght
wel | concl ude that consunmers would be so famliar with “HEAVENLY
STRAVBERRY BANANA” that they woul d assune that anot her
“HEAVENLY .. mark, including one |like “HEAVENLY ALCE,” is

associated with the sane source.

Condi ti ons under which sal es are nade:

We turn next to a discussion of the conditions under which
and buyers to whom sales are nmade, i.e. “inpul se” shopping versus
careful, sophisticated purchasing.

Despite the declaration of M. Gary Null, president of
applicant, we cannot assune that all of applicant’s purchasers *
are typically discrimnating health-consci ous consuners who

purchase such products after careful consideration of the product

and its attributes.” Rather, by conducting her own mathenati cal

15
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calculation fromM. Null’s declaration (e.g., $2 mllion in sales
represents 150,000 units), the Trademark Exam ning Attorney
concludes that a liter of this concentrate cost, at retail, around
thirteen dollars. Furthernore, if a single serving conprises two
t abl espoons of concentrate (before being m xed with water or

anot her drink), we calculate that a one-liter container of
concentrate should nmake about thirty-five servings, each costing
the consuner |less than forty cents to replace an entire neal.
Hence, we agree with the Trademark Exam ning Attorney that these
are relatively inexpensive goods. 1In reviewing the conditions
under which and buyers to whom sal es are made, we nust concl ude
that these nutrition supplenents are indeed sold to ordinary
consuners. In any event, presumably even heal t h-consci ous
consuners are likely to be confused if two highly simlar narks

were to be applied to the same or closely related products.

Absence of Actual Confusion:

We turn next to the length of tinme during and conditions
under which there has been contenporaneous use w thout evidence of
actual confusion. Qur conclusion herein that confusion is not
likely is not significantly bol stered by the absence of any
reported incidents of actual confusion during a period of three

years of contenporaneous use by the parties of their respective

16
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marks.® This is true because the absence of any instances of
actual confusion is a neaningful factor only where the record

i ndicates that, for a significant period of tine, an applicant's
sal es and advertising activities have been so appreciabl e and
continuous that, if confusion were |likely to happen, any actua

i nci dents thereof would be expected to have occurred and woul d
have cone to the attention of one or both of these trademark

owners. See Gllette Canada Inc. v. Ranir Corp., 23 USPQd 1768

1774 (TTAB 1992). In this case, a three-year period is a
relatively short interval. Just as significantly, we have not had
opportunity to hear fromthe registrant on this point. Therefore,
M. Null’s claimthat no instances of actual confusion have been
brought to his attention is not indicative of an absence of a

i kel i hood of confusion, and this factor favors neither the
position taken by applicant nor that of the Trademark Exam ning

At t or ney.

Concl usi on:

Taki ng our review of all the relevant du Pont factors into
consi deration, we agree with the Trademark Exam ning Attorney that
t hese products are directed to ordinary, not sophisticated,
consuners; that the absence of any actual confusion is of little

significance in our decision-nmaking; and that the registry does

8 From March 1995 until M. Null’s declaration of Septenber 1998.

17
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not support a conclusion that “HEAVENLY .” marks are totally
dilute in the field of food and beverages.

Yet, when one focuses on the real differences between the
respective goods, conbined with the dissimlarities in the marks,
we cannot agree with the Trademark Exam ni ng Attorney that
consuners are likely to believe that “HEAVENLY ALOE" fruit
flavored concentrates with nutritional properties designed to be
m xed with water emanate fromthe sanme source as the registrant’s

“HEAVENLY STRAVBERRY BANANA" fruit juice drinks.

Decision: The refusal to register is hereby reversed.

E. W Hanak

D. E. Bucher

L. K MLeod

Adm ni strative Trademark
Judges, Trademark Trial and
Appeal Board
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