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Bef ore Hanak, Quinn and Rogers, Adm nistrative Trademark
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pi ni on by Rogers, Adm nistrative Trademark Judge:

Appl i cant seeks registration of its "split shield"
design, set forth below, as a trade and service mark for a
printed publication in International C ass 16 and vari ous

services in International dasses 36, 37, 41 and 42.1

! Serial No. 75/089,869, claiming first use and first use in
commerce as of July 1968 for all the services and first use in
commerce as of February 1970 for the publication in class 16. W
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In her initial Ofice action, the Exam ning Attorney
refused registration of the design, under Sections 1, 2,
and 45 of the Trademark Act, on the ground that it fails to
function as a mark. 1In a subsequent O fice action, she
asserted that the speci nens of use do not show use of the
desi gn sought to be registered and required subm ssion of
substitute specinens. Set forth belowis a reproduction of
the mark portrayed by the specinmens. The portion of the
design that franmes the letter "K' is in red on the

speci nens; the portion framng the letter "A" is in black.

"

Both the refusal of registration and the requirenent
for filing of substitute speci nens were nmade final.

Applicant has appealed. Both the applicant and the

do not list the precise identifications because they are not
relevant to either the refusal of registration or our decision
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Exam ning Attorney filed briefs, but an oral hearing was
not requested.

Wth its reply brief, applicant subm tted copi es of
third-party registrations, in an attenpt to prove that
designs of shields and crests are not common el enents in
mar ks that have been registered for applicant’s goods and
services. It is well settled that the record in an
application should be conplete prior to the filing of an
appeal and that the Board generally will not consider
evidence filed by the applicant or Exami ning Attorney with
a brief. See Trademark Rule 2.142(d) and In re Jul eigh
Jeans Sportswear Inc., 24 USPQRd 1694 (TTAB 1992). The
third-party registrations not having been properly nmade of
record, we have not considered themin reaching our
decision. W note that there is no other evidence in the
record.

We first consider the requirenent for substitute
speci nens. The Exam ning Attorney asserts that "[t] he
drawi ng displays the mark as a two part white shield
design. This differs fromthe display of the mark on the
speci nens, where it appears as a two part red and bl ack
shield design with the lettering K and A" Applicant
argues that it is nmerely attenpting to regi ster one el enent

of the conposite mark illustrated by its speci nens and that
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It was able, with the sane specinens, to register the
following mark, wth a statenent that the drawing is |lined

for the colors red and bl ack.

)

We do not view the present case as an attenpt by
applicant to register a white split shield design based on
use of a red and black split shield design featuring the
letters "K' and "A'" Rather, this is a case where
applicant seeks to register the outline of its conposite
mark, on the theory that consumers view ng the conposite
woul d al so perceive the outline alone, just as consuners
woul d perceive the red and bl ack split shield design apart
fromthe conposite.?

To the extent that the Exam ning Attorney’s

requi renent for substitute specinens is based on her

2 As there is no evidence of record regardi ng consuner perception
of the conposite, any discussion of other inpressions nade by the
conposite is necessarily theoretical. Wile the Ofice has

regi stered the red and black split shield design, the nost that
the registration establishes is that the Exam ning Attorney
apparently concluded that this portion of the conposite creates a
di stinct commercial inpression
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conclusion that the applicant seeks to register a white
split shield design and the specinens do not illustrate use
of such a mark, the requirenent is inappropriate and the
refusal of registration based on failure to neet the
requirenment is reversed. To the extent that the
requi rement for substitute specinens is based on the
Exam ni ng Attorney’s conclusion that applicant’s use of the
conposite mark would not result in separate perception of
the outline by consuners and, therefore, to register the
outline applicant would have to file speci mens showi ng use
of the outline alone, the requirenment is bound up with the
substantive refusal of registration

This case is not unlike In re Wendy’s International,
Inc., 227 USPQ 884 (TTAB 1985). There, the Exam ning
Attorney refused registration of a "domed-top rectangle”
whi ch conpri sed the border of applicant’s signs for its
restaurants. In Wndy’'s, the Exam ning Attorney refused
regi stration on the ground that the mark in the drawi ng did
not agree with the mark in actual use, as illustrated by
the specinens. The Exam ning Attorney contended that the
speci nrens showed only a conposite nmark featuring words,
col or and other design features and that the border did not

present a separate commercial inpression.



Ser. No. 75/089, 869

In affirmng the refusal of registration, this Board
did not focus on the asserted divergence between the mark
in the drawi ng and the conposite nmark illustrated by the
speci nens. Rather, the focus was on whether "the
background display of [the] mark ... sought to be registered,
... may be registered without any showing of secondary
meaning if, by its nature, it is sufficiently distinctive
or unique so as to create a commercial impression separate
and apart from the remainder of the mark." Wendy’s, supr a,
at 885 (citation omitted).
Also helpful to our analysis is the case of Inre
Chem cal Dynam cs Inc.,5USPQ2d 1828 (Fed. Cir. 1988)
(medicine dropper and droplet refused separate registration
because specimens showed use only as part of composite mark
in which dropper intersected handle of watering can bearing
the words "7 DROPS"). In that case, the Examining Attorney
determined the medicine dropper and droplet could not be
registered based on use of the composite because that
element was inextricably bound up in the composite and any
attempt to separate out the dropper portion alone resulted
in an impermissible mutilation of the composite. After the
Board affirmed the refusal of registration, that applicant

appealed to our reviewing court.
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The court cited wth approval the test of Professor
McCarthy that "[a] background design which is always used
in connection with word marks nust create a comerci al
i mpressi on on buyers separate and apart fromthe word marks
for the design to be protectable as a separate mark."

Chem cal Dynam cs, supra at 1829 (citation to McCarthy’s
treatise omtted). The court went on to note that the sane
test applies when the applicant is seeking to register not
the entire background, but only an el enent thereof.® /d.
Finally, the court noted that the Board properly applied
the test and affirmed the nutilation refusal. /d. at 1830.

In the Wendy’s case, the Board recogni zed that the
guestion whet her a border or background design of a
conposite mark creates a separate commercial inpression "is
necessarily a subjective determ nation based on the visual
impact of the design...." Wendy’ s, supra at 886. Professor
McCarthy recognizes the subjective nature of the inquiry
and posits that the commercial impression created by a
background design "must be totally separate and apatrt....

The design must emerge out of the 'background' and 'hit the

buyer in the eye'...." 1 J.T. McCarthy Trademarks and Unfair

® The applicant in Chenmical Dynanmics had already registered the
entire background design, but without its words. The reported
decision involved an effort to obtain a separate registration for
one el enent of the background.



Ser. No. 75/089, 869

Conpetition§7.28(4 'Med.1999). See alsoInre Swift &

Co. , 106 USPQ 286, 289 (CCPA 1955) ("It is axiomatic, of
course, that a trademark must be distinctive... and, with
particular regard to symbols and devices, should be
displayed with such prominence as will enable easy
recognition.")

Applicant argues that its composite is "prominently
displayed on Applicant's business cards, literature,
vehicles, and equipment...." The argument is inapposite,
however, because it is not the prominence or extent of

display of the composite that is in issue.

The letters "K" and "A" and the red and black split
shield are elements of applicant's composite mark that are
readily recognizable. In contrast, we do not find the
outline of applicant's composite to be displayed in such a
manner that consumers will easily and readily recognize it.
Moreover, we have no evidence on which we could base a
finding that the outline is or would be separately
recognized by consumers. Cf. In re Chem cal Dynamcs,5
USPQ2d 1828, 1830 (Fed. Cir. 1988) (vice president's
conclusory statement that element of mark created a
distinct commercial impression held insufficient; absence
of facts from which customer recognition could be inferred

also held significant); Seabr ook Foods, Inc. v. Bar-Wll
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Foods Limted, 196 USPQ 289, 291 n.8 (CCPA 1977) (in

di stinguishing Swft case, court noted that Sw ft had used
"l ook for" advertising to pronote customer recognition);
and In re Anton/Bauer Inc., 7 USPQ2d 1380, 1383 (TTAB 1988)
(applicant offered no evidence to show pronotion of its
background designs "in a way that would set those designs
apart fromthe word mark for which they serve as
background.").

The cases on which applicant relies are not helpful in
regard to the question whether the outline creates a
separate comercial inpression. Applicant has discussed
cases in which designs were registered as inherently
distinctive and, therefore, no show ng of acquired
di stinctiveness was necessary.* Three of these decisions,
however, concern trade dress applied to packagi ng, not
background designs or elenents of conposite nmarks.

Wiile the case of In re WB. Roddenbery Co., Inc., 135
USPQ 215 (TTAB 1962), did invol ve background designs, the
case i s distinguishable because there the applicant sought
to register the entirety of each of four background

designs, including elenments of color, and omtted only the

* Though the Examnining Attorney suggested that the applicant
consider amending its application to proceed under a cl ai m of
acquired distinctiveness, applicant has proceeded on the theory
that its mark is inherently distinctive and a show ng of acquired
di stinctiveness is unnecessary.
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wor di ng from each conposite. The Roddenbery case involved
applications nore akin to applicant’s application to
register its red and black split shield design wthout the
letters "K' and "A"

Finally, the case of In re Omi Spectra, Inc., 143
USPQ 458 (TTAB 1964) also is distinguishable. Though that
deci sion characterizes the involved nark as a background
design, the design elenent was clearly separate fromthe
words with which it was used and, therefore, the only
gquestion the Board faced was whet her the design el ement was
di stinctive.

Since we do not find the outline of applicant’s
conposite mark to create a separate commercial inpression
we need not reach the question whether the split shield
design, absent use of lettering or colors, is inherently
distinctive or is registrable only on a showi ng of acquired
di stinctiveness. Moreover, were it necessary to address
t hat question, we woul d be handi capped by the failure of
bot h the Exam ning Attorney and the applicant to provide us
wi th evidence regarding the preval ence of shield designs
generally, or for the particul ar goods and services of

appl i cant.?

> The colloquy presented by the Examining Attorney’s brief and
applicant’s reply brief, regarding the nunber of registered marks

10
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Deci sion: The refusal of registration based on the
requi renent for substitute specinens is, to the extent
noted herein, reversed. The refusal of registration based
on the failure of the outline of applicant’s conposite

design to function as a separate mark is affirned.

E. W Hanak

T. J. Quinn

G F. Rogers

Adm ni strative Trademark
Judges, Trademark Tri al
and Appeal Board

falling wwthin a particular design code of the Ofice's autonated
search systemis, in this regard, uninformative.
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