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Before Simms, G ssel and Wendel, Adm nistrative Tradenark
Judges.

Opi ni on by Wendel, Admi nistrative Trademark Judge:

Indena S.p.A filed an application to register the
mar k PHYTOSOVE on the Principal Register for “conplexes of
veget abl e substances with phospholipids for use in the
manuf acture of cosnetics, pharmaceuticals and health

f oods. "t

! Serial No. 74/603,891, filed Novenber 28, 1994, setting forth
first use dates of July 1988.
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Regi stration was initially refused, and the refusal
made final, on the ground that the nmark was nerely
descriptive under Section 2(e)(1) of the Tradenmark Act.
Applicant subsequently anmended the application to one
seeking registration on the Suppl enental Register.

Regi stration has now been finally refused under Section 23
of the Trademark Act on the ground that the proposed mark
is generic and thus incapable of distinguishing applicant’s
goods fromthose of others.

Bot h applicant and the Exam ning Attorney filed briefs
in the case. The Board issued a decision in the case on
March 28, 2000. Applicant then filed a request for
reconsi deration, pointing out that an oral hearing had been
requested but the Board had issued its decision wthout
scheduling or holding a hearing. Upon reviewing the file,
the Board determ ned that an oral hearing had been tinely
requested. Accordingly, the Board granted the request for
reconsi deration, vacated its decision of March 28, 2000 and
schedul ed an oral hearing. This opinion is being issued
after an oral hearing was held in which both applicant and
the Exam ning Attorney parti ci pated.

Generic terns are by definition incapable of
i ndi cating source and thus can never attain tradenark

status. Inre Merrill, Lynch, Pierce, Fenner, and Smth
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Inc., 828 F.2d 1567, 4 USPQR2d 1141 (Fed. Cir. 1987). The
critical issue in determ ning genericness i s whether
menbers of the relevant public primarily use or understand
the term sought to be registered to refer to the genus or
category of services in question. See H Marvin G nn Corp
v. International Association of Fire Chiefs Inc., 782 F.2d
987, 228 USPQ 528 (Fed. Cir. 1986); In re Recorded Books,
Inc., 42 USPQRd 1275 (TTAB 1997). Evidence of the rel evant
public’s understanding of the termmy be obtained from any
conpet ent source, including dictionaries, trade journals,
newspapers, and other publications. See In re Northland

Al um num Products, Inc., 777 F.2d 1566, 227 USPQ 961 (Fed.
Cir. 1985).

Here the Exam ning Attorney naintains that PHYTOSOVE
is atermof art used by the relevant public, nanely, those
in the cosnetic and pharmaceutical manufacturing
industries, to describe a conbination of |iposones and
pl ant extracts and thus identifies goods of the class
covered by applicant’s identification of goods. The
Exam ning Attorney supports this position with excerpts
fromtwenty-sone articles obtained fromthe Nexis database,
printouts fromthree Wb sites and a dictionary definition
of the term “phytosone” fromthe Consuner’s Dictionary of

Cosmetic Ingredients (4'" Ed. 1994). As representative
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exanpl es of the uses of the termby others in the cosnetic
and pharnmaceutical fields, we note the foll ow ng:

Its eye color has licorice phytosone to provide
softening. And so it goes in the treatnent-protection
ingredient race... Drug & Cosnetic Industry (Cct.
1991);

... Duo Tanning Powder. All are fornulated with
natural proteins and active ingredients such as
hyal uroni ¢ acid and oligo elenents (for hydration);
phyt osone acid glycyhiza and potassium (to reduce
swel l'ing and puffiness); natural sun filters ..
Cosnetics International (Apr. 13, 1993);

...anti-acne effect of a fornulation containing
standardi zed extract fromKraneria triandra Ruiz
(0.5%, escrin-[Beta]-sitosterol phytosonme (1% and
lauric acid... Manufacturing Chem st (Dec. 1996);

... suppl enents thought to be cancer fighters: the

m neral selenium vitamns A and E, flaxseed oil,
organi ¢ gernmani um grape-seed phytosone, nuitake.....
Washi ngtonian (Cct. 1997).

The dictionary definition reads:
A new term cosnetol ogi sts are using for the
conbi nati on of |iposomes (see)? and pl ant extracts.
They claimthat the desirabl e substances then pass
nore easily through the skin. In the works are
phyt osonmes to carry catechin, quercitron, escin, and
gl ycyrrhetinic acid...
Applicant argues that it coined the term PHYTOSOMVE to
identify certain conpl exes obtained by comnbi ning vegeta
active principles and purified natural phospholipids which

it had devel oped; that these devel opnents have been

2 W take judicial notice of the corresponding definition for
“li posones” as “m croscopi ¢ sacs, or spheres, manufactured froma
variety of fatty substances, including phospholipids.”
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patented and the term PHYTOSOVE has been treated as a
trademark by applicant and registered in Italy; and that
t he usages which the Exam ning Attorney has produced only
show that the mark has been appropriated and m sused by
others in the cosnetic and pharnmaceutical industry.
Applicant naintains that this is a |less than substanti al
showi ng of generic use and that the Exam ning Attorney has
failed to nmeet the burden of proof necessary to show that
t he consum ng public considers the termgeneric. Applicant
relies upon four articles witten by enpl oyees of applicant
describing applicant’s work with respect to these conpl exes
as evidence that applicant was responsible for coining the
term PHYTOSOME for the products, which is used throughout
the articles in the manner of a trademark. Applicant
argues that it is not clear fromthe abbrevi ated Nexis
excerpts introduced by the Exam ning Attorney if the term
“phyt osome” was in sone other portion attributed to
applicant. Even if there has been no recognition that
applicant coined the term applicant argues that it should
not be penalized for the “uncontroll able actions” of others
in using the termto describe “the sane or simlar”
products. (Applicant’s Reply Brief, p.3).

Fromthe articles introduced by applicant, we have no

doubt that applicant coined the term PHYTOSOME for the
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conpl exes of vegetal principles and phosopholipids which it
has devel oped and patented, and which have useful cosnetic
and pharnmaceutical properties. Applicant’s fatal error
lies in using this coined termas the sole designation for
t hese new conplexes. As a result of this failure to
i ndicate a nanme per se for the products, the term has been
subsequent |y adopted by others in the relevant fields as
the generic nane for the conpl exes, as shown by the
Exam ning Attorney’'s evidence. See J. T. MCarthy, 2
McCarthy on Trademarks and Unfair Conpetition, 8§ 12:25
(1991) for a general discussion of nanes for new products
becom ng generic. Even though a termmy start out
nongeneric as applied to a product, if the termover a
period of tinme cones to identify the product itself, rather
than the source thereof, it becones generic and cannot be
excl usively appropriated by any one party. See In re
Randal | and Hustedt, 226 USPQ 1031 (TTAB 1985); In re Texas
Meat Brokerage, Inc., 199 USPQ 40 (TTAB 1978).

Here, simlar to the Randall and Hustedt case,
al t hough applicant dism sses subsequent third-party uses of
the termas “m sappropriation” of its coined nmark,
applicant has failed to introduce any evidence that it has
attenpted to police its alleged trademark rights. 1In fact,

at the oral hearing, applicant’s counsel admtted that
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applicant had not made any efforts to police its mark in
the United States. The evidence of the use by others in
the cosnetic and pharmaceutical fields of the term
“phytosone” in a generic sense to describe ingredients
consi sting of conplexes of plant extracts (vegetable
substances) and |i posones (phospholipids) is sufficient to
establish that the termhas conme to be perceived and has
been adopted as a generic reference to goods of this class
by the relevant public, which in this case consists of

t hose involved in the production of cosnetic and

phar maceuti cal products. See Continental Airlines, Inc. v.
United Air Lines Inc., 53 USPQ2d 1385 (TTAB 1999)[term “E-
ticket” has been adopted by many airlines as conmon
descriptive termfor electronic ticketing and reservation
servi ces].

Accordingly, we find that the term PHYTOSOME i s
primarily used and understood by the relevant public as a
generic nane for the class of goods w thin which
applicant’s conplexes fall and thus is incapable of
functioning as a mark indicating applicant as the source of

goods of this type.
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Deci sion: The refusal to register under Section 23 is

af firnmed.

R L. Sinmms
R. F. C ssel
H R Wendel

Adm ni strative Tradenmark Judges,
Trademark Trial and Appeal Board
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