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PATENT AND TRADEMARK COFFI CE

Trademark Trial and Appeal Board

In re The Really Useful Goup Limted

Serial No. 74/235,6972

Donal d Huff of Watson Cole Gindle Watson, P.L.L.C. for The
Real |y Useful G oup Limted.

Anps Matt hews, Trademark Examining Attorney, Law Ofice 108
(David Shal | ant, Managi ng Attorney).

Before Sinmms, Cissel and Rogers, Adm nistrative Trademark

Judges.
Opi ni on by Rogers, Adm nistrative Trademark Judge:

The Really Useful Goup Limted seeks registration of

the mark shown below for a variety of goods in four
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international classes.! The Examining Attorney has finally

! Serial No. 74/235,972, filed January 8, 1992, based on a claim
of a bona fide intention to use the mark in commerce.
Regi stration originally was sought for goods and services in
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refused registration on the ground that the specinens,
consi sting of |abels, photographs, brochures, and flyers,
do not show use of the nark as it appears in the draw ng.
The Examining Attorney’s position is that the mark in the
drawing is an inconplete representation, i.e., a
mutilation, of the mark illustrated by the specinens,

because the bl ank space in the draw ng, between the words

seven international classes. Follow ng publication of the mark
for opposition and issuance of a notice of allowance, applicant
filed its statenent of use on January 29, 1997, deleting two

cl asses of goods and services and alleging June 12, 1991 as the
date of first use anywhere and February 25, 1993 as the date of
first use in comrerce for the goods in the remaining five

cl asses. Subsequently, another class of services was del eted
prior to this appeal. The resulting identification foll ows:

nanme plates, ornanments, plaques, statues, statuettes,
figurines, key rings, key fobs, key blanks, key chains,
nmoney boxes; all the above goods being nade of non-
precious netals, in International C ass 6;

television sets, radios, video cassette recorders, Vvideo
disc players, phonographs, and audio receivers, pre-
recorded audio and video cassette tapes containing nusica
and dramatic works, blank audio and video tapes; nagnetic
and optical discs all for recording sound or video; and
accessories therefor; sunglasses, sunglass cases, in
I nternational Cass 9;

witing paper and envel opes; printed publications in the
form of theatrical programes, books, newspapers and
magazi nes; posters, unnounted photographs and phot ograph
al buns; greeting <cards and postcards, decal comani as,
ordinary playing cards, covers for cheque books, in
| nternati onal C ass 16; and

sweatshirts, T-shirts, shirts, shorts, trousers, socks,
bl ousons, caps, training shoes, and basketball shoes, in
International O ass 25.
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AMAZI NG and DREAMCOAT is, in the mark illustrated by the
specimens, filled with the term TECHNI COLOR. 2

In the final refusal of registration, the Exam ning
Attorney required applicant to submt substitute specinens
showi ng the mark as presented in the draw ng, noting that
applicant did not have the option of inserting the term
TECHNI COLOR in the drawi ng because that would result in a
material alteration of the mark. Applicant has appeal ed.
Bot h applicant and the Exam ning Attorney filed briefs and
presented argunents at an oral hearing. W affirmthe
refusal of registration.

Applicant has argued that it has the option of
anmending the mark in its draw ng, because inserting
TECHNI COLOR woul d not result in a material alteration of
the mark in the drawing. Applicant states, however, that
It does not wish to nake the anmendnent and, in fact, is
contractual ly bound not to seek registration of its mark
with TECHNI COLOR as a portion thereof. Accordingly, the

question of whether applicant may anend its drawing i s not

2 This termis the subject of various registrations owned by
Techni col or Vi deocassette BV and applicant, as a condition for
its licensed use of the mark, entered into an agreenent providing
that any use will specify that "Technicolor is the registered
trade mark of the Technicol or group of conpanies."”
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before us on appeal .® The sole issue before us is whether
the mark, as it appears in the drawing of record in the
application, is a nmutilation of the mark actually used, as
evi denced by the speci nmens of record.
Trademark Rule 2.51(a)(2) provides, in part, that
"once a statement of use... has been filed, the drawing of
the trademark shall be a substantially exact representation
of the mark as used on or in connection with the goods][.]"
The fact that two or more elements form a composite mark
does not necessarily mean that those elements cannot be
registered separately. On the other hand, it is well
established that an applicant may apply to register an
element of a composite mark only if that element, as shown
in the record, presents a separate and distinct commercial
impression which indicates the source of applicant's goods
or services and distinguishes applicant's goods or services

from those of others. See, e.g., In re Chemical Dynamics

Inc., 839 F.2d 1569, 5 USPQ2d 1828 (Fed. Cir. 1988) and In

re San Diego National League Baseball Club, Inc., 224 USPQ

1067, 1070 (TTAB 1983). See also, Trademark Manual of

® Inthis regard, we note our famliarity with In re ECCS, Inc.,
94 F.3d 1578, 39 USPQ@2d 2001 (Fed. Cir. 1996), In re Dekra e.V.,
44 USPQ2d 1693 (TTAB 1997), and the recently anended Trademark
Rule 2.72, 37 C.F.R. 82.72, but need not consider their

applicability to this case.
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Exam ni ng Procedure, Sections 807.14 and 807.14(b), and
authorities discussed therein.

A copy of one of the specinens subnmtted by applicant,
a phot ograph of a T-shirt bearing the mark, appears bel ow,
t he arcing bands of various shades of gray, which run
across the words in the mark, appear in color in the

origi nal phot ograph.

It is our viewthat the words in the stylized display
of applicant’s mark, as illustrated by the specinens, are
fully integrated, because of the common typeface, the
rai nbow of colors that wash over all the terns in the nmark,
and the jigsaw puzzle-like neans by which the words fit

together. As described by applicant, the words in the mark
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create the image of "cloth on a hanger." This inmage is
br oken when TECHNI COLCOR i s renoved, nuch as the pattern of
cloth is disturbed when torn.

We are not persuaded ot herw se by applicant’s
argunents. Applicant acknow edges that the application was
filed under the intent-to-use provision of the Trademark
Act and that there were no specinens when it was first
exam ned. Nonethel ess, applicant contends that its "mark
Is very well known to the Anerican public"; that "[s]urely,
the attorneys exam ning the application were very famliar
with the stage play by this nane"; that "[o]ne certainly
di d not need specinens of use at hand to know that the word
" TECHNI COLOR' was not present in the drawing"; and that the
only explanation for the Exam ning Attorney’s failure to
raise the nmutilation issue during initial exam nation is
"[t]he word " TECHNICOLOR is not a critical elenent of
applicant’s mark.". Applicant also contends that the nmark
in the drawing is distinctive and coherent.

W have no evidence regarding the famliarity of
consuners with applicant’s play. In any event, whether
i ndividuals famliar with the play, when view ng the nmark
in the drawing, would think of applicant’s play is not the
I ssue before us. Rather, the issue is whether the mark in

the drawing is separable fromthe conposite mark on the
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speci mens and whether the mark on the drawi ng creates a
separate and distinct commercial inpression. Applicant’s
contention that viewers would perceive the mark in the
drawi ng i s unsupported by any appreciabl e evi dence.
Conpare Chem cal Dynam cs, supra, 839 F. 2d at 1571, 5
UsSPQ2d at 1830, where only evidence regardi ng separate
perception of an el enent of a conposite mark was

decl aration by appellant’s vice president.

Here, we have only a handful of references to "Joseph
and the Amazi ng Dreantoat” retrieved fromthe Wst
Publ i shing Co. "All NewsPl us" dat abase of newspaper and
periodical articles.* Specifically, there are four
references. One appears in a newspaper headline. W give
this little weight, as headlines often enploy chopped
phrases or shorthand references. The renuaining three
references include one brief nention in a newspaper’s
listing of events; another brief nention in a casting cal

for a local production of the play, which was included in a

“ Mpplicant’s initial search of the database apparently retrieved
eight references. Only five were made of record before the
appeal, and one is froma foreign publication which, therefore,
has no bearing on how individuals in the United States wil|l
perceive applicant’s mark. Applicant attached ot her references
froma second search to its reply brief on appeal, but we have
not considered these. The record on appeal is to be conpleted
prior to filing of the notice of appeal. At the oral hearing,
the exam ning attorney did not address the reply brief

subm ssions or otherw se treat them as properly of record.

Li kewi se, we do not treat them as properly nmade of record.
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columm featuring nunerous itens of |ocal interest; and the
| ast appears in a short piece profiling a teenager, wherein
there is a passing reference to the teen’s participation in
a local production of the play. W find these references
unper suasi ve.

Applicant also argues that it has not clainmed color as
a part of its mark, and thereby contests the Exam ning
Attorney’s contention that applicant’s use of the word
TECHNI COLOR and its overlay on its mark of a rai nbow of
colors tend to reinforce each other and denonstrate the
significance of the word in the overall mark. Qur reliance
on applicant’s use of color as establishing that its mark
Is a unitary conposite is based not on the Exam ning
Attorney’s reinforcenent argunent but, rather, on the fact
that the rainbow display of colors flows over all the words
in the mark, so that when one word is renoved, the rai nbow
effect is broken and the nutilation is that nuch nore
apparent.

Finally, we note that the Court of Appeals for the
Federal Circuit has held that a mark with a "phant onf

el enent is unregistrable. See In re International Flavors

& Fragrances Inc., 183 F.3d 1361, 51 USPQ2d 1513 (Fed. Cir.

1999). In that case, the Court noted that under Trademark

Act Section 22, 15 U.S.C. 81072, registration serves as
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constructive notice to the public of the registrant’s
ownership of the mark and thus precludes another user from
cl ai m ng i nnocent m sappropriation as a tradenark
i nfringement defense. To nmake constructive notice
meani ngful, the mark as regi stered nust accurately reflect
the mark that is used in commerce. The court stated that
"phantont marks with m ssing el enents enconpass too many
potential conbinati ons and pernutations to make a thorough
and effective search possible and, therefore, the
regi stration of these nmarks does not provi de adequate
notice to conpetitors and the public. [/d. at 1367-68, 51
USPQ2d at 1517-18. The mark applicant proposes to register
may be viewed as one which contains a "phantont el enent
because the mark as used contains an el enent that woul d not
be reveal ed in any search of the register. Thus,
registration of applicant’s proposed mark may run counter
to International Flavors.®

Deci sion: The refusal of registration on the ground
that the speci mens do not evidence use of the mark in the

application is affirmed.

R L. Sinms

> W do not, by this observation, suggest that any case wherein
an applicant seeks registration of only an elenment of a conposite
mark will run afoul of the Court’s decision in [nternational

Fl avors



Ser. No. 74/235,972

R F. G ssel

G F. Rogers
Adm ni strati ve Trademar k

Judges, Trademark Tri al
and Appeal Board
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