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Opinion by Valters, Admi nistrative Trademark Judge:
This case concerns an application on the Princi pal
Regi ster for the mark shown bel ow for “casino gam ng tables

"1 The application includes a

and casi no card ganes.
di scl ai mer of PROGRESSI VE BLACK JACK apart fromthe mark as

a whol e.

'Serial No. 75/359,707, in International Class 28, filed September 19,
1997, based on use of the mark in commerce, alleging first use and
first use in comerce as of February 28, 1997. The owner of record of
this application is Progressive Ganes, Inc.
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The Exam ning Attorney has issued a final refusal
under Sections 1, 2 and 45 of the Trademark Act on the
ground that the subject matter does not function as a
trademark to identify and distinguish the goods of
applicant fromthose of others and does not indicate the
source of such goods. Additionally, the Exam ning Attorney
has issued a final requirenment for the subm ssion of
substitute speci nens showi ng tradenmark use of the subject
matter in connection with the goods identified in the
appl i cation.

Appl i cant has appeal ed. Both applicant and the
Exam ning Attorney have filed briefs, but an oral hearing
was not requested.

Speci nmens
A copy of the photograph submtted as a specinen in

this application is shown bel ow
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Applicant contends that its speci nens are adequate
because the photograph submtted shows a sign that is
affixed to applicant’s gam ng tables and, further, that
this sign constitutes a display associated with its casino
card ganmes. Applicant states that the speci nen shows “an
el ectronic sign [that] is the equival ent point-of-sale
materi al designed to catch the attention of potentia
consuners ...and i nduce consuners to play Applicant’s casino
card ganmes at Applicant’s casino gam ng tables.” Applicant
states, further, that:

Applicant displays its casino gam ng tables at

trade shows where Applicant seeks to lease its

casino gamng tables and license its casino card

ganmes to casinos. The electric sign is designed

to catch the attention of potential casino

| essees, and induce these casinos to | ease

Applicant’s casino table ganes and casi no card
ganes.
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The Exam ning Attorney’s argunent regarding the
unacceptability of the specinens is unclear. In his brief,
the Exam ning Attorney argues that the specinens are
unaccept abl e because the speci nens do not denonstrate use
of the subject matter as a trademark, i.e., the subject
matter is allegedly “buried” in other matter in the sign.
Whet her or not the subject matter functions as a trademark
is addressed bel ow. Although reference is nmade to the use
of the mark on the specinens in determ ning whether the
subject matter functions as a tradenmark, it is not an issue
pertaining to the acceptability of the specinens.

In his final office action, the Exam ning Attorney
argues that the specinens are not acceptabl e point-of-sale
di spl ays because applicant is not actually selling the
|isted goods. Rather, he argues, applicant appears to
of fer casino services. The record contains no basis for
this conclusion. Fromthe record, it is perfectly clear
that applicant does, in fact, offer the identified goods
for sale and that the sign displayed in the specinmens does

function as a point-of-purchase display at trade shows.?

2 Wth regard to the identified goods, there is no evidence in the
record indicating whether the patrons of casinos would be considered
rel evant purchasers of the identified goods, or whether they would be
viewing the mark in connection with possible casino gam ng services.
However, it is not necessary to decide this point as applicant has
stated that the signs function as point-of-purchase displays at trade
shows.
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Whet her or not applicant nay al so offer services in
connection with these goods is not rel evant herein.

Thus, we find the Exam ning Attorney’ s requirenent for
substitute specinmens to be unwarranted.

Use as a Tradenark

We turn, next, to the refusal on the ground that the
subject matter does not function as a mark to identify and
di stingui sh applicant’s goods fromthose of others and does
not indicate the source of such goods. The Exam ning
Attorney contends that the subject matter “is sinply buried
in the mddle of a design and word-filled electronic sign”
and, thus, “it is highly unlikely that consumers woul d
extract the particular subject matter of this application
fromthe rest of the sign and attribute trademark
significance to [it].”

Appl i cant contends that the use of the “tnf in
connection with the subject nmatter denonstrates applicant’s
intent that the subject matter function as a trademark; and
that there is no requirenment that the subject matter be
prom nently displayed on the specinen for it to function as

3

a mark. Applicant contends, further, that:

3 Applicant argues that it has subnmitted simlar specimens in
applications for simlar marks w thout encountering this refusal. The
Exam ni ng Attorney objects to evidence in this regard submtted with
applicant’s supplenental brief on the ground that it is untinely. Wth
regard to the evidence, it is untinely and we have not considered it.
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since there are two uses of the phrase

“progressive bl ackjack” appearing on the sign, it

woul d be silly to include two such uses of that

phrase, unless one of the uses of that phrase was

part of a separate distinctive el ement appearing

in the sign [and, that] persons view ng the sign

woul d accord a special significance to one of the

occurrences of the phrase “progressive

bl ackj ack,” especially, where, as here, such a

phrase is intertwned in a special, separately

identifiable design el enent.

The term “trademark,” as defined in the rel evant part
of Section 45 of the Trademark Act, neans “any word, nane,
synbol, or device, or any conbination thereof used by a
person to identify and distinguish his or her goods,

i ncluding a uni que product, fromthose manufactured or sold
by others and to indicate the source of the goods, even if
t hat source is unknown.”

Acritical elenent in determ ning whether a termis a
trademark is the inpression the term nakes on the rel evant
public. In re Volvo Cars of North Anerica, Inc., 46 USPQd
1455, 1459 (TTAB 1998). 1In the case before us, the inquiry
i s whether the design sought to be registered is likely to
be perceived as a source indicator. |In this regard, we

agree with applicant. The subject matter is a design that

is distinct fromthe other information and design on the

However, even if it had been considered as part of the record, it would
be of little or no persuasive value as each case nust be decided on its
own facts. Further, the Board will not be bound by decisions made by
Exam ni ng Attorneys.
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sign; it is centered at the bottomof the sign; it is
acconpanied by the “tnf; and it repeats the words
“Progressive Bl ackj ack” appearing el sewhere on the sign.
These factors taken together | ead us to conclude that the
subject matter is used as a trademark on the specinmen of
record. The Exam ning Attorney’s refusal is reversed.

Deci sion: W reverse both the refusal under Sections
1, 2 and 45 of the Trademark Act, and the refusal based on
the Exam ning Attorney’s requirenent for substitute

speci mens.

E. W Hanak

P. T. Hairston

C. EE Wilters
Adm ni strative Trademark Judges,
Trademark Trial and Appeal Board



