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TH'S DI SPOCSI TION IS NOT
Cl TABLE AS PRECEDENT OF THE TTAB AUG. 17, 99

U S. DEPARTMENT OF COMVERCE
PATENT AND TRADEMARK COFFI CE

Trademark Trial and Appeal Board

Serial No. 75/112, 344

Raynmond N. Baker and Andrew J. Al dag of Shanley & Baker for
Mort gage Bankers Associ ati on of Anerica.

Jodi D. Lauterbach, Trademark Exam ning Attorney, Law Ofice 107
(Thomas Lanone, Managi ng Attorney).

Bef ore Seeher man, Hanak and Hohein, Adm nistrative Tradenark
Judges.

Qpi ni on by Hohein, Adm nistrative Trademark Judge:

Mort gage Bankers Association of Anerica has filed an
application to register the mark "MBA REAL ESTATE FI NANCE PRESS'

and design, as reproduced bel ow,
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for "printed matter, nanely, educational brochures and reference
manual s relating to guidelines and steps for applying for,
obt ai ni ng and nmi ntai ni ng nortgages for prospective hone
buyers".®
Regi stration has been finally refused under Section
6(a) of the Trademark Act, 15 U.S.C. 81056(a), on the basis of
applicant's refusal to comply with a requirement for a disclaimer
of the words "REAL ESTATE FINANCE PRESS," which the Examining
Attorney maintains are merely descriptive of applicant's goods
within the meaning of Section 2(e)(1) of the Trademark Act, 15
U.S.C. §1052(e)(1). 2
Applicant has appealed. Briefs have been filed and an
oral hearing was held. We affirm the disclaimer requirement.
Applicant, while notably ignoring the fact that the
Examining Attorney, among other things, has made of record
numerous third-party registrations which show that the word
"PRESS" is invariably disclaimed when used as a component of

marks for various types of publications, * argues that the

''Ser. No. 75/112,344, filed on May 31, 1996, which alleges dates of
first use of 1993.

? Although the Examining Attorney al so made final a requirenent that
applicant indicate the subject matter of its printed publications,
such requirenment has been withdrawn in view of applicant’s subsequent
anendnent of the identification of its goods to read as set forth
above.

3

In her final refusal, the Exami ning Attorney indicated that:

The O fice has been consistent with respect to the
requirement of the disclaimer of PRESS in relation to
International Cass 16 printed matter. The register is
replete with such disclainers. There are three-hundred and
ten registrations with the disclainer of PRESS for
International O ass 16 goods. The Exam ni ng Attorney
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Exam ning Attorney has failed to consider its mark in its
entirety. Specifically, applicant asserts that "[t]he Exam ning
Attorney has dissected the mark by separating the MBA | ogo from
the wordi ng portions ' REAL ESTATE FI NANCE' and ' PRESS in order
to separately anal yze each wordi ng portion and nmake a concl usi on
that each wording portion is descriptive."” Applicant insists,
however, that "the ' REAL ESTATE FI NANCE PRESS portion of the
mark is a unitary mark"™ and that, consequently, "no disclaimer of
a dissected part, whether descriptive or otherw se, should be
required.” Furthernore, applicant urges that the phrase "REAL
ESTATE FI NANCE PRESS," as used in its mark, "forms a unique
comerci al inpression regardl ess of whether ' REAL ESTATE , ' REAL
ESTATE FI NANCE or ' PRESS taken individually could be construed
as 'nmerely descriptive ."

The Exam ning Attorney, on the other hand, correctly
observes that "ternms which describe the subject matter of
publications are nmerely descriptive under Section 2(e)(1)." See,
e.g., Inre Gacious Lady Service, Inc., 175 USPQ 380, 382 (TTAB
1972) ["CREDI T CARD MARKETI NG' nerely descriptive of periodic
panphl et devoted to subjects of interest to those engaged in
credit card nerchandising field]; In re N ppon Kokan Kabushi ki
Kai sha, 171 USPQ 63, 64 (TTAB 1971) ["JAPAN STEEL NOTES" nerely
descriptive of magazine containing articles relating to the

Japanese steel industry]; and In re Medical Digest, Inc., 148

encl oses a sanple of these third[-]party registrations as
evi dence of the descriptiveness of the term

Applicant, however, has offered nothing in response to such proof.
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USPQ 570 (TTAB 1965) [" OB/ GYN DI GEST" nerely descriptive of
periodi cal nagazine in the field of obstetrics and gynecol ogy].
In view thereof, the Exami ning Attorney maintains that the words
"REAL ESTATE FI NANCE PRESS" are nerely descriptive of applicant’s
publ i cati ons since, as shown by the evidence of record, the
phrase "REAL ESTATE FINANCE is a unitary termcomonly used in
the industry to describe a category of business/finance" and that
the word "PRESS is descriptive of the goods in that it is a
generic termused to identify "printed matter as a whole.’"

Specifically, in support of her position, the Exam ning
Attorney relies upon, as nentioned earlier, various third-party
regi strations, in which the term"PRESS" has been disclai nred when
it appears as part of nmarks for publications, as clear evidence
that "the Ofice has consistently held the term PRESS to be
descriptive ... for all types of publications.” 1In addition, the
Exam ni ng Attorney has furni shed nunerous excerpts from her
searches of the "NEXI S" database which "attest to the fact that
t he wordi ng REAL ESTATE FINANCE is a termof art used in the
i ndustry to refer to the area of business/finance that is the
subject matter of the Applicant’s ... [educational] brochures and
reference materials.” A representative sanple of such excerpts
Is set forth bel ow (enphasis added):

"M . Schrager’s financing for the

pur chase of the Henry Hudson Hotel will be

provi ded by NorthStar Partners, the new real

estate finance group backed by UBS Securities

Inc. ...." -- Crain’s New York Business,
Sept enber 15, 1997;

"'1t stabilizes nei ghborhoods because
there’s pride of [honme] ownership,’” said Pam
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Rodrigues, a city of Fresno real estate

finance specialist.” -- Fresno Bee, August

31, 1997;

"Expandi ng beyond construction | oans -

Its historical real estate finance tool - the
group is now offering bridge acquisition
| oans and pernmanent |oans." -- Anerican
Banker, August 29, 1997;

"The new branch ... provides commerci al

nort gages and other real estate finance

services." -- Manm Daily Busi ness Review,

August 25, 1997,

"He has taught state-approved real
estate finance courses and published a

subscription newsletter for Puget Sound area

real estate investors." -- News Tribune,
March 9, 1997;

"I n addition to national conferences,
MBA of fers an array of educational prograns.
From week-1 ong Commerci al Real Estate Finance

courses ... and the School of Mrtgage
Banki ng to sem nars and roundtabl e

di scussions, MBA is nationally recognlzed as

provi di ng profeSS|onaI education ...

Nati onal Real Estate |nvestor, November 1994

and

"[ T]he Greater Boston Real Estate Board

on April 23 will begin courses for its
certificate in real estate finance." --
Boston d obe, April 7, 1990.

The Exami ning Attorney has al so nade of record

definitions fromboth Webster’s Il New Ri verside University

Dictionary (1994), which defines "press" as a noun

meani ng, in

rel evant part, "[p]rinted nmatter as a whol e, esp. newspapers and

peri odi cal s,

(1990),

part,

"newspapers, periodicals ....

" and Webster’s Ninth New Col | eqgi ate Di

ctionary

which |ists such termas a noun signifying,

I n additi on,

in pertinent

t he Exam ni ng

Attorney accurately observes that the specinens submitted with

t he application,

whi ch consist of the title page and tabl e of
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contents fromits "FORECLOSURE Managenent” publication, contain a
reference on the title page to "The National Association for Real
Estate Fi nance". Such reference appears adjacent to applicant’s
mark and i medi ately bel ow applicant’s name and address. The
Exam ning Attorney asserts that the reference "is further
evidence that ... Applicant is a nenber or sponsor of this

association” and that "it is |logical to assune that these

publications relate to "real estate finance.
Wth respect to applicant’s argunent that she has

i nproperly "dissected the mark in requiring the disclainer of the

wor di ng REAL ESTATE FI NANCE PRESS" apart fromthe MBA

abbrevi ati on and book design" of the mark, the Exam ning Attorney

contends that:

[I]n order for a mark to be consi dered
unitary, the elenents nust be so nerged
t oget her that they cannot be divided to be
regarded as separable elenments. TMEP Section
1213.06(a). Here, the descriptive wording,
i .e., REAL ESTATE FI NANCE PRESS, is not
conbined with the nondescriptive el enents of
the mark, specifically, the letters MBA and
the stylized book design, in such a way that
the descriptive significance of the wording
is lost and the conbination functions as
aunit. In fact, ... the portion of the mark
REAL ESTATE FI NANCE PRESS" is conpletely
segregated fromthe wording MBA and stylized
bui | di ng design. The respective wording is
clearly set apart on separate pages of the
book design and it appears in different
stylized fonts.

It is well settled that a phrase or termis considered
to be nerely descriptive of goods or services, within the meaning
of Section 2(e)(1l) of the Trademark Act, if it forthwith conveys
i nformati on concerning the nature thereof, including any

significant ingredient, quality, characteristic, feature,
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function, purpose or use of the goods or services. See, e.g., In
re Gyulay, 820 F.2d 1216, 3 USPQ2d 1009 (Fed. Cir. 1987) and In
re Abcor Devel opnent Corp., 588 F.2d 811, 200 USPQ 215, 217-18
(CCPA 1978). It is not necessary that a phrase or term describe
all of the properties or functions of the goods or services in
order for it to be considered to be nerely descriptive thereof;
rather, it is sufficient if the phrase or term describes a
significant attribute or aspect about them Mreover, whether a
phrase or termis nerely descriptive is determned not in the
abstract but in relation to the goods or services for which
registration is sought, the context in which it is being used on
or in connection with those goods or services and the possible
significance that the phrase or termwould have to the average
pur chaser of the goods or services because of the manner of its
use. See In re Bright-Crest, Ltd., 204 USPQ 591, 593 (TTAB
1979). Thus, "[w hether consumers could guess what the product
[or service] is fromconsideration of the nark alone is not the
test.” In re Anerican Geetings Corp., 226 USPQ 365, 366 (TTAB
1985) .

In the present case, we agree with the Exam ning
Attorney that, in light of the evidence of record, it is plain
that the words "REAL ESTATE FI NANCE PRESS"' nerely describe
printed matter, including educational brochures and reference
manual s, which is devoted to the subject of real estate finance,
such as qgui delines and steps for applying for, obtaining and
mai nt ai ni ng nortgages for prospective hone buyers. Such words,

t herefore, nust be disclained inasnmuch as they i mredi ately
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convey, W thout specul ation or conjecture, that applicant’s goods
are printed publications dealing with natters of real estate
finance. Here, the Exam ning Attorney has clearly shown, by
dictionary definitions and the disclainmers in nunmerous third-
party registrations, that the term"PRESS" is nerely descriptive
of printed matter, including not just newspapers and nagazi nes
but al so publications of the type offered by applicant, and that
those in the trade recognize that, by disclainmng such term that
no one is entitled to the exclusive appropriation thereof. Lest
there be any doubt in this regard, we judicially notice® that The

Random House Dictionary of the English Language (2d ed. 1987)

defines "press" in relevant part as "printed publications

col l ectively, esp. newspapers and periodicals."® Coupled with
the fact that the reference in applicant’s specinens and the
"NEXI S" excerpts denonstrate that "REAL ESTATE FINANCE" is a
commonly known and used term it is plain that the phrase "REAL
ESTATE FI NANCE PRESS" conveys forthwith the nature and subject

matter of applicant’s educational brochures and reference manual s

“ Judicial notice may properly be taken of dictionary definitions.

See, e.qg., Hancock v. Anerican Steel & Wre Co. of New Jersey, 203
F.2d 737, 97 USPQ 330, 332 (CCPA 1953) and University of Notre Dane du
Lac v. J. C. Gournet Food Inports Co., Inc., 213 USPQ 594, 596 (TTAB
1982), aff’d, 703 F.2d 1372, 217 USPQ 505 (Fed. Cir. 1983).

° Wi le applicant asserts that the dictionary definitions are linmted
in that they apply "to periodic publications and not instruction
manual s, which are the types of educational printed matter associ ated
with applicant’s mark," we agree with the Exam ning Attorney that
newspapers and periodicals are but "prinme exanples of 'press’ " and
that such termis broad enough to enconpass other kinds of printed
matter. Mbreover, educational brochures and reference manual s are
often periodic in nature in that they are updated and/or revised at
various intervals to reflect the | atest devel opnents or other new

i nformati on.
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and is thus nerely descriptive of such goods within the neaning
of the statute.

Applicant, it seens, does not seriously take issue with
this conclusion, relying instead upon its contention that the
wor ds " REAL ESTATE FI NANCE PRESS' form a unitary expression and
t herefore need not be disclainmed. It is true, of course, that
the Board has held that nerely descriptive elenents of a unitary
mar k need not be disclained. Conpare In re Kraft, Inc., 218 USPQ
571, 573 (TTAB 1983) [disclainmer of nerely descriptive word
"LIGHT" in mark "LIGHT N LIVELY" for reduced cal ori e mayonnai se
"is not appropriate" since mark is unitary] with In re EBS Data
Processing, Inc., 212 USPQ 964, 966 (TTAB 1981) [di scl ai nmer of
nerely descriptive term"POCKET PROFI LE" in mark "PHACTS POCKET
PROFI LE" for a personal nedical history sunmary "is proper”
i nasmuch as the former "is a separable elenent” fromthe latter].
Whet her a mark is unitary, however, depends upon whether its
el enents are inseparable and nake a single and distinct
comercial inpression. Dena Corp. v. Belvedere International
Inc., 950 F.2d 1555, 21 USP@d 1047, 1052 (Fed. Cir. 1991).
Factors to be considered in determ ning whether matter forns part
of a single or unitary nmark are: whether it is physically
connected by lines or other design features; the relative
| ocation of the respective elenents; and the neaning of the
t erm nol ogy and how t he neani ngs of the words relate to each
other and the goods. TMEP §807.13(a).

We concur with the Examining Attorney that applicant's

entire mark is not unitary and that, in particular, the merely
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descriptive words "REAL ESTATE FI NANCE PRESS" nust be di scl ai ned.
Plainly, such words are not so nerged together or otherw se
conmbined with the design elenents of applicant’s mark that they
cannot be regarded as a separate el enent of such mark, nor is
there anything which is striking or significant in the
arrangenent or neani ng of such words. Rather, as the Exam ning
Attorney has pointed out, the borders forned by the pages of the
book design in applicant’s mark serve to segregate the phrase
"REAL ESTATE FI NANCE PRESS" fromthe term"MBA" and its
associated building silhouette. Inasmuch as applicant’s mark,
therefore, is not unitary, a disclaimer of the merely descriptive
words "REAL ESTATE FINANCE PRESS" is proper.

Deci si on:  The requirement for a disclaimer under
Section 6(a) is affirmed. Nevertheless, in accordance with
Trademark Rule 2.142(9g), this decision will be set aside and
applicant's mark will be published for opposition if applicant,
no later than thirty days from the mailing date hereof, submits

an appropriate disclaimer of the words "REAL ESTATE FINANCE

PRESS".®
E. J. Seeherman
E. W. Hanak
G. D. Hohein
Administrative Trademark Judges,
Trademark Trial and Appeal Board
® See Inre Interco Inc., 29 USPQRd 2037, 2039 (TTAB 1993). For the
proper format for a disclainer, attention is directed to TMEP
881213.09(a)(i) and 1213.09(b).
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