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Bef ore Qui nn, Hohein and Hairston, Adm nistrative Trademark
Judges.

Qpi ni on by Hohein, Adm nistrative Trademark Judge:

M chael W Wckoff has filed an application for
concurrent use registration of the mark "RENT-A-NERD' for
"tenporary enpl oynment services for conputer specialists".’ The
application, which seeks registration for the geographical area
consisting of all of the United States except for the State of
Ohio, sets forth registrant, R ck E. Briggs, doing business as

Rent - A-Nerd, as the exception to applicant’s claimof the

' Ser. No. 74/119,509, filed on November 30, 1990, which alleges dates
of first use of March 15, 1989. The application was anended to one
seeking a concurrent use registration on April 14, 1993.
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exclusive right to use his mark in commerce. Registrant
presently is the owner of a territorially unrestricted
regi stration on the Principal Register for the mark "RENT-A- NERD

and design, as reproduced bel ow,

ey, t he use and
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;ﬂﬁj;% only contact between
°F ot

B B was a tel ephone
contact initiated by applicant in |ate sumer-early fall 1989, in
whi ch applicant asked registrant for perm ssion to use the mark
RENT- A- NERD, whi ch was deni ed,"” and has denied that applicant is
entitled to a concurrent use registration.

The record consists of registrant’s statenent; the
application and registration files; the testinony, with exhibits,
of applicant’s w tnesses M chael Wockoff, Sharon Harshbarger and
Gerry Datlow, all of which were submtted as applicant’s case-in-
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chief;” and the testinony, with exhibits, of registrant’s

’ Reg. No. 1,603,102, issued on June 19, 1990 on the basis of an
application filed on Septenber 12, 1989, which sets forth dates of
first use of April 15, 1989; affidavit 88 accepted.

® It is noted that while applicant's counsel, at the conclusion of Mr.
Wyckoff's deposition, "offer[ed] into evidence Exhibits 1 through 49"
(Wyckoff dep. at 39), exhibits 45 through 49 thereof were never
identified or otherwise testified to by the witness. Nevertheless,
inasmuch as registrant, in his brief, has specifically referred to and
treated applicant's exhibits 48 and 49 as being of record, we deem
such exhibits to have been stipulated into the record pursuant to
Trademark Rule 2.123(b). Accordingly, we have considered all of the
exhibits offered by applicant with the exception of exhibits 45, 46

and 47. We hasten to add, however, that even if exhibits 45, 46 and
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wi tness, Rick Eugene Briggs,® together with applicant’s responses

to certain of registrant’s discovery requests, all of which were

47 were considered to formpart of record, our ultimte decision in
this proceedi ng woul d be the sane.

“ Applicant, in his initial brief, has reiterated the request, which he
first raised in a notion to strike filed on March 6, 1996, that "[t] he
entire Briggs Deposition Transcript and Exhibits ... be disregarded.”
While the Board, in its April 19, 1996 order partially granting the
nmotion to strike, did indeed find that providing notice of only two
and one half days (essentially two business days) of M. Briggs’
deposition was not reasonable, the Board allowed applicant until My
20, 1996 to request recall of the witness, at registrant’s expense,
for the purpose of cross-exanination and redirect, thereby rectifying
any prejudice to applicant as the result of the inadequate notice.
Wth respect to specific objections raised by applicant, in his notion
to strike, to the direct exam nation of M. Briggs, the Board s order
stated that "[i]f Wckoff still believes that any questions put to the
wi tness during direct [exanination] were objectionable, he may assert
those objections on the record at the comencenent of the reschedul ed
deposition." However, due to an obstinate dispute by the parties over
who was to bear the expenses associated with recalling the witness for
conpl etion of his deposition as so ordered, the Board in an order

i ssued on June 25, 1996 extended the period for such deposition
stating anong other things that:

Accordingly, Wckoff is allowed until July 25, 1996 in
which to [request] recall [of] the witness for the purpose
of cross-exami nation and redirect. Wockoff’'s objections to
Briggs' direct examination (filed March 6, 1996) are [again]
noted. |If Wckoff still believes that any questions put to
the witness during direct exam nation were objectionable, it
must reassert those objections on the record at the
commencenent of the reschedul ed deposition. Objections to
the cross-exam nation or redirect exam nation nust be
asserted on the record at the proper tine. The Board will
rule on all objections at final hearing.

Applicant, in a communication received on July 3, 1996, asserted
(but without requesting reconsideration) that "[t]he solution proposed

by the ... Board was sinply not a fair or workable solution" and that,
"[a]s a consequence[,] Wckoff has elected not to notice or take the
continued Briggs deposition ... because Briggs would not agree to

limt the redirect testinony to the scope of cross-exam nation."
Applicant’s nere specul ation, however, that "[t]he net result of :
cross-examning Briggs ... would have been Wckoff paving the way for
Briggs to introduce new, albeit objectionable, testinony beyond the
scope of cross-exanination" not only appears to be unfounded, but, in
any event, would have been easily renedi ed by applicant sinply
asserting an objection to any redirect testinony which inproperly
exceeded the scope of cross-exanination. Consequently, in |ight of
applicant’s failure to avail hinself of the full and fair opportunity
provi ded by the Board to raise on the deposition record any objections
to the direct exam nation of the witness and/or to cross-exam ne M.
Briggs, the reiterated request in applicant’s initial brief to strike
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submtted as registrant’s case-in-chief. Briefs have been filed
and an oral hearing, attended by counsel for the parties, was
hel d.

The principal issues to be determ ned herein are
whet her applicant, as the party having the burden of proof,® has
met the jurisdictional requirenent for a concurrent use
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proceedi ng; " and, if so, whether applicant, in order to be

entitled to a concurrent use registration and a restriction of

such deposition and the exhibits thereto is denied and the specific
obj ections reasserted in such brief will not be given further

consi deration. Furthernore, and in any event, we agree with

regi strant that nost of such objections are neritless and, even if we
were to sustain the few remai ni ng objections, our ultimte decision in
this proceedi ng woul d be the sane.

® Contrary to the contentions in applicant’s initial brief, Trademark
Rule 2.99(e) plainly provides that "[t]he applicant for a concurrent
use registration has the burden of proving entitlenent thereto" and
that "[a] person specified as an excepted user in a concurrent use
application but who has not filed an application shall be considered a
party senior to every party that has an application involved in the
proceeding." Trademark Rule 2.116(b) further provides that "[a] party
that is a junior party ... in a concurrent use registration proceedi ng
shall be in the position of plaintiff against every party that is
senior, and the party that is a senior party ... in a concurrent use
regi stration proceeding shall be a defendant agai nst every party that
is junior." Thus, inasnuch as applicant is the only party herein who
has filed a concurrent use application, and since such application
nanmes regi strant as an excepted user, it is clear that applicant is
the junior party and, as the plaintiff, has the burden of proof, while
registrant is the senior party and is in the position of defendant.
See TBMP 8§1107.

® Section 2(d) of the Trademark Act states, in relevant part, that
(emphasi s added):

Provi ded, That if the Commissioner determines that

confusion, mistake, or deception is not likely to result

from the continued use by more than one person of the same

or similar marks under conditions and limitations as to the

mode or place of use of the marks or the goods on or in

connection with which such marks are used, concurr ent

regi strations may be issued to such persons when they have
becone entitled to use such marks as a result of their
concurrent lawful use in commerce prior to (1) the earliest
of the filing dates of the applications pending or of any
regi stration i ssued under this Act ...
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registrant’s registration, has satisfied his burden of show ng

that there will be no |ikelihood of confusion as a result of

cont enpor aneous use by the parties of their respective marks for

their respective services in their respective geographical areas.
According to the record, applicant is the self-

described "[h]ead nerd of a conpany” which he owns "called ’'Rent-

A-Nerd ." (Wckoff dep. at 3.) Such conmpany, through which

n7

applicant and his staff of so-called "nerds"® currently provide
conput er consulting services on a tenporary basis under the

service mark "RENT-A-NERD," has been in existence since January
1989.° Fornmerly located in Falls Church, Virginia, applicant’s

conpany is presently based in Vienna, Virginia.

" The Board, we note, may properly take judicial notice of dictionary
definitions. See, e.qg., Hancock v. Anerican Steel & Wre Co. of New
Jersey, 203 F.2d 737, 97 USPQ 330, 332 (CCPA 1953) and University of
Notre Dane du Lac v. J. C. Gournet Food Inports Co., Inc., 213 USPQ
594, 596 (TTAB 1982), affd , 703 F.2d 1372, 217 USPQ 505 (Fed. Gr.
1983). In this regard, we judicially notice that the term"nerd" is
defined, for exanple, in The Random House Dictionary of the English
Language (2d ed. 1987) at 1289 as slang neaning: "1. a stupid,
irritating, ineffectual, or unattractive person. 2. an intelligent
but singl e-m nded person obsessed with an nonsoci al hobby or pursuit:
acomputernerd ." Thus, while principally used as a pejorative or
self-deprecating term both applicant and regi strant use the word
"nerd"” in the sense of its latter definition in a effort to convey an
i mmge of a person with a high degree of conputer experti se.

® Al though applicant testified that he operated his business as a sole
proprietorship until sonetine in 1990 and further indicated, anpng

ot her things, that on June 20, 1989 he "registered a trading as Rent-
A-Nerd [with the Arlington County, Virginia, Circuit Court] to change
the county records from M chael Wckoff to trading as Rent-A-Nerd"
(Wckoff dep. at 17) and that within a nonth later he had had an
attorney register such name with the Virginia State Corporation

Conmmi ssion, it appears froma June 12, 1991 newspaper article that an
i ncrease in business brought about by the change of nanme from M chae
Wckoff Consulting to Rent-A-Nerd "led the small conpany to becone

i ncorporated as a tenporary agency." (Applicant’s Ex. 42.) 1In view
t hereof, and provided that applicant ultinmately prevails herein, the
application is remanded to the Examining Attorney for determnination of
how applicant maintains control over the nature and quality of the
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Applicant clainms to have first used the mark "RENT-A-
NERD' on March 14, 1989, which is after he adopted the mark® and
the day on which he began distribution of a conputer-printed
brochure he had just finished creating to provide prospective
custonmers with information regarding the nature of his consulting
busi ness. Such marketing literature, which listed two tel ephone
nunbers (one in Virginia and the other in Maryland) covering the
Washi ngton, D.C. netropolitan area, basically advertised the
avai lability of applicant’s "new concept” in consulting services
on an "as-needed basis." (Applicant’s Ex. 5.)

In particular, applicant insists that he first used the
brochure when he handed a copy thereof to Al ex Kosorukov, "a man
who was a potential client" (enphasis added), during a | uncheon
meeting at a restaurant on March 14, 1989 for the purpose of
"di scussing his needs and requirenments.” (Wckoff dep. at 10.)
Applicant’s testinony, however, is silent as to the particul ars
of his discussion with M. Kosorukov, including whether any

conmput er consulting services were actually rendered by applicant,

services rendered under the mark and/or is otherwi se the owner
thereof. Trademark Rule 2.131.

° One of applicant’s witnesses, Sharon Harshbarger, testified with
respect to applicant’s adoption of his mark that, in the early Spring
of 1989, she was dating applicant, who she had net while "doing

bal | room danci ng"; that they "had volunteered to be in the Fairfax
dance progrant; that, during the course of "putting together a
routine," they "were discussing Mke's conpany"; that, in particular,
"he asked ne to | ook over sone text" for his original brochure; and
that "the dance programwas on the 14th of March and this [brochure]
woul d have preceded it." (Harshbarger dep. at 4.) Specifically, and
while plainly hearsay in part, M. Harshbarger further testified that
"[w] e were working on the dance programand | renmenber being surprised
prior to that day when Mke told nme he had chosen the nane Rent-A-Nerd
and he insisted that was what he wanted to call it." (ld. at 4-5.)
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and further testinony by applicant regardi ng subsequent neetings
on March 21 and 27, 1989 |likewi se fails to disclose the substance
of the conversations, other than the vague indication that "RENT-
A- NERD' was di scussed. Instead, as evidenced by a copy of an

I nvoi ce introduced by applicant, the record shows that the
earliest docunented date on which applicant actually rendered any
conput er consulting services was May 21, 1989, when for a fee of
$60. 00 he provided Al ex Kosorukov with a one-hour consultation
concerning the selection of a personal conputer. O her invoices
I ntroduced by applicant denonstrate sales of conputer consulting

services in 1989 to M. Kosorukov on May 28, Novenber 21 and

' Applicant, ostensibly to substantiate the first use of his original
brochure, offered the follow ng testinony by Gerry Datl ow

Q Are you famliar wth Rent-A-Nerd and M chae
Wckof f ?

A Yes.

Q Under what occasion did you first becone aware of
Rent - A- Ner d?

A To the best on ny recollection[,] sonetine in

March or early April of 1989 | was having conputer problens
and | bunped into a fellow | knew and | asked hi m does he
know anyone that could help ne and he showed ne a brochure
and it said Rent-A-Nerd and | |ooked at it and | wote down
t he phone nunber. | called and the person who answered was
M chael Wckoff and he fixed ny problem over the phone and
that was |ate March or early April of 1989.

| remenber the tine because | was working on ny incone
tax and | had just gotten a new conputer at the end of that
| ast year and | had that note in ny file.

(Datl ow dep. at 3-4.) W observe, however, that neither the "note"
referred to by the witness as refreshing his recall, nor any other
docunents--such as a sales invoice--pertaining to the tine frane in
whi ch the witness assertedly received assistance from applicant, were
i ntroduced by applicant in connection with M. Datlow s testinony.

"' Counsel for registrant, at the oral hearing, conceded that My 21,
1989 is the earliest date proven by applicant with respect to an
actual sale of applicant’s services under the "RENT-A-NERD' nark.
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Decenber 12 as well as additional sales, commencing in m d-August
and prior to Decenber 9, of such services to various individuals
and busi nesses | ocated in Washington, D.C., the northern Virginia
| ocalities of Alexandria, Annandale, Arlington, Fairfax and Falls
Church, and the suburban Maryl and areas of Bethesda, Laurel and
Rockvi | | e.

Applicant’s first newspaper advertising of his conputer
consulting services began on July 6, 1989, when applicant ran an
ad, promnently featuring the mark "RENT-A-NERD," under the
listing of "Consulting” in the "Conputer Services Directory" of

t he busi ness section of the Washi ngton Post. Since that tine,

appl i cant has continuously run the same or a substantially

I dentical ad, which typically appears in the "Wshi ngton

Busi ness" section of such newspaper, on a weekly basis.

Appl i cant has al so advertised his "RENT- A-NERD' conputer
consulting services in other nmetropolitan WAashi ngt on newspapers,
I ncluding display ads in the October 16, 1989 issue of the Legal

Times, the January 29, 1990 edition of the Washington Tines, the

Novenber 25, 1990 issue of the Arlington Sun Gazette and the

Decenber 5 through 26, 1990 editions of the Sentinel. 1In

addi tion, on Cctober 3, 1989, applicant engaged the services of a
comercial printer to produce a brochure for his "RENT-A- NERD'
services. Like the graphic elenments conprising registrant’s
mark, applicant’s brochure, which is still in use, displays the
term "RENT- A- NERD' adj acent to a drawi ng of a "nerd" figure,
weari ng eyegl asses and a pocket protector, who stands next to a

conmputer termnal. Oher pronotional activity by applicant under
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t he "RENT- A-NERD' mark has consisted of running a full-page
advertisenment for his conputer consulting services in the program
for the Arlington Dance Theatre’s production of The Nutcracker on
Decenber 16, 17 and 18, 1994.

Applicant and his "RENT- A-NERD' conputer consulting
services have received free publicity due, primarily, to the
stereotypi cally hunorous and catchy nature of the nane. Besides
an acknow edgnent of "special thanks" to "M chael Wckoff, our
conmput er expert of Rent-A-Nerd in Vienna," which appeared in the
program for a June 2 and 3, 1995 production by the Arlington
Dance Theatre (applicant’s Ex. 28), applicant and his business
recei ved nationwi de publicity when they were nentioned in an

article in the April 10, 1991 issue of the Wall Street Journal on

the inmportance to a small conpany of selecting a nmenorabl e nane
for the business. Additional exposure for the "RENT-A-NERD' nane
beyond the Washington, D.C. netropolitan area was received during
the period of Cctober 8 through 10, 1992, when an Associ at ed
Press story on applicant and his "RENT-A-NERD' conputer

consul ting busi ness* appeared in such newspapers as the Lock

Haven, Pennsylvani a Express, the Baltinore, Mryland Eveni ng Sun,
t he Sagi naw, M chigan News, the State Col | ege, Pennsyl vania

Centre Daily Tinmes and the WI m ngton, North Carolina Mrning

Star, and was broadcast on radi o station KPI X

” According to M. Weckoff, the story was witten by a reporter who
contacted applicant after having seen applicant’s display ad for his
"RENT- A- NERD' services in the Washi ngton Post.
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In the Washi ngton, D.C. netropolitan area, the sane

Associ ated Press story ran in the October 9, 1992 edition of the

Washi ngton Tinmes. Prior thereto, articles about applicant and
hi s "RENT- A-NERD' conputer consulting services had appeared in
t he busi ness section of the Journal newspaper on both June 12,
1991 and June 2, 1992, while other stories ran in such regional

publications as the March 23, 1992 issue of the Montgonery County

Busi ness Record and the Septenber 1992 edition of Virginia

Busi ness. Applicant and the name of his business have al so been
mentioned in connection with an advertising testinonial

distributed by the Washi ngton Post and in | ocal newspaper stories

appearing in the Septenber 12, 1991 issue of the Arlington Sun

Gazette and the Decenber 1992 edition of Conputer D gest.

Appl i cant, as shown by copies of additional invoices
whi ch he submtted as an exhibit, has expanded his business under
the "RENT- A-NERD' mark to include custoners outside of the
Washi ngton, D.C. netropolitan area in which he initially rendered
his services. Specifically, in late 1991, applicant had sales to
custoners in California and South Carolina. Applicant’s sales in
1993 enconpassed custoners in Arkansas, California, Colorado,
Connecticut, Illinois, Kentucky, M ne, New York, Pennsylvania,
Tennessee, Texas, the U S. Virgin Islands and West Virginia.
During 1994, applicant’s sales included custonmers in California,
Connecticut, Illinois, Mssouri, New Hanpshire, New Jersey, New

York, Chio, Oregon and Vernmont.™ In particular, as to the

¥ Applicant’s August 28, 1995 response to registrant’s Interrogatory
No. 1, however, lists only the followi ng as "other states" (besides

10
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services rendered by applicant in Chio, it is notable that while
applicant, on April 14, 1993, anended his application froma
territorially unrestricted one to one in which he acknow edged
registrant to have the exclusive right to use of the registered
mark in Ohio, applicant nevertheless billed a custoner in Tol edo,
Ohio for conmputer consulting services which he provided in the
amount of $10. 00 on Novenber 1, 1994 and received paynent

t herefor on Novenber 14, 1994. Applicant, however, clearly had
not only constructive notice of registrant’s rights in the "RENT-
A-NERD' and design mark as of the June 19, 1990 date of issuance
of the registration involved herein,* but also had act ual

know edge of registrant’s rights in the "RENT-A-NERD' designation

as a result of both a Decenber 9, 1989 search of a commercia

Virginia, Maryland and the territory of the District of Colunbia) in
whi ch applicant has used the "RENT-A-NERD' mark: North Carolina, New
Yor k, Massachusetts, Connecticut, Texas, California, Arizona, Al aska
and the U S. Virgin Islands. Al though, for each of such geographic
areas, the date and manner of first use, as al so requested, was not

i ndi cated, applicant’s response to registrant’s Interrogatory No. 14,
whi ch requested the identification of "each separate geographic area
in which Applicant has used the mark ' RENT-A-NERD related to
Applicant’s services before [registrant applied for registration on]
Septenmber 12, 1989," sinply states "see nunber one above". There is,
however, no docunentary or other evidentiary support in the record for
applicant’s stated use of his mark in North Carolina, Massachusetts
and Al aska, and there is no such evidence which shows that, prior to
Sept enber 12, 1989, applicant had ever expanded use of his mark beyond
the Virginia and Maryl and suburban areas of Washington, D.C
Specifically, and since no address was indicated with respect to any
of the instances in which services were rendered to M. Kosorukov, the
sequenti al invoices furnished by applicant establish only that, as of
Sept enber 12, 1989, applicant had rendered his services under his mark
to an individual in Al exandria, Virginia on August 12, 1989 and to a
firmin Rockville, Maryland on August 17, 1989. The earliest
docunent ed sal e of such services in Washington, D.C. is an invoice to
a firmwhich is dated Novenber 16, 1989.

" Section 22 of the Trademark Act provides in pertinent part that
"[r]egistration of a mark on the principal register ... shall be
constructive notice of the registrant’s clai mof ownership thereof."

11
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trademar k dat abase” and a Decenber 11, 1989 tel ephone call placed
to registrant’s Akron, OChio business nunber.™

Regi strant, on the other hand, testified that he
"created the concept of Rent-A-Nerd back in the late ’80s."
(Briggs dep. at 6.) As of his February 1, 1996 deposition,
however, M. Briggs’' involvenent therewith was |imted to being
the owner of the registered "RENT-A-NERD' mark, which he |icenses

7

to the user thereof,' and the preparation of a uniformfranchise
offering circular and franchi se agreenment for use in connection
with his plans for a national franchise offering.

Regi strant’s current occupation consists of being the
owner of three small businesses: (i) Briggs Gft Conpany
(hereinafter "BGC'), which is a manufacturer of novelty gifts and
party supplies; (ii) Focus One Marketing G oup, which does
graphic design work; and (iii) Stellar Private Cable TV Systens,

whi ch builds and sells comunications products, satellite dishes

and other commercial installations. Although the |atter business

* Specifically, applicant’s response to registrant’s Interrogatory No.
18 refers to applicant’s first becom ng aware of registrant’s use
thereof through a "12.9.89 Tradenmark Scan on Conpuserve"

' The 216 633-8545 nunmber which is listed on applicant’s |ong distance
tel ephone bill (see Applicant’s Ex. 49) is the sane nunber which
appears on registrant’s early advertising and pronotional materials
(see Registrant’s Exs. B, G L, Mand N) and his initial yellow pages
ad for the conmputer consulting business (see Registrant’s Ex. S).
Applicant’s response to respondent’s Interrogatory No. 24, however,
further indicates that the tel ephone call to respondent was the sole
comuni cati on between the parties prior to the comrencenent of this

pr oceedi ng.

' Al t hough applicant nmakes nuch of the fact that a witten |icense
agreenent was never produced and offered into evidence by registrant,
we note that the lack thereof is not dispositive since it is settled
that a witten license agreenent is not required. See, e.g., Nestle
Co. Inc. v. Nash-Finch Co., 4 USPQ2d 1085, 1089 (TTAB 1987) and Basic
Inc. v. Rex, 167 USPQ 696, 697 (TTAB 1970).

12
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presently is his prinmary one, it is the other two businesses, as
originally operated, which are relevant to the issues in this
pr oceedi ng.

Specifically, M. Briggs indicated that Focus One
Mar keti ng Group was fornmed sonetine around 1990 follow ng the
di ssolution of the advertising agency business of MrTech
Mar keting (hereinafter "MarTech"), a partnership which registrant
and his wife started in 1983 and which [ater took in another
partner prior to dissolving. While MarTech was in operation,
regi strant was al so operating his BGC business. Both businesses
were based in Akron, Chio. Sonetinme during the |ate 1980s,
regi strant decided to conputerize the bookkeeping for BGC and
hired a consultant to assist with such task, including buying the
necessary conputer hardware. Registrant, however, was not
pl eased wth the cost and services of the consultant he had hired
and, as a result, subsequently hired Don Abbott, "a high school
student who was a conputer whiz[,] to conme in and hel p us, and he
was the nerd, and through that effort ... we |earned about
conput eri zation of accounting functions and felt [that] there was
a need to offer this for other small businesses that wanted to do
it on a |low cost basis, and that’s how the idea for Rent-A-Nerd
started.” (ld. at 7.) Although "not clear"” as to the exact date
on which he hired M. Abbott, registrant "guess[ed] [that] it
woul d have been sumrer of 1988, probably July or August
[thereof]." (l1d. at 7-8.) M. Briggs testified that he
concei ved the idea of "RENT-A-NERD' as the nane for a conputer

consulting service "in the fall of 1988," which he indicated was

13
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approximately three to four nonths after M. Abbott started
wor king for BGC and got its "situation squared away." (ld. at
8.)

Regi strant further testified that, initially, he was
actively involved in the day-to-day business of his new venture.
Through Mar Tech, which also did the design work for registrant’s
pronotional materials, a comrercial printer was engaged on
Oct ober 25, 1988 to print 2,000 "RENT-A-NERD' fliers and 300
"RENT- A- NERD' statenent stuffers for use in advertising
regi strant’ s conputer consulting business. According to M.
Briggs, MarTech "was kind of operating as the unbrella for Rent-
A-Nerd at the time because it was really not a full-fledged
busi ness, so the billing for the Rent-A-Nerd fliers cane to
Mar Tech because we had credit and so forth ...." (ld. at 9-10.)
Bot h Mar Tech and BGC, at that tinme, were located in the sane
of fices and shared the sane enpl oyees. ™

To test the market for his conputer consulting
services, registrant began distributing his "RENT-A-NERD' fliers
I n Novenber 1988 by placing one in each package of gifts shipped
by BGC and including one with each invoice sent by BGC
Regi strant utilized such distribution nmethods, which covered "the

greater portion of the country,” since no additional marketing

* Applicant contends that registrant is not the owner of the "RENT-A-
NERD' and design nark since the evidence presented by registrant shows
Mar Tech and BGC to have been initially using such mark. However, not
only has registrant presented an explanation in his testinony for such
use, but in any event applicant, while he could have done so, did not
pay the required fee and tinely petition to cancel the registration on
the ground of registrant’s alleged | ack of ownership of the mark. In
consequence thereof, applicant’s assertion that registrant is not the
owner of the registered mark will not be given further consideration
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costs were involved. (ld. at 18.) Additional advertising and
pronotional itenms utilized in connection wth publicizing the new
venture included a dozen T-shirts inprinted with the "RENT-A-
NERD' desi gnati on, which registrant ordered through MarTech on
Novenber 20, 1988. Such shirts were worn by "[s]ome of the
office staff" and "a few' may have been "given to custoners.”

(ILd. at 19-20.) Again, through MarTech, 3,000 two-col or "RENT-A-
NERD' brochures were ordered froma comrercial printer on January
20, 1989. The brochures were "handed out informally" and, |ike
the earlier fliers, "some" were mailed to BGC custoners with
their orders. (ld. at 22-23.) During "the sane tine frane as the
two-col or brochure,” registrant also utilized, as a pronotional
item "a very high quality Rent-A-Nerd official pocket
protector,"” which according to M. Briggs "was passed out at
random to anybody that we thought would be a candi date for our
services," including mailings of such an itemto the accounting
departnments of BGC custoners. (ld. at 23.) Registrant, by
Decenber 1988, also had arranged to have listed the 633-8545

t el ephone nunber for the "RENT- A-NERD' business, which listing
subsequent |y appeared in the business section of the 1989 Akron,
Ohi o tel ephone directory and set forth the sane address (920 E.
Tal | madge) as that for MarTech.

The earliest docunented instance, however, as to when
registrant first actually rendered conputer consulting services
to a client under the mark "RENT-A-NERD' is a barter invoice, in
t he amount of $285.00, sent by MarTech to John Kordic Co. of St.

Augustine, Florida, on April 15, 1989 concerning the creation of
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a spreadsheet to track an Akron, Chio autonobile dealership’ s
sales and inventory in exchange for a credit with respect to
| andscapi ng design services.” According to registrant, the
services were billed by MarTech because, as testified to earlier,
"Rent-A-Nerd ... was operating under the unbrella"” of MarTech
since "it really wasn't a full-fledged conpany".* (ld. at 25.)
Moreover, as to the status of his "RENT-A-NERD' business during
the initial stages thereof in 1989, registrant gave the foll ow ng
testi nony:
Q The April, My, 1989 tine period,
what was the state of the Rent-A-Nerd
busi ness?
A W were operating in the sane
of fice as MarTech Marketing and Briggs G ft
Conmpany, had the sane office staff. ..
[I]t was basically part of that conpany. It
wasn't its own entity.

Q When did that change as far as how
t he busi ness was operated?

A. In early July of "89 we felt that
there was a market for this service and that
it could be expanded and that it was
sonething to pursue, so we decided to create
its own entity, its own checking account and
so forth.

° A copy of a January 31, 1996 letter faxed to M. Briggs froma John
Kordi c or Kordick of Florida Landscape and Nursery Co. in St.
Augustine, Florida, which registrant introduced as part of his Exhibit
|, states that the witer "couldn't |locate any of the Rent-A-Nerd
things you guys did for ne when | was selling cars, but | did nanage
to find the barter invoice stuck inside ny tax return papers."

“ M. Briggs added that he claimed April 15, 1989 as the stated date
of first use in the application which matured into his registration
because "that was the first tinme that we had billed for services that
was [sic] out of the state of Chio." (Briggs dep. at 25.) Such
services, M. Briggs further noted, were not only paid for, but were
provi ded under the mark in the formof "a disk that had the
information on it and the disk had our logo on it." (ld. at 27.)

16
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So I would say that the business of
Rent-A-Nerd as a consulting service began in
July with, you know, operating itself. W
had been doing the consulting servicing al
along, but in July we really nade an effort
to pronote it.

(ld. at 27.)
Regi strant and his "RENT- A-NERD' conputer consulting
services first received publicity through a newspaper article in

t he Akron, Chio Beacon Journal on July 24, 1989. As was the case

with applicant, the article reports, anong other things, that
regi strant’ s conputer consulting business "is catching on ..
because people seemto associate the self-deprecating name with
the kind of service it suggests: conputer w zardry from peopl e
conpletely lacking in social skills, much | ess narketing savvy;
the kind of experts who'll work all night to get a conputer or
programrunning right, then neglect to put on fresh shirts in the
norning." (Registrant’s Ex. K ) Registrant has publicized his
conmput er consulting business by distributing brochures, bearing
his regi stered mark, during trade shows, which were held in such
cities as New York, Atlanta and Kansas Cty, at which BGC
exhibited products to retailers in the novelty gift trade.* At
such shows, registrant also sold "RENT-A-NERD' pocket protectors
for a quarter each

In addition, at trade shows known as "conputer fairs,"”
regi strant has advertised his conmputer consulting services by

passi ng out copies of a "Federal Nerd Note" handbill. (ld. at

* As was the case with the sending of "RENT-A-NERD' advertising fliers
to custoners of BGC, registrant distributed "RENT-A- NERD' brochures at
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31.) The handbill, created by MarTech in July 1989 as an obvi ous
take-off on a two dollar bill, refers to "Head Nerd: Don Abbott"
and offers the bearer thereof a two-hour conputer training
session from " RENT-A-NERD' for $25.00. (Registrant’s Ex. M)
Regi strant, as of July 1989, has also advertised his registered
mark by using it on a catalog for software conpati bl e accounting
forms and on advertising literature for conputer furniture. Such
products were offered through the "RENT- A-NERD' busi ness as
adj uncts to the conmputer consulting services. Mreover, by 1990,
t he Akron, OChio business section of the Chio Bell tel ephone
directory, along with a 1990 yell ow pages listing, listed the
"RENT- A- NERD" busi ness under a new nunber, 896-1534, although a
different address fromthat formerly used is set forth in each
i nst ance. *

The arrangenent whereby regi strant basically supervised
t he operation of the "RENT-A-NERD busi ness while Don Abbott did
the actual "on-site work"” of "handling the conputer end of it"
| asted until about July 1990. (Briggs dep. at 34.) M. Briggs
testified, however, that "because of ny involvenent with the
ot her businesses, | wasn't able to spend as nmuch tinme with this
as | would like, so | licensed the use of the trademark to Don
Abbott and he operated the conpany i ndependently as a |icensee"

until he graduated fromcollege. (1d.) Al though registrant did

trade shows attended by BGC since no additional marketing costs were
i ncurred.

* While the differences in business address were not explained, M.
Briggs stated that the reason for the change in tel ephone nunmber was
that "at this time the business was run by a licensee."” (Briggs dep.
at 42.)
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not recall exactly when Don Abbott graduated, registrant

I ndi cated that, upon graduation, M. Abbott was offered a job
opportunity at another conpany and "opted to take that job of
full-time enploynment instead of remaining self-enployed as the
Rent-A-Nerd |icensee operating the office.” (ld.) Wth respect
to the status of such business thereafter, registrant gave the
foll owi ng testinony:

Q Who continued the Rent-A-Nerd
busi ness after Don Abbott |eft?

A. Don Abbott sold the business to one
of the Nerds that worked for himcalled Brian
Bobo.

Q Did you give himconsent to do
t hat ?

A Yes, we had a neeting and
determned all that, and the |icense was
transferred.

Q And Brian Bobo is now licensed to
operate the Rent-A-Nerd business?

A Yes.
(ld. at 35.)
As to his plans for expanding the "RENT-A- NERD'
busi ness, registrant noted that:
For the past few years, | have been
wor ki ng on a uniformfranchise offering; in
particul ar, a franchise agreenent. | feel
that it is a concept and a marketing
advantage ... that can go on a nationa
basis, so all of nmy efforts have been
concentrating on putting together a franchise
of fering.
(Id.) Although, in view of the pendency of this proceeding, no

franchi ses have yet been offered, registrant, as of Decenber
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1993, had conpleted a draft copy of a uniformfranchise offering
circular for use in connection therewith and intended to forma
corporation for his franchising activities. During the |ast
quarter of 1993, registrant, in conjunction with his plans for
franchi sing, contacted an insurance agency regardi ng | anguage for
I nsurance requirenments for franchisees to be included in the
franchi se agreenents and had run newspaper ads, for which
responses had been received, seeking experienced individuals to
devel op and market the "RENT-A-NERD' franchising program

Al though it appears that nothing further has since
happened wi th such program the "RENT-A-NERD' and desi gn mark
and the services offered in connection therewith, continue to be
advertised and pronoted. By 1994, a display ad in the Chio
yel | ow pages lists both a "NATI ONAL 1-800-800-NERD' and a "LOCAL
(216) 785-040" as tel ephone nunbers for the conmputer consulting
services offered by registrant’s |licensee, due to an expansion of
t he geographical area served by the business.” (Registrant’s Ex.
V.) Registrant, in particular, indicated that tel ephone calls
are received fromall over the United States on the 800-nunber.
Mor eover, registrant’s |icensee has received publicity by being
mentioned in a May 1994 article in the nationally circul ated
publ i cati on CashSaver, which states that Brian Bobo and Don
Abbott are "business partners” and "the owners of Rent-A-Nerd".

(Registrant’s Ex. W) Registrant, when asked if "Rent-A-Nerd

# curiously, despite the changes in tel ephone nunbers and address
whi ch have taken place, M. Briggs also testified that the "RENT-A-
NERD' busi ness continues to distribute the sanme brochure which was
first utilized in Novenber 1988.
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[is] still active today," replied "[y]es, very nmuch so," and
further indicated that:
The |icensee operates his own business,

and I’mnot famliar with every pronotional
activity or what business they are doing

because ... | amnot affiliated in this
business, it is a separate entity. They do
promote nationally, [and] | know they do
business ... [in] Chicago, they have clients
up there, [and] they have clients down in
Texas.

(Briggs dep. at 44-45.)

Turning to the threshold i ssue of whether applicant, as
the party having the burden of proof in this case, has net the
jurisdictional requirenment for a concurrent use proceedi ng, we
find that, as evidenced by the earliest of the invoices to M.
Kosorukov (and as conceded by registrant’s counsel at the oral
hearing), applicant’s concurrent [awful use in conmerce of the
mar k " RENT- A-NERD" in connection with the actual rendering of
"tenporary enploynent services for conputer specialists,” in the
formof conputer consulting services provided on a tenporary
basis,* first occurred on May 21, 1989. Such date plainly is
prior to the Septenber 12, 1989 filing date of the application
which matured into registrant’s registration, although we further
find that, as proven by the invoice sent by MarTech to the John
Kordic Co., it is subsequent to registrant’s first use of the
mar k " RENT- A-NERD' in conjunction wth the actual rendering of

his "consulting services ... regarding the use and application of

1t is clear fromthe record that any difference between applicant’s
services as described in the application and those which he actually
renders is essentially one of semantics and not substance.
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conputers," which took place on April 15, 1989.% Neverthel ess,
as stated by the Board in Pagan-Lewis Motors, Inc. v. Superior
Pontiac, Inc., 216 USPQ 897, 899 (TTAB 1982):

It is well-settled that concurrent
rights arise where a party, in good faith and
wi t hout know edge of a prior party’'s use in
anot her area of the country, adopts and uses
the same or a simlar mark for the sanme or
| i ke goods or services within its own
geographi cal area with a neasure of
comer ci al success and public recognition and
wi t hout any confusion as to source. See:
Weiner King, Inc. v. Wener King Corp., 201

25

Both parties assert that, for priority purposes, they are entitled
to rely upon their earlier advertising uses of their respective "RENT-
A-NERD' marks. Specifically, applicant in effect seeks to tack the
March 14, 1989 use of his "RENT- A-NERD' mark on brochures which he
printed and began distributing to the date upon which he actually
started rendering his services under the mark. Likew se, registrant
essentially seeks to defeat the earliest date asserted by applicant by
tacking the use on fliers of the "RENT-A-NERD' and desi gn mark, which
regi strant commenced in Novenber 1988, to the proven date of the first
sale of his services under such mark. However, in order for a party
to rely upon advertising or other anal ogous service mark use for

pur poses of tacking such usage to the date of its actual or technical
service mark use, a party nust establish that its advertising or other
anal ogous use was "of such a nature and extent as to create public
identification of the ... termwith the .. . [party's] service."
T.A B. Systens v. PacTel Teletrac, 77 F.3d 1372, 37 USPQ2d 1879, 1881
(Fed. Cir. 1996). Here, the evidence presented by applicant utterly
fails to support the necessary inference of the creation of a public
identification of the mark "RENT-A-NERD' with the services offered by
appl i cant, since the evidence shows that applicant’s initial brochure
was distributed, as of May 21, 1989, to only two potential custoners
(M. Kosorukov and M. Datlow). Plainly, no show ng has been nmade
fromwhich it can be inferred that a substantial share of the
consum ng public for applicant’s services had been reached.

Simlarly, while registrant’s efforts at advertising appear to be
considerably nore extensive, it still seens problematic at best to
infer that, as of April 15, 1989 (or even as late as May 20, 1989),
the distribution of fliers inside packages sent to BGC custoners
constituted anything nore than a negligible portion of the rel evant
mar ket for conputer consulting services or that the consum ng public
had cone to identify the "RENT-A-NERD' and design mark with the

provi sion of such services by registrant. Accordingly, because, under
PacTel, "activities claimed to constitute anal ogous use nust have

[ had] substantial inpact on the purchasing public," 37 USPQd at 1882,
nei t her applicant nor registrant has presented legally sufficient
evidence to support his claimthat he is entitled to rely on anal ogous
service mark use to establish priority.
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USPQ 894 (TTAB 1979), nodified, 204 USPQ 820
(CCPA 1980); and Tie Rack Enterprises, Inc.
v. Tie Rak Stores, 168 USPQ 441 (TTAB 1970).

Here, nothing indicates that applicant’s adoption and act ual
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first use of the "RENT-A-NERD' mark for his services in the
Washi ngton, D.C. netropolitan area, prior to Septenber 12, 1989,
was anything other than in good faith and w thout know edge of
registrant’s prior use of basically the sane mark for essentially
the sanme services in Akron, Chio. |In view thereof, and since
applicant’s earliest actual use of his mark clearly was foll owed
by a neasure of commercial success and public recognition in his
| ocal i zed trading area, with no indication of any instances of
actual confusion, we hold that applicant has net the
jurisdictional requirenment for a concurrent use registration as
set forth in Section 2(d) of the Trademark Act.’*

This brings us to consideration of whether applicant,
in order to be entitled to a concurrent use registration and a
restriction of registrant’s registration, has satisfied his
burden of showing that there will be no |ikelihood of confusion
from cont enpor aneous use by the parties of their respective marks
in their respective geographical areas. Plainly, in light of the
substantial simlarity between such marks in appearance, their
identity in sound, meaning and conmercial inpression, and the
virtual identity of the conputer consulting services provided in
connection therewith, confusion as to source or sponsorship woul d
be likely if the parties were to render their services under
their marks in the sanme territory.

As our principal reviewing court, citing In re Beatrice
Foods Co., 429 F.2d 466, 166 USPQ 431 (CCPA 1970), indicated in
Gray v. Daffy Dan’s Bargai ntown, 823 F.2d 522, 3 USPQ2d 1306,

*® See footnote 6.
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1308-09 (Fed. Cir. 1987),% a concurrent use applicant nust not

only neet the statutory jurisdictional requirenent, but it nust

al so denpnstrate that there will

be no |likelihood of confusion

resulting fromthe parties’ contenporaneous use of their

respective marks in their respective geographi cal areas:

In Beatrice Foods, the court spoke of
the requirenment for an applicant’s | awful use

I n comrerce outside of the conflicting
claimant’ s area as being "jurisdictional in
nature." 429 F.2d at 473; 166 USPQ at 436.
Gray construes "jurisdictional" to mean that,
by showi ng such use, his "entitlenent"” to a
concurrent use registration is established.
Clearly, that is not the inport of the
court’s statenent. A valid application
cannot be filed at all for registration of a
mark without "lawful use in comrerce,” and,
where a claimis made of concurrent rights,
such use must begin prior to the filing date
of any application by a conflicting clainmant
to the mark. In this sense, the requirenent
IS "jurisdictional.” 15 U.S.C. 81052(d) ....

Beat ri ce Foods itself goes on to recognize

that this "jurisdictional” requirement is

only one of the "conditions precedent" which

muse [sic] be satisfied to establish

"entitlement"” to a concurrent use

registration:

The touchstone, however, is the
requirement that there be no
likelihood of confusion, mistake or
deception in the market place as to
the source of the goods resulting
from the continued concurrent use
of the trademark. Only in
satisfying this standard, can the
Patent Office be sure that both the
rights of the individual parties

and those of the public are being
protected.

27

In such case, the junior party and later user, Daniel R G ay,

sought concurrent use registration of a substantially identical mark

for

i denti cal
party and prior user,

court as "DDB").
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and closely related services to those of the senior
Daffy Dan’s Bargaintown (referred to by the
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Id at 473-74, 166 USPQ at 436. Thus, the
determ nation that Gay net the
"jurisdictional" requirenment does not
establish his "entitlenent"” to a concurrent
use registration. Gay was not "entitled" to
such regi stration unless he also satisfied
the "touchstone” requirenent of no |ikelihood
of confusion with DDB s use. Entitlenent
here turns on whether the board properly took
Into consideration the admtted current area
of actual use by the parties or whether the
board was required, as Gray asserts, to

di sregard Gray’s actual use because Gay does
not seek registration for his entire trading
ar ea.

Beatrice Foods did not address that
I ssue. | n Beatrice Foods, there had been an
overlap in use by the parties. However,
there, the parties worked out a settl enent
under whi ch each agreed to recogni ze and
honor the exclusive rights of the other in
separate areas of use. In other words, one
party obtained rights in the "overlap"” area,
and the other party expressly w thdrew from
that area to avoid confusion of the public.
In contrast, the record here shows, not
nmerely that the junior party inadvertently or
tenporarily entered into the senior party’s
territory, but that such use was continuing
at the time of the board s decision with no
agreenent between the parties that it would
cease.

W concl ude that the board’s
interpretation of the statutory provision is
correct. The issue of |ikelihood of confusion
in this concurrent use proceedi ng was
properly resol ved by | ooking at the
concurrent use applicant’s area of actual
use, not nerely the area "clainmed" in his
application. Thus, the exclusion of sone
geographic territory of use froma concurrent
use application does not restrict the
| i kel i hood of confusion inquiry required by
the statute. As this case illustrates, the
nere statenment by an applicant that a
registration is not sought for a particul ar
state or geographic area cannot be equated
wWith a representation that the applicant does
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not and will not use its mark in the area.
Here, there is no representation by Gay that
he will limt the scope of geographic use of
his mark or will take steps to prevent
confusion of the public. What is attenpted
here is sinply a mani pul ati ve use of the

regi stration systemto secure to Gay the
advant ages of registration with no
undert aki ng what soever to protect the public
fromconfusion. W see nothing in the
statute, nor in the "equities" to be resol ved
in a concurrent use proceedi ng, which
requires the Conm ssioner to limt the

| i kel i hood of confusion inquiry to the area
"claimed" by a concurrent use applicant.

Appl ying the above legal principles to the facts in
this proceeding, we concur with registrant that applicant, by
using his "RENT-A-NERD' mark in the State of GChio in connection
with essentially the same services as registrant’s |icensee
provides in the State of Chio under registrant’s "RENT-A- NERD"
and design mark, is precluded fromestablishing his entitlenent
to a concurrent use registration.® Similarly, and aside from
registrant’s testinony that tel ephone calls are received from al
over the United States on the 800-nunber used by his licensee, it
Is plain that the licensee’'s use of registrant’s mark in
connection with the business which it does for its clients in
Chi cago and Texas and applicant’s expansion of his sal es under

his mark to include the States of Illinois and Texas neke it

28

Regi strant, in his brief, raises the additional argunent that

appli cant "has not and cannot neet his burden of proof that no

I'i kel i hood of confusion exists" because the record shows that

applicant "admits that a |likelihood of confusion does exist."
Specifically, registrant stresses that applicant answered "yes" in
response to registrant’s Interrogatory No. 11, which asks: "Do you
contend that there is a likelihood of confusion anong consuners of the
services of the Applicant using the Applicant’s mark and the

Regi strant using the Registrant’s mark?" Registrant’s heavy reliance
thereon is devoid of any nmerit since the interrogatory, in viewof its
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| npossi bl e for applicant to show entitlenent to the concurrent
use registration he seeks. Applicant, as the party having the
burden of proof, has noreover neither denonstrated that his
rendering of services under his mark in Tol edo, Chio was an

I nadvertent or tenporary occurrence which will not be repeated,
nor has he shown that registrant’s |icensee, for exanple, has
ceased doi ng business under registrant’s mark in Chicago and
Texas. W hold, therefore, that this concurrent use proceeding
nmust be di ssolved. See, e.g., My Aching Back Inc. v. Klugman, 6
USPQ2d 1892, 1894 (TTAB 1988) [applicant failed to denonstrate
that confusion would not be |ikely since, anong other things,
"there is no indication in the record that applicant woul d not
use or advertise the mark in the territory of the registrant and,
in fact, the record denonstrates that applicant has nmade sone
sales in ... tw states that applicant concedes shoul d be
reserved for the registrant”].

Neverthel ess, in the event that our hol ding that
applicant cannot establish his entitlenment to a concurrent use
registration as a matter of law is reversed on appeal, we further
hol d that, at nost, applicant would be entitled, as a subsequent
user, to a concurrent use registration only for the Washi ngton,
D.C. netropolitan area and not, as specified in his application,
the entire United States with the exception of the State of Ohio.
We recognize, in this regard, that "a subsequent user’s rights

may not [necessarily] be limted to the area of actual use prior

lack of any territorial limtations, is clearly anbi guous.
Applicant’s answer thereto is thus of no probative val ue what soever
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to notice of the senior user’s rights (regardl ess of when that
may be deenmed to have occurred in this case) and that territoria
expansion by the | ater user even after |earning of the senior
user is not [necessarily] precluded as a matter of |aw'. Over
the Rainbow, Ltd. v. Over the Rainbow, Inc., 227 USPQ 879, 883
(TTAB 1985), citing Winer King, Inc. v. Wener King Corp., 615
F.2d 512, 204 USPQ 820, 829 (CCPA 1980) and A e Taco Inc. v.
Tacos A e, Inc., 221 USPQ 912, 915 (TTAB 1984).
However, "a party’s use in an expanded area after

I ssuance of an existing registration for that area constitutes

bad faith or unlawful use in the expanded area"” and such
party "is not entitled, as a matter of law, to registration for
t he expanded area.” Flem ng Conpanies Inc. v. Thriftway Inc., 21
UsPQ2d 1451, 1455 (TTAB 1991), aff’d, 809 F. Supp. 38, 26 USPQRd
1551, 1552-53 (S.D. Chio 1992). Specifically, as pointed out by
the district court (italics in original):

Thi s case concerns the scope of
concurrent registration, and the effect of
exclusive rights. The law is clear that once
a party obtains federal registration with
respect to a given mark, the registrant has
the exclusive right to use to the nmark
t hroughout the entire United States w thout
regard to the geographic area in which the
regi strant actually uses the mark. 4 d Dutch
Foods, Inc. v. Dan Dee Pretzel & Potato Chip
Co., 477 F.2d 150, 156 [177 USPQ 469] (6th
Cir. 1973); See In re Beatrice Foods Co.,
429 F.2d 466, 472-73 [166 USPQ 431] (CCPA
1970); Dawn Donut v. Hart’s Food Stores,
Inc., 267 F.2d 358, 362-63 [121 USPQ 430 ]
(2d Gr. 1959) .... Thus, a registrant has
rights to the exclusive use of the mark even
in areas where it does not conduct any
business. dd Dutch Foods, 477 F.2d at 156;
Dawn Donut, 267 F.2d at 362-63 ....
Consequently, a junior user in a territory
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subject to another’s registration, could not
obtain registration for the mark in that area
while the registrant’s federal registration
was in effect. Action Tenporary Services v.
Labor Force, Inc., 870 F.2d 1563, 1565 [10
UsPQd 1307] (Fed. Gr. 1989); A d Dutch
Foods, 477 F.2d at 156, 157, In re Beatrice
Foods Co., 429 F.2d 466, 472-73 [166 USPQ
431] (CCPA 1970); John R Thonpson Co. v.
Hol | onay, 366 F.2d 108, 114-116 [ 150 USPQ
728] (5th Cr. 1966); see Dawn Donut, 267
F.2d at 362.

Al t hough the registration of a mark

grants the registrant nati onw de protection,
a party who qualifies may obtain concurrent
use registration for the sane mark under
Section 2(d) of the Lanham Act ....
In applying this section and the appllcable
precedent to the facts of this case, we nust
conclude that the Plaintiff is not entitled
to registration in the expanded territory.

A party is entitled to concurrent use
regi stration covering a given territory, if
that party has "lawfully" used the mark in
that territory froma period prior to any
other registration of that mark. /d; Action
Tenporary Services v. Labor Force, Inc., 870
F.2d 1563, 1565 [10 USPQ2d 1307] (Fed. Cir
1989). Thus, unless the Plaintiff has been
"lawful |y using” the mark in the expanded
territories since before the Defendant
obtai ned federal registration covering that
area, it is not entitled to concurrent
registration there. W conclude that the
Plaintiff’s use was not a "lawful" use within
t he neani ng of the Lanham Act, and thus, the
Plaintiff is not entitled to concurrent
registration in the expanded area.

A "lawful use" is the use of a mark in
connection wth goods or services in a
territory not covered by another party’s
registration. [/d at 1566. As the TTAB
concluded, the Plaintiff "comenced use in
t he expanded territory, after issuance of
[the Defendant’s] registration which included
the expanded territory."” Flenm ng Conpanies
v. Thriftway, Inc., 21 U S P.Q 2d (BNA) 1451,
1455 (1991). Gving the TTAB due deference
on such questions of fact, ... we conclude
that the Plaintiff did not use the mark in
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t he expanded territory at any tinme prior to

the Defendant’s registration. The Plaintiff

Is thus, not a "lawful user"” within the

nmeani ng of the Lanham Act, and does not

qualify for concurrent registration in the

expanded territory. .

The sane is likewise true with respect to the parties
in this proceeding. Registrant received his registration on June
19, 1990, yet the record shows that applicant did not expand his
sal es beyond his initial custoners in the Washington, D.C
nmetropolitan area until, at the earliest, late 1991, when his
busi ness rendered conputer consulting services on a tenporary
basis to custoners in California and South Carolina.

Finally, aside fromthe above, the equitable
considerations in this proceeding strongly favor all ow ng
registrant to retain his registration for all of the United
States, with the exception of the Washi ngton, D.C. netropolitan
area in which applicant, in good faith and w t hout know edge of
registrant’s rights, first used and established a busi ness under
the "RENT- A-NERD' mark. Registrant, as shown by the record, was
the first to adopt and use the term "RENT- A-NERD' as part of his
mark; he was the first to advertise and pronote his mark; he was
the first to register his mark; he was the first to receive
publicity for his business under the mark; he has fornul ated
definite plans to franchi se such a business nationally; and his
| i censee has expanded the use of the nark.

Applicant, by contrast, is not only the subsequent user

(al though by just slightly over one nonth) of his "RENT-A- NERD

mark, but he has primarily limted the advertising of his
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services under such mark to weekly display ads in the Washi ngton
Post and occasi onal advertisenments in other newspapers and
publications in the Washington, D.C. netropolitan area. Although
applicant, due to the self-deprecating or stereotypically

hunor ous nature of his mark, has fortuitously received national
publicity for his business in an article which ran in the Wall

Street Journal on April 10, 1991 and has simlarly garnered

further regional exposure for the "RENT-A-NERD' nane beyond the
Washi ngton, D.C. netropolitan area as a result of an Associ ated
Press story which appeared in the nedia during the period from
Oct ober 8 through 10, 1992, such instances have been isol ated and
limted occurrences which took place nore than six years ago. By
conparison, the bulk of the publicity received by applicant for
hi s "RENT- A-NERD' tenporary conputer consulting services has
taken the formof articles which have appeared in newspapers and
ot her publications originating in the Washi ngton, D.C.
nmetropol i tan area.

Furthernore, while applicant, |ike registrant, has also
expanded his territory of use, there is virtually no information
as to the extent of the parties’ sales under their respective
mar ks and, in the absence thereof, there is nothing which
I ndi cates that applicant’s subsequent expansion of his sales
outside of the Washington, D.C. netropolitan area has anounted to
anyt hi ng ot her than occasional, sporadic or haphazard
occurrences. Cearly, nothing has been shown which would tend to
establish the existence of a natural area of expansion for

applicant’s services under his mark. Thus, the equities, as well
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as the law, dictate that applicant, had he otherw se denonstrated
that no |ikelihood of confusion would result from contenporaneous
use of the parties’ marks for their conputer consulting services,
woul d be entitled at nbost to a concurrent use registration which
is limted to the Washington, D.C. netropolitan area, wth
registrant’s regi stration being correspondingly restricted to al
of the United States with the exception of such area.

Deci sion: This concurrent use proceeding is dissolved
wi th prejudice and issuance of a concurrent use registration to

applicant is refused.

T. J. Quinn

G D. Hohein

P. T. Hairston
Adm ni strative Trademark Judges,
Trademark Trial and Appeal Board
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