TH'S DI SPCSI TION IS NOT

Cl TABLE AS PRECEDENT OF THE TTAB May 27, 1997
Hear i ng: Paper No. 19
July 25, 1996 TJQ

U. S. DEPARTMENT OF COMVERCE
PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

In re Caterpillar Inc.

Serial No. 74/404, 325

Andrew Hart man of Sachnoff & Waver, Ltd. for applicant.

David H Stine, Trademark Exam ning Attorney, Law Ofice 103
(Kat hryn Erski ne, Managi ng Attorney).

Bef ore Seeherman, Qui nn and Hairston, Admnistrative
Trademar k Judges.

Opi nion by Quinn, Adm nistrative Trademark Judge:

An application has been filed by Caterpillar Inc. to

regi ster the matter shown bel ow
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for "tractors for earth noving, earth conditioning and

mat eri al handling; and undercarriage for such tractors."1?
Applicant clains that the applied-for mark has acquired

di stinctiveness as provided by Section 2(f) of the Act.2

The application includes the follow ng description of the
mark: "The mark consists of the configuration of a
continuous crawer track with an el evated drive sprocket and
idler wheels therefor."” The application also indicates that
"[t]he outline of a tractor, depicted in dotted lines, is
not a part of the mark."

The Trademark Exam ning Attorney has issued a final
refusal under Sections 1, 2 and 45 of the Act on the ground
that the proposed mark is de jure functional. Further, the
Exam ning Attorney nmaintains that if the configuration
desi gn sought to be registered is not de jure functional,
the evidence submtted in support of its Section 2(f) claim

is insufficient to prove that the configuration design has

1Application Serial No. 74/404,325, filed June 22, 1993,
alleging a date of first use anywhere of August 1972, and a date
of first use in comerce of July 1978.

2Despite the claimof acquired distinctiveness that was made
much earlier in the prosecution of this application, applicant,
inits reply brief, contends that the matter sought to be
registered is inherently distinctive, now couching acquired

di stinctiveness in ternms of an alternative claim See:
Trademar k Manual of Exami ning Procedure, 8§ 1212.02(c). Suffice
it to say that applicant early on abandoned its claimthat the
applied-for mark is inherently distinctive. Rather, applicant
has contended that its design has acquired distinctiveness.

Mor eover, when this Section 2(f) claimwas made initially, and
t hen throughout the prosecution, the claimwas not advanced as
an alternative claim In any event, given our view on the
functionality of applicant's design, we need not consider the

i ssue of inherent distinctiveness.
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acquired distinctiveness as a trademark for applicant's
goods.

When the refusal was nade final, applicant appeal ed.
Applicant and the Exam ning Attorney have filed briefs and
both were present at an oral hearing held before the Board.

Bef ore considering the nerits, we first turn to address
sone evidentiary points. Trademark Rule 2.142(d) provides
that the record in the application should be conplete prior
to the filing of an appeal, and that the Board w ||
ordinarily not consider additional evidence filed after the
appeal is filed. Applicant's briefs on the case are
acconpani ed by several exhibits. Sonme of the exhibits were
subm tted during the prosecution of the application and,

t hus, properly formpart of the appeal record; others,
however, were not tinely submtted. Accordingly, Exhibit E
attached to the appeal brief has not been consi dered.

Further, the excerpts fromthe Oficial Gazette which are

attached to the reply brief have not been consi dered.
Applicant also submtted with its reply brief a copy of
an unpublished final decision of the Board. Further, in a
"suppl enental filing" on May 13, 1996, applicant submtted
anot her one of the Board's unpublished final decisions.
Deci sions which are not designated for publication are not
citable as precedent, even if a conplete copy of the
unpubl i shed decision is submtted. General MIIls Inc. v.
Heal th Val |l ey Foods, 24 USPQ 1270, 1275 n. 9 (TTAB 1992).

See also: Trademark Trial and Appeal Board Manual of
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Procedure, 8 101.03. Accordingly, the decisions submtted
by applicant are not citable as precedent of the Board.
Applicant proffered, at the oral hearing, a bookl et
captioned "Sunmmary of Rel evant Docunents" nunbered 1-9.
After reviewing the record, we agree with the Exam ning
Attorney's statenment at the oral hearing that only docunents
1-4 were properly made of record. W, of course, have
considered themin reaching our decision in this case.
However, docunents 5-9 were not properly introduced and,
accordingly, these materials have not been consi dered.
Lastly, three nonths after the oral hearing, applicant
subm tted, on Cctober 21, 1996, yet another "suppl enent al
filing." This Exhibit A consists of excerpts fromthe

Oficial Gazette. Again, for the reason indicated above,

this subm ssion is untinely under Trademark Rul e 2.142(d)
and, thus, the evidence has not been consi dered.

In ruling on these evidentiary matters, we hasten to
add that even if the excluded materials were considered, we
woul d reach the sanme result on the nerits of this case.
Wth respect to applicant's argunents based on past Ofice

practice as evidenced by the Oficial Gazette, suffice it to

say that each case nust turn on its own particular set of
facts. This is especially true in these types of cases.

See: 1 J. T. MCarthy, McCarthy on Trademarks and Unfair

Conpetition, 8 7:73 (4th ed. 1996) ["Each case of all eged

functionality will present a unique set of facts not easily
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di sposed of either by sweeping generalities or precise |egal
rules."].

We now turn to the merits. Applicant concedes that its
"design is functional to a certain extent" (reply brief, p.
7), but that the design is only de facto functional, and not
de jure functional. Applicant contends, therefore, that its
configuration design is registrable, and that the
configuration has acquired distinctiveness under Section
2(f) of the Act. Applicant has submtted the affidavit of
Laurie Huxtable, applicant's assistant secretary. Applicant
al so has introduced numerous other docunents, including a
utility patent and a design patent, both owned by applicant
(both relating to the goods listed in the present
application, and both now expired), other patents, product
brochures, pictures of conpetitors' goods and an excerpt
from a newspaper

The Exam ning Attorney contends that the design sought
to be registered is de jure functional and, therefore,
unregi strable. The Exam ning Attorney further contends that
even if the design is only de facto functional, the evidence
of acquired distinctiveness is insufficient for
registrability. The Exam ning Attorney has relied upon
applicant's expired utility patent, as well as applicant's
product literature, maintaining that these materials show

the purely utilitarian nature of applicant's product.
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FUNCTI ONALI TY

| nasnmuch as applicant clains that its configuration
design is de facto functional, we think that brief nention
is in order of the basic difference between de facto
functionality and de jure functionality.

De facto functionality essentially neans that the
design of a product has a function. De jure functionality,
on the other hand, neans that the product is in its
particul ar shape because it works better in this shape. In
re R M Smth, Inc., 734 F.2d 1482, 222 USPQ 1, 3 (Fed G r
1984) .

As has been stated in previous cases, if the design of
a product is so utilitarian as to constitute a superior
design which others in the field need to be able to copy in
order to conpete effectively, it is de jure functional and,
as such, is precluded fromregistration for reasons of
public policy. That is, "...'functionality' is determ ned
inlight of "utility', which is determned in |ight of
"superiority of design', and rests upon the foundation
"essential to effective conpetition'...." In re Mrton-
Norwi ch Products, Inc., 617 F.2d 1332, 213 USPQ 9, 15 (CCPA
1982). Four evidentiary factors were discussed inlInre
Morton-Norwi ch, Inc., supra, as being useful in
denonstrating such de jure functionality: (1) a utility
patent that discloses the utilitarian advantages of the
design, (2) advertising material in which the originator of

the design touts its utilitarian advantages, (3) facts
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tending to establish the unavailability to conpetitors of
alternative designs, and (4) facts indicating that the
design results froma conparatively sinple or cheap nethod
of manufacturing the product. See also: In re Wber-Stephen
Products Co., 3 USPQ2d 1659 (TTAB 1987); In re Honeywel |
Inc., 8 USPQ2d 1600, 1603 (TTAB 1988); and In re American
Nati onal Can Co., 41 USPQ2d 1841 (TTAB 1997).

Wth respect to the first factor, applicant readily
admts that it owed a utility patent (No. 3,828,873)
covering a "high drive-track-type vehicle" (that is, the
sane types of tractors with undercarriages as those invol ved
herein), and a design patent (No. 230,300) covering "track
assenbly", both now expired.:?3

The utility patent is helpful in shedding Iight on the
utilitarian aspects of applicant's configuration design.

The "background of the invention" is set forth as foll ows:

Conventional track-type tractors
conprise a generally elliptically-shaped
endl ess track assenbly nounted on a
front idler and a rear drive sprocket.
The drive sprocket performnms the conbi ned
functions of driving the track assenbly,
supporting a substantial portion of the
tractor's weight and absorbi ng | oads
i nposed on the vehicle during operation
of attached work inplenents. In
addition, the drive sprocket is
positioned cl osely adjacent to ground
|l evel to thus subject it to wear and
damage. The wrap angl e about the

3SThe fact that the patents are expired is of no significance for
pur poses of our analysis. See, e.g., Best Lock Corp. v. Schl age
Lock Co., 413 F.2d 1195, 162 USPQ 552 (CCPA 1969), and In re
Shenango Ceramics, Inc., 362 F.2d 287, 150 USPQ 115 ( CCPA 1966)
[the court considered utility patents that were expired].
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sprocket approxi mates 180°, which tends
to excessively |load a substantial nunber
of track bushings and pins during
vehi cl e operation.

Attenpts have been nmade to provide
triangul arly-shaped track assenblies
with a drive sprocket which is
positioned vertically above front and
rear idlers...To date such prior art
track-type vehicles have failed to
repl ace conventional track-type
tractors, of the type nentioned above,
in the commercial nmarket place.

The "summary of the invention” is also illum nating:

An object of this invention is to
provi de a track-type vehicle which has
its final drive systemsufficiently
el evated to protect it agai nst damage,
has a power train to the drive system
whi ch is non-conplex and which is
di sposed in the vehicle for optinmm
per f ormance, and whi ch exhi bits high
degrees of working efficiency,
structural integrity, stability and
operator visibility. The vehicle
conprises a main frame having a pair of
| ongitudinally spaced idlers rotatably
nmount ed on each side thereof. A drive
sprocket is rotatably nounted directly
on each side of the frane, between a
respective pair of the idlers, and is
positioned vertically above and
substantially closer to a first idler of
such pair of idlers than to a second
idler thereof. An endless track
assenbly, having the general shape of a
scal ene triangle, is positioned on each
side of the frame and is entrai ned about
a respective one of the drive sprockets
and pair of idlers. A suspension neans,
i ncludi ng a bogey system is nounted on
the frame to engage the track assenbly,
between the first and second idlers.

The clains in the utility patent include the foll ow ng:

...a pair of longitudinally spaced
idlers rotatably nounted on each end of
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each subframe, a drive sprocket

rotatably nmounted directly on each side

of said main franme and positioned

| ongi tudinally between and vertically

above a respective pair of idlers and

further positioned substantially closer

to a first idler of such pair of idlers

than to a second idler thereof, an

endl ess track assenbly, having the

general shape of a scalene triangle,

positioned on each side of said main

frame and entrai ned about a respective

one of said drive sprockets and pair of

idlers,...
We also note that the utility patent (specifically, colums
3-6) specifies that the overall geonetry of the
configuration design (and, thus, its appearance), nust
remai n substantially within the paraneters established by
the depicted enbodinent in order to maintain its functiona
utility and to avoid interference with the other aspects of
t he vehicle' s operation.

The fact that the utility patent discloses the
utilitarian advantages of applicant's el evated sprocket
configuration design is strong evidence of the de jure
functionality of the configuration in which applicant
all eges trademark significance. 1In re Bose Corp., 772 F.2d
866, 227 USPQ 1 (Fed. Cir. 1985). It is inmportant to
remenber here that the utility patent was applied for and
regi stered by the sanme entity which now asserts trademark
significance in the sanme configuration design. The utility
patent di scloses that the el evated sprocket configuration
design is an inprovenent on, and is superior to,

conventional elliptical-shaped designs. This design, as
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described in the utility patent, and as touted by applicant
inits literature, is superior to that of conventi onal
tractors where the drive sprocket is positioned closely

adj acent to the ground, thereby subjecting it to wear and
damage. Applicant's el evated sprocket configuration design,
on the other hand, offers significant utilitarian advantages
such as reduced wear and stress.

The exi stence of a design patent, while sone evidence
of non-functionality, is not alone sufficient evidence.

See: R M Smth, supra; In re Anerican National Can Co.
supra; and In re Vico Products Manufacturing Co., 229 USPQ
364 (TTAB 1985). The drawing in the design patent (that is,
figures 1 and 5) is substantially identical to the draw ng
in the present application. |In the design patent, applicant
clains "[t]he ornanental design for a track assenbly." The
fact that a configuration design is the subject of a design
patent, as in this case, does not, without nore, establish
that the design is non-utilitarian and serves as a
trademark. Here, this evidence is clearly outweighed by the
ot her evidence of record showi ng the great degree of utility
reflected in applicant's configuration design.

In connection with its nowexpired patents, applicant
makes the argunent that, in the tinme since the patents have
expired, no one else in the industry has adopted the
el evated sprocket track-type design for its tractors. W
can only speculate as to why this is so. Applicant would

have us conclude that this shows that if conpetitors

10
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considered applicant's design to be superior, then others in
the i ndustry woul d have adopted the design for their own
conpeting tractors. The Exam ning Attorney posits, on the
ot her hand, that the utility patent only recently expired
(1991), and that the manufacturing of new heavy machi nery
requi res |l engthy periods of research and devel opnent. The
Exam ning Attorney also points to the fact that since
applicant, by way of the present application, continues to
assert rights in the configuration design, then perhaps
conpetitors are unwilling to get into a dispute with the
industry leader. O, it my well be that, as applicant
asserts, the elevated sprocket design is nore costly to
manuf acture, thereby making it less attractive for
conpetitors to make. Still another reason for the | ack of
adoption of the design by conpetitors may be their view that
the I evel of sales of elevated sprocket tractors does not
justify, despite the functional superiority of opposer's
design, a redesign of their own conventional tractors.
What ever the reason, although no one in the industry
apparently has copied the el evated sprocket configuration
design, this fact is outweighed by the clear evidence of
functionality of the configuration.

The second evidentiary factor concerns any adverti sing
materials that tout the utilitarian advantages of the
configuration. Applicant recognizes that its literature

mentions the utilitarian advantages of the configuration

11
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design, but contends that such clains are nere "puffery” and
are "self-serving."
The foll ow ng statenents appear in the various
i nformational and pronotional materials submtted by
appl i cant:
Wiy was the sprocket el evated?

One reason was to extend power train
conponent life. Final drives, steering
clutches and brakes are relieved of al
vertical shock | oads from ground
contact, roller frame alignnent | oads,
and drawbar and dozer i npl enent | oads.
In fact, results from an extensive high
hour survey (average service neter units
was 14,191 SMJ) showed that the
simlarly-designed D10's average fi nal
drive life had doubled and steering
clutch/brake life had nearly tripled
conpared to the conventionally designed
DOH.  Final drives are also | ess exposed
to the abrasive materials found at
ground level. And el evated sprockets
al l ow for the suspended undercarri age
whi ch inproves ride and traction. Yet
anot her advantage is that final drives
can be inspected and sone gears and
beari ngs replaced w thout breaking the
track.

*kkkk*

El evat ed Sprocket Design--Positioned
above the high inpact and high wear
environment, elevated final drives carry
only the torque | oading stresses and are
effectively isolated fromthe shock

| oads of inplenent, ground inpact, and
roller frame alignnent...the high wear
conditions normally encountered with
conventional |l y designed craw ers.

Kk kk*

12
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El evat ed sprocket design neans extended
power train conponent life. Fina
drives, steering clutches and brakes are
relieved of all (1) vertical shock | oads
fromground contact, (2) roller frane

al i gnnent | oads and (3) drawbar and
dozer inplenment |oads. Raised sprocket
al so neans that final drives are |ess
exposed to the abrasive materials that
traditionally | odge between sprocket
teeth and bushings...and to the water
and nud that can freeze and cause fi nal
drive failure.

*kk k% *

El evat ed sprocket design renoves fi nal
drives fromthe work platformand from
roller frame alignnent shock | oads for
ext ended power train life.

*kk k%%

El evat ed sprocket design renoves fi nal
drives fromwear environnment and reduces
shock | oadi ng for extended power train
life.

*kk k% *

...the D8BL SA' s advanced design gives it
several i1nportant advantages over | ow
sprocket tractors. Advantages that add
up to nore production with greater fuel
efficiency.

*kk k% *

El evated final drive and sprocket
renmoves shock | oads and i npl enment | oads
t hat cause gear and bearing

m salignment. And they're out of reach
of water and nud--I|ess abrasive wear,

| ess damage to seals, and | onger
productive life in all conponents. Plus
the final drive nodul es can be renoved
individually in the field...by only
breaki ng the track.

13
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As shown by the above excerpts, applicant's own
pronotional materials tout the utilitarian advantages of its
el evated sprocket, and it is the el evated sprocket which
dictates the configuration design that applicant seeks to
regi ster. Rather than showi ng that the configuration design
serves to distinguish source, this advertising touts the
design for its desirable, superior utilitarian qualities.
Thus, contrary to applicant's position, we find that this
evi dence supports functionality. 1In re Bose Corp., supra;
In re Bio-Mdicus, Inc., 31 USPQ@d 1255 (TTAB 1993); In re
Babi es Beat, Inc., 13 USPQ2d 1729 (TTAB 1990); and In re
Wtco Corp., 14 USPQd 1557 (TTAB 1989).

Wth respect to the third evidentiary factor, that is,
the availability to conpetitors of alternative designs,
applicant contends that the evidence of conpetitors' uses of
different track-type tread designs for their tractors shows
that "the alternative designs are equal to, or even
superior” to applicant's design. The Exam ning Attorney
acknow edges that there are alternative designs, but that
"all of the alternatives are of conventional elliptical
track design, which the current record clearly establishes
as functionally inferior”™ to applicant's configuration. The
Exam ning Attorney nmai ntains that applicant has not
furni shed any evidence that there are alternative designs
"whi ch neet or exceed the enhanced performance |evels of the

i nstant configuration.”

14
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We agree with the Exam ning Attorney's assessnent. W
initially note that the alternative designs nmade of record
by applicant are all nerely variations of a single basic
design, that is, the conventional elliptical track design
See: G eenhouse Systens Inc. v. Carson, 37 USPQ2d 1748,
1754 (TTAB 1995). W also find applicant's argunent that
"the alternative designs are equal to, or even superior" to
applicant's design rings hollowin view of its own touting
to the contrary in pronotional materials. @ ven the
utilitarian advantages of applicant's configuration (one
need only believe applicant’'s own statenents in its
pronotional materials), this configuration, the triangul ar
shape of which is dictated by the el evated sprocket, is the
best, or at |east one of a very few superior designs for its
functional purpose. Thus, it follows that conpetition is
hi ndered. That is to say, the conventional elliptical
configurations used by others in the industry, if applicant
is to be believed, do not work equally well; therefore, a
regi stration granted to applicant would seriously interfere
with the right to conpete. |In other words, the availability
of this particular elevated sprocket configuration is
"essential to effective conpetition.” In re Mirton-Norw ch
supra. A finding of de jure functionality does not require
a total elimnation of conpetition. It is sufficient that
the design applicant seeks to register is one of a few
superior designs, or that the nunber of alternative designs

islimted. In re Bose Corp., supra at 5-6

15
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The final factor in our analysis focuses on whet her
applicant's configuration design is the result of a
conparatively sinpler or cheaper nethod of manufacturing.
Appl i cant asserts that its tractors with the el evated
sprocket configuration design are nore costly to nmanufacture
than tractors with traditional elliptical track
configurations, and that applicant incurred substanti al
research and devel opnent costs in the design of the
configuration.

We initially note that applicant's claimthat its
tractors with the el evated sprocket configuration design are
nmore costly to manufacture is unsupported by any evi dence of
record. In this regard, Ms. Huxtable's affidavit is
conpletely silent on this point. Further, even if it is
true that tractors with the el evated sprocket configuration
design are nore costly to manufacture than tractors with
conventional elliptical track designs, this does not nean
that the design is not de jure functional. As noted above,

t he conventional track designs lack the utilitarian

advant ages of applicant's design--thus, such a conparison in
terms of cost is not probative. That is to say, there is
nothing in the record regardi ng the manufacturing costs of
any alternative designs that can performthe sane
utilitarian function equally well.

Consi deration of the above factors convinces us that
this case falls squarely within the paraneters of the public

policy rational e behind the functionality doctrine--

16
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trademark | aw shoul d not provide a neans to achieve
perpetual utility patent protection. Here, applicant owned,
until 1991, a utility patent covering the el evated sprocket
configuration design. Two years after the utility patent
expired, applicant filed the instant application to register
the sanme configuration as a trademark. To allow

regi stration here essentially would hinder conpetition:

The functionality doctrine prevents
trademark | aw, which seeks to pronote
conpetition by protecting a firms
reputation, frominstead inhibiting
legitimate conpetition by allow ng a
producer to control a useful product
feature. It is the province of patent

| aw, not trademark |aw, to encourage
invention by granting inventors a
nmonopol y over new product designs or
functions for alimted tine, 35 U S.C
88 154, 173, after which conpetitors are
free to use the innovation. If a
product's functional features could be
used as trademarks, however, a nonopoly
over such features could be obtained

wi thout regard to whether they qualify
as patents and coul d be extended forever
(because trademarks may be renewed in
perpetuity).

Qualitex Co. v. Jacobson Products Co., 115 S.C. 1300, 34
UsSPQed 1161, 1163 (1995).

In sunmary, we find that the continuous craw er tracks
of applicant's tractors are in the configuration sought to
be regi stered here because such configuration was found to
be the design which works best. Analysis of the Mrton-
Norw ch factors shows that the configuration is de jure

functional. Although there are points in applicant's favor

17



Ser No. 74/ 404, 325

(the design patent and all eged higher cost of manufacture),
they are not persuasive of a contrary finding. Gven the
expiration of applicant's utility patent for its goods, the
touted superiority of applicant's el evated sprocket design,
and the lack of alternative designs that work equally well,
we conclude that in order for others to conpete effectively,
they nust be permtted to copy applicant's "configuration of
a continuous crawer track with an el evated drive sprocket
and idler wheels therefor."

In view of the above, we find that the configuration
desi gn sought to be registered by applicant is de jure

functi onal

DI STI NCT1 VENESS

A de jure functional design may not be registered
regardl ess of any evidence of acquired distinctiveness.
Al t hough we have found that the matter sought to be
regi stered by applicant is de jure functional, we
nonet hel ess now consi der the Section 2(f) evidence in the
event that applicant's design is ultimately found to be only
de facto functional and, thus, registrable. Applicant, as
t he one seeking federal trademark registration under Section
2(f), has the burden of proving acquired distinctiveness.
Yamaha I nternational Corp. v. Hoshino Gakki Co., 840 F.2d
1572, 6 USPQ2d 1001, 1006 (Fed. Cir. 1988).

18
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Applicant has relied upon the affidavit of Laurie
Huxt abl e, applicant's assistant secretary, who states, in
pertinent part, the follow ng:

Since the introduction to the
el evat ed sprocket design undercarriage
for cramer tractors in 1978,
Caterpillar's advertising expenditures
fromthe years 1978 through 1989
exceeded $100 billion. This advertising
expendi ture included specific product
advertising and full |ine adverti sing,
national and international nagazi ne
advertising, regional advertising,
catal ogs, and literature, and all other
means of advertising. Applicant's
el evat ed sprocket design undercarriage
crawl er tractors would be featured in
many of such advertising materials.
Further, applicant's products, including
its track-type tractors are shown at
various industry trade shows each year.

During the years 1982-1993, sales
of the new el evated sprocket track-type

tractors were 99,993 units. In the
United States, 43,492 of such tractors
wer e sol d.

Appl i cant has been the only
manuf acturer to market an el evated
sprocket undercarriage tractor since the
introduction in 1978. In the 16 years
of marketing of such tractors, the
uni que triangul ar shape track and
undercarriage configuration has acquired
distinctiveness in the mnds of the
consum ng public such that whenever a
tractor with this configuration of
undercarriage i s seen, the source of
such tractor is known to be the
appl i cant.

Ms. Huxtable also states that since the expiration of
applicant's design patent for an el evated sprocket track

assenbly expired in 1988, "I amnot aware of any conpetitor

19
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who has manufactured a track assenbly simlar to that shown
in the expired design patent."”

The evidence set forth by Ms. Huxtabl e does not
persuade us that purchasers of tractors have cone to view
"the configuration of a continuous crawler track with an
el evated drive sprocket and idler wheels therefor"” as a
trademark for applicant's goods. Although the sales figures
woul d indicate that applicant has enjoyed success with its
tractors, the figures do not denonstrate that the
configuration has acquired distinctiveness.4 Simlarly,
applicant's advertising expenditures, while very inpressive,
are nmerely indicative of its efforts to sell its goods, but
are not determ native of whether the efforts have resulted
in recognition of the configuration as a trademarKk.

Wth respect to the advertising, it is particularly
noteworthy that the advertising figure in Ms. Huxtable's
affidavit woul d appear to cover advertising expenditures for
the full line of applicant's products, and not advertising
specifically featuring the el evated sprocket track-type
tractors. Thus, it is not clear how nuch of the
expenditures relate to just the el evated sprocket track-type
tractors. Further, absent fromall of applicant's
advertising of record is any pronotion of the configuration

design as an indication of the source of its tractors.

‘W al so note, parenthetically, that |ess than half of
applicant's el evated sprocket track-type tractors were sold in
the United States.

20
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Rat her, as indicated above, the advertising, to the extent
that it refers to the el evated sprocket design
configuration, pronotes the functional advantages of that
design. See: Thomas & Betts Corp. v. Panduit Corp., 65
F.3d 654, 36 USP@d 1065, 1071-72 (7th Cr. 1995). The fact
that applicant may be the only one in the trade to utilize
an el evated sprocket track-type tractor design, while a fact
to be considered, is not dispositive.

Applicant also has relied upon the obituary of WIIliam
Nauman, a former chief executive officer and chairman of the
board of directors of applicant. The obituary appeared in

the May 10, 1995 edition of The New York Tines. The

obituary reads, in pertinent part, that during M. Nauman's
tenure, "Caterpillar introduced a distinctive track design
for its bulldozers especially adapted to rough terrain."”
(enphasi s added) Applicant contends that this was seen by
tens of thousands of readers of the newspaper.

We clearly do not place the significance on this
evi dence that applicant does. Firstly, it is very
guestionabl e how many rel evant purchasers ever even saw this
statenment, appearing as it does in the obituaries section of
a newspaper. And, in any event, the nere nention of a
"distinctive" design in a single obituary hardly is
probative that the specific design sought to be registered

has becone distinctive in the mnds of relevant purchasers.>

5I't al so should be noted that, by relying on the obituary,
applicant essentially is asking the Board to nake vari ous
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We al so agree wth the Exam ning Attorney that sone of the
information, including the "distinctive" statenment, would
appear to have been supplied by applicant itself. 1In that
connection, in the very next line to that quoted above, the
obituary goes on to read as follows: "That design, still in
use, continues to contribute to Caterpillar's grow ng market
share, the conpany said." (enphasis added) Thus, given that
applicant itself may well have supplied the term
"distinctive" relative to its track design, this evidence
has little probative value. W hasten to add that even if
authored by a witer at the newspaper, the evidence renmains
of scant probative val ue.

In sum there is little in this record upon which to
base the conclusion urged by applicant that rel evant
purchasers have cone to perceive and understand the
configuration design sought to be registered as a
di stinctive source indicator. To be clear on this point, we
enphasi ze that the record is devoid of probative evidence
t hat anyone other than one of applicant's officers views the
configuration design as a trademark for applicant's
tractors.

Decision: The refusal to register on the ground that
applicant's configuration design is de jure functional is
affirmed. We also affirmthe refusal that even if the

configuration design were capable of functioning as a mark,

assunptions, including that the "distinctive" design nentioned
in the obituary refers to the specific design sought to be
regi stered here, and not to another one of applicant's designs.
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applicant's evidence of acquired distinctiveness is
insufficient to establish that the configuration design has

becone distinctive through use in commrerce.

E. J. Seeherman

T. J. Quinn

P. T. Hairston
Adm ni strative Trademark Judges
Trademark Trial and Appeal Board
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