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Opi ni on by Hohein, Adm nistrative Trademark Judge:

Gardenlife, Inc. has filed an application to register
the mark "GARDENLI FE' for "living plants and trees, flower and
veget abl e seeds for agricultural and horticul tural purposes sold
excl usively through applicant's own proprietary mail order
busi ness” in International Class 31 and "retail and whol esal e
distributorship [services] featuring gardening supplies,

plants[,] trees and seeds; and mail order catal og services
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featuring gardening supplies[,] plants, trees and seeds" in
I nternational C ass 42.1

Regi stration has been finally refused under Section
2(d) of the Trademark Act, 15 U. S.C 81052(d), on the ground that
applicant's mark, when applied to its goods and services, soO
resenbl es the foll ow ng marks, which are registered for the
i ndi cated goods, as to be likely to cause confusion, m stake or

decepti on:

(1)(a) the mark "GARDENLI FE' and desi gn

/ N
Gardenlie

A

which is registered for "plastic hose
fittings and connectors” in International
Class 17 and "water sprinklers and sprayers
for lawn and garden use; [and] cl eaning
brushes” in International O ass 21;2 and

(b) the mark "GARDENLI FE," which is
owned by the sane registrant as the above
mark and is registered for "water sprinkling
units for use in gardening, floriculture and
horticulture, nanely, static, rotating,
swi ngi ng and pul se sprinkl ers; spinning

1 Ser. No. 74/366,357, filed on March 9, 1993, which for both classes
al l eges dates of first use of May 1, 1984.

2 Reg. No. 1,315,752, issued on January 22, 1985, which for both
cl asses sets forth a date of first use anywhere of 1969 and a date of
first use in comerce of August 1974; conbined affidavit 888 and 15.
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sprinklers; spraying sprinklers; and | ances
for sprinkling pipes" in International C ass
11 and "nonnetallic reel for flexible hoses,
connectors and fittings of plastic materi al
for flexible hoses" in International C ass
20; 3 and

(2) the mark " GARDENLI FE," as depicted
in the stylized format shown bel ow,

GARDENLIFE

which is owned by a different registrant and

is registered for "fertilizers" in

International Class 1.4

Regi stration has al so been finally refused on the
ground that the catal ogs submtted as speci nens, while acceptable
to denonstrate service nmark use, "are unacceptabl e as evi dence of
actual trademark use." In particular, the Exam ning Attorney
insists that such specinens do not constitute displays associ ated
with the goods® as required by Sections 1(a)(1)(C and 45 of the
Trademark Act, 15 U. S.C. 881051 (a)(1)(C© and 1127, and Trademark

Rul e 2. 56.

3 Reg. No. 1,415,720, issued on Novenber 4, 1986, which for both
cl asses set forth a date of first use anywhere of 1978 and a date of
first use in commerce of 1981; conbined affidavit 888 and 15.

4 Reg. No. 1,544,077, issued on June 20, 1989, which set forth dates
of first use of Decenber 31, 1987; conbined affidavit 888 and 15.

5 VWile, inthe application as originally filed, applicant alleged in
the affixation clause that "[t]he mark is applied directly on the
goods ... and in other ways customary in the trade," applicant has
el ected not to subnmit verified substitute speci nens evidenci ng use of
its mark | abels, tags or packaging for its goods as suggested by the
Exam ni ng Attorney.
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Applicant has appealed. Briefs have been filed, and an
oral hearing was held before the Board. W affirmthe refusals
to register.

Turning first to the refusal under Section 2(d),
applicant contends that "[t]he nere fact that [the respective
goods at issue] ... can be used in a garden does not, al one,
establish the necessary nexus between the goods" for purposes of
a finding that such goods are so closely related that the sale
t hereof under the sane or simlar marks would be likely to cause
confusion as to source or sponsorship. Applicant further insists
that, as set forth in its application, its goods and services are
mar ket ed excl usively through its own proprietary mail-order
catal og distribution systemand that the channels of trade for
the respective goods are therefore different. Applicant also
mai ntains that its custoners are sophisticated, comrerci al
purchasers who woul d exercise a great deal of care in the
sel ecti on of goods which they order. Consequently, because its
goods and services assertedly are "distinctly different” fromthe
goods offered by the cited registrants, applicant argues that
"[1]f the registrations cited by the Exam ner are able to
coexist, ... [then] Applicant's Application should al so be
entitled to registration.”

The Exam ning Attorney, on the other hand, correctly
points out that it is well settled that goods an/or services need
not be identical or even conpetitive in nature in order to
support a finding of likelihood of confusion. Instead, it is

sufficient that the goods and/or services are related in sone
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manner and/or that the circunstances surrounding their marketing
are such that they would be likely to be encountered by the sane
persons in situations that would give rise, because of the marks
enpl oyed in connection therewith, to the m staken belief that
they originate fromor are in sone way associated with the sane
producer or provider. See, e.g., Mnsanto Co. v. Enviro-Chem
Corp., 199 USPQ 590, 595-96 (TTAB 1978) and In re Internationa
Tel ephone & Tel egraph Corp., 197 USPQ 910, 911 (TTAB 1978).

Mor eover, as the Exam ning Attorney al so observes, it is well

est abl i shed that the issue of Iikelihood of confusion nust be
determned in light of the goods and/or services set forth in the
i nvol ved application and cited registrations and, in the absence
of any specific [imtations therein, on the basis of all norma
and usual channels of trade and nethods of distribution for such
goods and/or services. See, e.g., CBSlInc. v. Mrrow, 708 F.2d
1579, 218 USPQ 198, 199 (Fed. Cr. 1983); Squirtco v. Tony Corp.
697 F.2d 1038, 216 USPQ 937, 940 (Fed. Cir. 1983); and Paul a
Payne Products Co. v. Johnson Publishing Co., Inc., 473 F.2d 901,
177 USPQ 76, 77 (CCPA 1973).

In the present case, while applicant's goods and its
catal og services are indeed limted to mail-order sales and
distribution, none of the cited registrations contains any such
restriction nor are applicant's distributorship services so
l[imted. Thus, and since there is nothing in the record to
suggest that registrants' goods are not suitable for sale through
di stributorship and nail -order channels of trade, they nust be

considered to be avail abl e through distributorships and by mail -
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order catal ogs, just like applicant's goods, and to be suitable
for sale to the sane classes of custoners. See, e.g., Inre

El baum 211 USPQ 639, 640 (TTAB 1981). No weight, therefore, may
be given to applicant's contentions regarding differences in

di stribution channels and intended purchasers for the respective
goods and servi ces.

In addition, it is clear that the various water
sprinklers and sprayers for |lawn, garden, floricultural and
horticultural use, |ances for sprinkling pipes, and hose
fittings, connectors and reels sold by one of the registrants and
the fertilizers marketed by the other are all related "gardening
supplies". Such products, |ike applicant's living plants and
trees and its flower and vegetabl e seeds, would be sold through
whol esal e distributors and nail -order catal ogs to comrerci al
growers and garden-supply retailers and would al so be offered by
retail distributors to professional growers and those nenbers of
the public at large who are interested in gardening. Moreover,
as the Exam ning Attorney notes in her brief, registrants
fertilizers, sprinklers, sprayers, |ances for sprinkling pipes,
and hose fittings, connectors and reels are conplenentary to
applicant's living plants and trees and its flower and vegetable
seeds since the respective goods are frequently used together for
agricultural and horticultural purposes, such as operating

comercial nurseries and planting gardens.® The respective goods

6 To state the obvious, those with a need for applicant's goods would
i nevitably need one or nobre of registrants' goods since, as the
Exam ning Attorney points out in her brief, both "[watering and]
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inthis case, as the Exam ning Attorney further points out, "are
apt to be advertised and displayed in proximty to each other,
whet her in the aisles of a honme and garden center, or on the
pages of a printed sales catalog."”

I n consequence of the above, we agree with the
Exam ning Attorney that:

[ Al n obvi ous connection clearly exists
bet ween the registrants' goods and the
applicant's goods and services. Water
sprinklers, water sprayers, [fittings,
connectors and reels for] hoses, ... and
fertilizers ... are often integrated and
necessary parts of a place where living
plants and trees, flower seeds and vegetabl e
seeds are used, nanely, in a garden. They
are goods which are frequently sold in the
sanme places, such as | awn and garden centers

Mor eover, the [respective] goods are
often avallable t hrough mail [ -] order
services, such as those which the applicant
of fers.

Thus, irrespective of the coexistence of the cited registrations,
it is plain that applicant's goods and services are so closely
related to each of the registrants' goods that contenporaneous
use of the same or simlar marks in connection therewth would be

likely to cause confusion as to source or sponsorship, even anong

fertilizing plants and seeds is often a necessary step in assuring
their proper growth.”

7 As the Exam ning Attorney additionally observes, that the "water
sprinkling units" set forth in one of the cited registrations are
specifically identified as being "for use in gardening, floriculture
and horticulture"” strongly suggests that "these various gardening
supplies are marketed to the sane class of individuals that are apt
to already be or to make thenselves famliar with the applicant's
mai | order services and gardeni ng goods".
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sophi sti cated purchasers such as commercial growers and
nur serynen.

Turning, therefore, to the marks at issue, applicant
argues that, in the case of the two cited registrations which are
owned by the sane registrant, the copies which it made of record
of the specinens submtted in connection with the underlying
applications therefor show that the registrant is actually using
the mark "CLABER GARDENLI FE" (both with and w thout a design
feature) and, thus, the literal portions of such marks and
applicant's "GARDENLI FE' mark are not identical in appearance,
sound or neaning. Section 2(d) of the Trademark Act, however,
precludes registration of "a mark which so resenbles a mark
registered in the Patent and Trademark Ofice ... as to be likely

to cause confusion .... The issue of |ikelihood of
confusi on accordingly nmust be decided on the basis of the mark
sought to be registered and the mark shown in each cited
registration. The fact that a registrant may use its registered
mark with added matter, such as the house mark "CLABER " is thus
irrelevant and immterial. See, e.g., ITT Canteen Corp. v. Haven
Homes Inc., 174 USPQ 539, 540 (TTAB 1972) and cases cited

therein.8 As to the other cited registration, applicant has

of fered no argunent with respect thereto and, therefore,

8 Applicant's contention, which it reiterates in its reply brief,

that "registrant's actual use of the mark [as "CLABER GARDENLI FE"] as
evi denced by [the copies] of the specinens of record be granted
significant weight" is without nerit. See, e.g., Sealy, Inc. v.

Si mmons Co., 265 F.2d 934,121 USPQ 456, 459 (CCPA 1959); Burton-Dixie
Corp. v. Restonic Corp., 234 F.2d 668, 110 USPQ 272, 273-74 (CCPA
1956); and Hat Corp. of Anerica v. John B. Stetson Co., 223 USPQ 485,
106 USPQ 200, 203 (CCPA 1955).




Ser. No. 74/ 366, 357

apparently concedes that the stylized "GARDENLI FE' mark shown
therein is essentially identical in all respects to its
"GARDENLI FE" mark. °

We agree with the Exam ning Attorney that, when
considered in their entireties, applicant's "GARDENLI FE' mark is
virtually identical to both registrants' "GARDENLI FE' marks in
sound, appearance, neaning and comrercial inpression. Its mark
is also substantially simlar visually, and is essentially the
sane phonetically, connotatively and in commercial inage, to the
" GARDENLI FE" and desi gn mark owned by one of the registrants.
This is due to the fact that, in the registered mark, the term
"GARDENLI FE" is the dom nant feature thereof since, where a
conposite mark consists of a literal termand a design el enent,
it isthe literal portion which would nost likely to be inpressed
upon a custoner's nenory and woul d be used by prospective
purchasers when ordering or asking for the goods. See, e.g., In
re Appetito Provisions Co., Inc., 3 USPQ@d 1553, 1554 (TTAB
1987). Such is especially the case where, as here, the design

element in the registered mark is sinply a geonetric pattern or

91t is pointed out that inasmuch as applicant seeks to register its
mark in a typed format consisting of all capital letters, its rights
therein enconpass the term " GARDENLI FE" itself and are not limted to

t he depiction thereof in any special form See Phillips Petrol eum
Co. v. C J. Webb, Inc. 442 F.2d 1376, 170 USPQ 35, 36 (CCPA 1971).
Moreover, "[a]s the Phillips Petroleumcase nakes clear, when [an]

applicant seeks a typed or block letter registration of its word
mar k, then the Board nmust consider all reasonable manners in which
... [the word] could be depicted". |INB National Bank v. Metrohost
Inc., 22 USPQ2d 1585, 1588 (TTAB 1992). One such manner is that
illustrated by the stylized "GARDENLI FE' mark cited herein.
Applicant's mark nust consequently be regarded as including the

di spl ay thereof in the sanme stylized presentation.
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carrier which serves nerely to display the literal portion of the
conposi te nmark.

We conclude, in view thereof, that actual and potenti al
purchasers, who are acquainted with the "GARDENLI FE' mark and/ or
" GARDENLI FE" and desi gn mark owned by one of the registrants for
wat er sprinklers and sprayers for | awn, garden, floricultural and
horticul tural use, |ances for sprinkling pipes, and hose
fittings, connectors and reels, or who are famliar wth the
" GARDENLI FE" mark owned by the other registrant for fertilizers,
woul d be likely to believe, upon encountering applicant's
"GAARDENLI FE" mark for the living plants and trees and fl ower and
veget abl e seeds for agricultural and horticul tural purposes which
it sells exclusively through its own proprietary mail order
business, its retail and whol esal e di stributorship services
featuring gardening supplies, plants, trees and seeds, and its
mai | - order catal og services featuring gardening supplies, plants,
trees and seeds, that such closely rel ated gardeni ng supplies and
associ ated services emanate from or are otherw se sponsored by
or affiliated with, the sanme source.

Turning next to the remaining ground for refusal, 10 the

speci nens submtted by applicant for its goods consist of a

10 In this regard, Section 1 of the Trademark Act, 15 U.S.C. 81051,
provides in pertinent part that, in the case of an application based
upon use in comerce, the follow ng requirenment must be net (enphasis
added) :

(a) The owner of a trademark used in conmerce nay
apply to register his or her trademark under this Act on
the principal register hereby established:

10
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conplete copy of its 1985-1986 nuil -order "GU DE FOR PROFESSI ONAL

CGROVERS" cat al og and phot ocopies of the front cover thereof.

mar k " GARDENLI FE, " as used on such catal og, appears as part of

the |1 ogo reproduced bel ow,

The

Section 45 of the Trademark Act, 15 U. S.C. 81127, in turn defines

(1) By filing in the Patent and Trademark
Ofice--

(C such nunber of specinens or facsinles
of the mark as used as nay be required by the
Commi ssi oner.

"use in commerce"” in relevant part as follows (enphasis added):

In accordance therewith, Trademark Rule 2.56 provides in pertinent

For purposes of this Act, a mark shall be deemed to be
use in commerce--

(1) on goods when--

(A) it is placed in any manner on the
goods or their containers or the displays
associ ated therewith or on the tags or |abels
affixed thereto, or if the nature of the goods
makes such placenent inpracticable, then on
docunents associated with the goods or their
sale ....

part that:

The speci nens shall be duplicates of the | abels, tags,
contai ners bearing the trademark, or the displays
associated with the goods and bearing the trademark (or
the nature of the goods makes use of such specinmens

in

or

i f

i npracti cable then on docunents associated with the goods

or their sale)

11
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which is used on the front and back covers of the catalog, on a

one-page listing therein as one of 20 "EXCLUSI VE BRANDS" offered

by applicant, on a few scattered pages in association with other

brands and on the front and back of acconpanying order forns.

Applicant, inits initial brief, insists that, as so

used on its catal og:

The trademark GARDENLI FE serves as a
source identifier for both Applicant's mai
order catal og services as well as the goods
identified in the pages of the catalog. It
is customary in the industry to display
trademar ks identifying goods on catal ogs such
as those submtted by Applicant. Applicant's
goods are live plants and trees and seeds and
it is inpracticable to place its trademark on
such goods. Consuners purchasing itens from
Applicant's catal og know that the goods
identified within the pages cone from
Applicant so the mark GARDENLI FE acts as a
source identifier for the goods. See TMEP 8§
905. 04 and Lands' End, Inc. v. Harry F.
Manbeck, Jr., 797 F. Supp. 511; 24 USPJ 2d]
1314 (TTAB 1992) (catal ogs deened accept abl e
as trademark speci nens).

Al t hough the Exam ning Attorney has not addressed

applicant's assertion that it is inpracticable to place its

"GARDENLI FE" mark on its live plants and trees and on its seeds,

TMEP 8905.04, which is entitled "Material Appropriate as

12
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Trademar k Speci nens,"” provides in relevant part that (enphasis
added):

Refl ecting the definition of "use in
commerce" in 845 of the Trademark Act, 15
U S C 81127, Trademark Rule 2.56 permts
applicants to submt docunents associ ated
with the goods or their sale as specinens
where the goods are such that placenent of
the mark on the goods, containers, tags,
| abel s or displays associated with the goods
is inpracticable. This provision is not
i ntended as a general alternative to
submtting | abels, tags, containers or
di spl ays associated with the goods; it
applies only to situations in which the
nature of the goods makes use on such itens
i npracticabl e.

A nmere assertion of inpracticability may

not suffice to establish that such use is

i npracticable; rather, the record nust

i ndi cate that the goods are in fact of such a

nature. The provision may apply, for

exanple, in an application to register a mark

for natural gas, grain that is sold in bulk,

[or] chem cals that are transported only in

t anker cars.

Not hing in the record indicates, however, that it is
i npracticable for applicant to use its "GARDENLI FE' mark on tags
or labels for its living plants and trees or on packaging for its
fl ower and vegetable seeds. In fact, through its catal og,
applicant offers printed | abels and tags for the plants and trees
which it sells and it is common for packages of seeds, including
those sold in the quantities nmarketed by applicant, to carry one
or nore brand nanes thereon. Thus, even though applicant may
principally sell its goods to professional growers, it sinply has

not shown that the nature of its goods are such that it

13
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i npracticable to use the "GARDENLI FE' mark on | abels, tags or
packaging for its goods. Whether the specinens furnished by
applicant are acceptable as evidence of technical tradenmark use
depends, therefore, upon whether its catalog constitutes a

di spl ay associated with its goods.

We concur with the Exam ning Attorney that applicant's
reliance on Lands' End Inc. v. Manbeck, 24 USPQ2d 1314 (E.D. Va.
1992) is msplaced. |In that case, Lands' End Inc. sought to
regi ster the mark "KETCH' for use in connection with purses and
submtted portions of its mail-order catal og as speci nens of use
of the mark.11 The court, in holding that such specinens, as
di spl ays associated with the goods, were acceptable to evidence

trademark use of the mark "KETCH' for purses, reasoned that:

Lands' End's use of the term "KETCH'
with the picture of the purse and

11 gpecifically, as described by the court in its opinion:

The cat al ogue di splays include a picture and a
description of each item and often a trademark is used on
the catal ogue display to identify the item In this case,
Lands' End is attenpting to register the term"KETCH' as a
trademark to be associated with a certain kind of purse.
Lands' End has submitted a page of its catal ogue show ng
the picture of a purse, a verbal description, and the term
"KETCH' as they allege constitutes trademark usage. The
al l eged trademark "KETCH' appears promnently in |arge
bold lettering on the display of purses in the Lands' End
specimens in a manner which clearly associates the term
with the purses.

24 USPQ2d at 1315. In view thereof, the court stated that: "The
guestion for determ nation here is whether Lands' End' s use of the
term' KETCH in the manner described above in its retail catal ogue
constitutes a use of 'displays associated wth the goods satisfying
the use in comerce provision in 15 U.S. C. § 1127." Id.

14
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correspondi ng description constitutes a

di spl ay associated with the goods. The
catal ogue is by no neans "nere advertising."
A custoner can identify a listing and nmake a
decision to purchase by filing out the sales
formand sending it in or by calling in a
purchase by phone. A custoner can easily
associ ate the product with the word "KETCH'
in the display. The mark and the
acconpanyi ng description also distinguish the
product fromothers. The point of sale
nature of this display, when conbined with
the prom nent display of the alleged mark
with the product, leads this court to
conclude that this [manner of use of the]
mark constitutes a display associated with

t he goods.

24 USPRd at 1316. The Lands' End case, however, does not deal
with the situation presented herein, nanely, whether use of the
service mark "GARDENLI FE' on a nmil-order catal og constitutes
trademark use thereof as a house mark for the plants, trees and
seeds which applicant advertises and offers under a variety of
its "exclusive" marks, including "GARDENLI FE".

As the Exam ning Attorney persuasively points out in

her brief:12

[ T]he Court in Lands' End did not rule
that any and all catalogs or nmail order
catal ogs constitute a "display associ ated
with the goods." Rather, the case turned on
the fact that the proposed trademark KETCH
and correspondi ng product description[,] were
very closely, repeatedly, and unquestionably
associated with the product to which the term
KETCH specifically pertained, nanely a purse.

To constitute "a display associated with
t he goods," the content of a catal og nust

12 TMEP 8905. 06, the section of the Trademark Manual of Exam ning
Procedure cited by the Exami ning Attorney in her brief, now appears,
in light of the recent revision of the TMEP, as Section 905.06(a),
but the rel evant substantive content thereof is unchanged.

15
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include 1) a picture of the rel evant goods,
2) the inclusion of the mark sufficiently

near the picture so as to associate the mark
wi th the goods, and 3) the inclusion of
enough informati on necessary to order the
goods. TMEP Section 905. 06.

The catal og speci nen contai ns over 124
pages. It is categorized into approximtely
20 subdivisions or chapters. .... In fact,
a full reading of the [catal og] does not
| eave the consunmer with any inpression that
GARDENLI FE either directly or indirectly
refers to any specific seeds, flowers, [or]
trees ....

In accepting the mail order catal og
speci men in Lands' End, the Court considered
a formof usage of the proposed trademark
that was conpletely different fromthe usage
which Gardenlife, Inc. nmakes of its mark.
There the consuner easily and accurately
associated the purse with the mark KETCH
such that the consunmer knew he or she was
| ooki ng at and purchasing a "Ketch" purse.

The applicant's speci nens make no
reference to any "Gardenlife" seed,
"Gardenlife" tree, or "Gardenlife" [plant]

: The nere coexi stence in the sane
catal og of a proposed trademark and pages of
[ sone of the] goods pictured for sale is
clearly insufficient, and does not neet

el enents of the three-prong test identified
above. The specinens of record sinply do not
denonstrate [trademark] use of GARDENLI FE in
connection wth any of the identified goods.

In particular, we note that as displayed as part of a
|l ogo on the front and back covers of the catal og and on the order
forms contained therein, the mark "GARDENLI FE" is plainly used in
a service mark manner in that it functions to identify and
di stingui sh the source of applicant's mail-order services.

Wil e, by our count, such mark randomly appears, as part of the

16
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sane | ogo, on a dozen of the catal og pages which contain product
descriptions, price information and in sone instances pictures of
applicant's plants, trees and seeds, in nbst cases the nmark is
featured in boxes of advertising text which refer either to other
mar ks used by applicant for particular products, such as the
brands "HOT TIP!'," "HORSE RACI NG SERI ES," "SUN & SHADE, " "ROOTS"
and "BI G FOOT," or to general categories of plants and services
offered by applicant. In none of the instances is the proximty
of usage such that custoners for applicant's goods would clearly
associate the mark "GARDENLI FE' with the goods pictured and/or
described in the catalog. Instead, as used therein, buyers of
applicant's products would plainly regard such mark as indicative
solely of the mail-order source for the products and not as a
trademark for the individual goods depicted and/or listed. The
cat al og speci nens consequently fail to evidence trademark use in
the same or an anal ogous manner to that held in Lands' End to
constitute a display associated with the goods.

Deci sion: The refusals to register are affirned.

R L. Sims

R F. G ssel

G D. Hohein
Adm ni strative Tradenmark Judges,
Trademark Trial and Appeal Board
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