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Opinion by C ssel, Adm nistrative Trademark Judge:

On April 12, 1990, applicant, a Swi ss conpany, filed an
application to register the mark "G OR@ O ARVANI " on the
Principal Register for "retail store services," in Cass 42.
The application was based on applicant's assertion that it
possessed a bona fide intention to use the mark in
connection wth these services in conmerce. The application
further noted that the nanme "Georgio Armani " identifies a
[iving individual whose consent is of record. In accordance

with applicant's authorization, an Exam ner's Anmendnent
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i ssued in which applicant clainmed owership of three
subsisting registrations and anended the recitation of
services to read as follows: "retail store services in the
field of clothing.” The application was accordingly passed
to publication under Section 12(a) of the Act.

A Statenment of Use was filed. The specinens of use
submtted with it were found to be unacceptable by the
Exam ni ng Attorney because they did not show use of the mark
in connection with the services set forth in the
application. New specinens of use which show the mark used
in connection with retail store services in the field of
clothing were required by the Exam ning Attorney.

When the requirenent for new speci nens was nmade final,
appl i cant appealed to the Board. Along with the notice of
appeal , applicant filed a substitute specinen and a
supporting declaration. The Exam ning Attorney mnaintained
the requi renent for specinens which show the mark used in
connection wth the services specified in the application,
noting that the specinens applicant had submtted show t he
mar k used wi th busi ness managenent assi stance or franchising
servi ces.

The speci nens submtted with the Statenent of Use and
the one submtted thereafter are the only evidence in the
record of how the mark is used. One specinen is a copy of
a "Managenent Agreenent” that applicant entered into wth an
affiliate retail clothing store business. Under the terns

of the agreenent, applicant prom ses to provide specific
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services as the "exclusive manager of the Boutique."
Accounting, cash managenent, personnel nmanagenent, payr ol
services, insurance and ot her managenent services are
speci fied, but the agreenent does not show the mark sought
to be registered used in connection with any of these
activities.

Also submtted with the agreenent, however, were
i nvoices to one of applicant's retailers for "nanagenent
fees.” These invoices display the mark at the top of the
| etterhead.

The specinmen submtted by applicant wwth the notice of
appeal in an attenpt to satisfy the requirenent for
acceptabl e specinens is a copy of a letter to a prospective
custoner. The mark is shown at the top of the sheet, and
the text advises the prospect that applicant provides
"advertising, public relations, display and retail
managenent services." It goes on to explain that
bookkeepi ng and i nventory systens are two of the retai
managenent services it is able to render

Next, applicant offered to amend the recitation of
services to "business nmanagenent assistance, nanely,

services to retail stores,” or to "retail store services,
namel y, busi ness managenent assistance for retail store

busi ness."” The appeal was suspended and the application was
remanded to the Exam ning Attorney for consideration of the
proposed anendnents. She held themto be unacceptabl e on

the ground that the proposed | anguage desi gnates services
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that are not within the scope of the identification of
services in the Notice of Allowance.

Applicant then anmended the application to state its
services as follows: "retail store services, nanely,
directing, coordinating and supervising conduct of retai
establishments including providing financial accounting and
bookkeepi ng servi ces, coordinating purchase of nerchandi se
and distribution of inventory and supervising inplenmentation
of marketing and advertising strategy,"” in Class 42. The
Exam ni ng Attorney mai ntained her position that the anended
version of applicant's services i s unacceptabl e because it
exceeds the scope of what the words "retail store services
in the field of clothing” are understood to nean.

The appeal was resumed. Applicant suppl enented the
briefs it had previously filed, and the Exam ning Attorney
filed her brief. Both applicant and the Exam ning Attorney
argued their positions at the oral hearing held before the
Boar d.

The issues before us in this appeal are the
acceptability of the nost recently proposed anendnent to the
recitation of services and the acceptability of the
speci nens, i.e., whether the specinens show the mark used in
connection with the services identified in the application,
as applicant has been allowed to anend it.

Two underlying legal principles govern the resolution
of this appeal. One is that the speci nens of use submtted

wi th an application nmust show the mark used to identify the
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services which are specified in the application. Section
1(a)(1)(A) and (C) of the Act. The second is stated in
Trademark Rule 2.71(b), which provides that "The
identification of goods or services may be anended to
clarify or limt the identification, but additions wll not
be permtted.” As the Exam ning Attorney points out, the
Trademar k Manual of Exam ning Procedure, Section 804. 10(b),
el aborates on the rule. It directs Exam ning Attorneys to
all ow amendnents if they serve to "...restrict one or nore
of the itens by inserting qualifying |anguage or
substituting nore specific |anguage,” or "...to insert an
itemwhich is equivalent to or logically enconpassed by an
itemalready included in the identification of goods and
services." Anmendnent is not permtted, however, where the
termor wording which is proposed is not logically included
within the scope of the ternms in the existing
identification. TMEP Section 804.09(b) notes that "The
scope of the goods and services, as originally identified or
as anended by an express anendnent, establishes the outer
l[imt for any |later anendnents.”

In the instant case, applicant takes the position that
"retail store services in the field of clothing" enconpass
the services the specinens show applicant renders under the
mark to the operators of retail clothing stores. Consistent
with this contention, applicant argues that the nost recent

anendnent to the recitation of services specifies services
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which are within "retail store services in the field of
cl ot hing."

The Exam ning Attorney maintains that the speci nens do
not show the mark used to identify retail store services in
the field of clothing, and that the proposed anendnent to
the recitation of services represents an inpermssible
br oadeni ng of the services set forth in the Notice of
Al | owance.

It does not appear to be oversinplifying to state that
the question before us is whether "retail store services"”

i nclude the types of services applicant renders to the
operators of retail stores, i.e., whether activities such as
bookkeepi ng and accounting services, inventory procurenent
and distribution, and supervising the inplenentation of

mar keti ng and advertising strategy are kinds of retail store
services. |If so, the specinens are acceptable and the
amended recitation of services is both acceptable and
unnecessary.

We agree with the Exam ning Attorney that the specinens
do not show the mark sought to be registered used in
connection with retail store services in the field of
clothing. W also agree that the services the specinens
show t hat applicant provides to retail clothing store
operators are not enconpassed within what retail store
services in the field of clothing are normally understood to

be.
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It is well settled that services are activities
performed for the benefit of others. Retail store services
inthe field of clothing are the services rendered to the
consum ng public by a business operating a retail clothing
store. As the Exam ning Attorney points out, the dictionary
defines a retail store in terns of "a place of business..
in which nerchandise is sold primarily to ultimate
consuners.” (Webster's Third New International Dictionary,
1938(1986). The addition of the term"services" to "retai
store" sinply refers to the activity conducted in such a
store. The Patent and Trademark O fice, as also noted by
the Exam ning Attorney, has viewed "retail store services"
as "the activity of gathering together various products,
maki ng a place avail able for purchasers to sel ect goods
(often in nunerous |ocations for the conveni ence of those
purchasers) and providing other necessary neans for
consummat i ng purchases.”" Marshall, Trademark Exam ni ng
OQperation, 82 TMR 94, 108 (1992).

The managenent and busi ness services with which
applicant uses this mark are not the services a store
renders to its retail clothing custoners, but rather are
services applicant perforns for the business entities which
provi de such store services. The latter are clearly not
included within the fornmer. The fact that the services
applicant renders are perfornmed for the benefit of clothing

store businesses sinply does not make them cl othing store
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services. The activities are fundanentally different. Not
even the beneficiaries of the services are the sane.
Applicant therefore nmust | ose this appeal on both
counts. The specimens do not show the mark used to identify
the services set forth in the application at the tinme of
i ssuance of the Notice of Allowance, and the proposed
anendnent to specify the services rendered to the operators
of retail clothing stores represents an inpermssible
br oadeni ng of the services as previously set forth in the
application. Accordingly, the requirenent for acceptable
specinmens is affirmed, as is the refusal to accept the

proposed anended recitation of services.

R L. Sims
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