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Trademark Trial and Appeal Board

Whodst ock' s Enterprises, Inc. (California)
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Whodst ock' s Enterprises, Inc. (O egon)

Kenneth S. Kl arqui st and Janes E. Geringer of Klarquist,
Spar kman, Canpbell, Leigh & Whinston for Wodstock's
Enterprises, Inc., a California corporation.

Nancy J. Moriarty and J. Peter Staples of Chernoff,

Vi | hauer, McCung & Stenzel for Wodstock's Enterprises,
Inc., an Oregon corporation.

Before Rice, G ssel and Quinn, Admnistrative Trademark
Judges.

Opi nion by Quinn, Adm nistrative Trademark Judge:

Wbodst ock' s Enterprises, Inc., a California corporation
(hereinafter "petitioner" or "Wodstock's Enterprises, Inc.-
California”), has petitioned to cancel the registration

i ssued to Wodstock's Enterprises, Inc., an O egon
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corporation (hereinafter "respondent” or "Wodstock's

Enterprises, Inc.-Oregon"), for the mark shown bel ow

for "restaurant services."1

As grounds for cancellation, petitioner alleges that
respondent commtted fraud on the Office in obtaining its
registration. More specifically, petitioner alleges that
respondent obtained the involved registration through the
fraudul ent application oath of its president, Carol Lee
Wbodst ock, who intentionally failed to disclose that five
i ndependent corporations in California owed and used the
mar kK WOODSTOCK' S i n connection with pizza restaurant
services in California. Petitioner further alleges, in an
anmended petition for cancellation, that the registered mark
has been abandoned due to respondent's failure to exercise
control over the nature and quality of the services rendered

by the restaurants in California.

lRegi stration No. 1,614,417, issued Septenber 18, 1990; Section
8 affidavit accepted. The words "Pizza Parlor"” are disclained
apart fromthe mark
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Respondent, in its answer, denied the salient
al l egations of the petition for cancellation.

The record is volum nous, consisting of the pleadings;
the file of Registration No. 1,614,417; trial testinony,
with related exhibits, taken by each party; and a di scovery
deposition, with related exhibits, and a state of Washi ngton
trademark registration introduced by way of petitioner's
notice of reliance.2 Both parties filed briefs on the case.
Both parties were represented by counsel at an oral hearing
hel d before the Board.

This case presents a story of a successful business
rel ati onshi p gone sour, a situation brought on principally
by the untinely deaths of Chuck Wodst ock, the founder of
t he WOODSTOCK' S pi zza parlors, and M chael Chew, his friend
and busi ness partner in the expansion of M. Wodstock's
pi zza restaurant business. W turn, at the outset, to
recount generally the pertinent chronol ogical history that
has culmnated in the present litigation.

The story begins in 1977 when Charles "Chuck"” Wodst ock
formed respondent and opened the original WOODSTOCK' S pizza
restaurant in the college towm of Corvallis, Oregon, hone of
Oregon State University. M. Wodstock served as the
presi dent and 100 percent sharehol der of Wodst ock's

Enterprises, Inc.-Oregon. M. Wodstock's notto, anong

2Respondent's notice of reliance on a portion of Jeffrey
Anmbrose's July 7, 1994 deposition is superfluous; all his
testinmony is part of the record under Trademark Rule 2.123.
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others, was "the best pizza for the best price." Chuck
Wodst ock followed up his Oregon endeavor in 1981 when he
and M chael Chew fornmed Wodstock's Enterprises, Inc.-
California, and opened the first of five WOODSTOCK' S Pl ZZA
PARLCR restaurants in California. This first restaurant is
| ocated in San Luis Cbispo. Messrs. Wodstock and Chew each
owned 50 percent of the corporation. They |ater opened four
ot her restaurants, each tine form ng a new corporation and
taking in additional investors. The second California
corporation, Wody, Wodstock, Chew, Inc., was forned by
M chael Chew, Chuck Wbodstock and M. Wodstock's brother
Larry Wodstock. This corporation opened a restaurant in
Isla Vista, California, near Santa Barbara, in 1982. The
next restaurant opened in 1983 in Chico, California; this
restaurant was owned by Wodstock's Enterprises Chico, Inc.,
with M chael Chew, Chuck Wodstock and John Broadbent as
sharehol ders. Subsequently, M chael Chew, Chuck Wodst ock
and Jeff Anbrose forned Wodstock's Enterprises San D ego,
Inc. which opened a restaurant in San Diego, California in
March 1985. Lastly, M chael Chew and Chuck Wodstock forned
Whodst ock' s Enterprises Davis, Inc. (Tammy Runpel |ater
becane an investor) which opened a restaurant in Davis,
California in Decenber 1985.

Chuck Wodstock and M chael Chew were killed in a
private plane crash on Decenber 9, 1985. The ownership
interests of Messrs. Wodstock and Chew passed to their

heirs, |eaving Carol Wodstock, Chuck Wodstock' s w dow, as
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100 percent owner of Wodstock's Enterprises, Inc.-O egon,
and various individuals, including Ms. Wodstock, as owners
of the California corporations.

As a result of the deaths nentioned above, the
sharehol ders in the Oregon and California corporations held
an election for a new president. Carol Wodstock was
el ected, on January 23, 1986, president of each of the
Wbodst ock' s corporations, that is, of both petitioner and
respondent, as well as of each of the other California
cor porations.

On May 17, 1989, Carol Whodstock, as president of
Whodst ock' s Enterprises, Inc.-Oegon, signed an oath that
she believed respondent to be the owner of the mark
WOODSTOCK' S Pl ZZA PARLOR and design and that, to the best of
her knowl edge, no other person, firmor corporation or
association had the right to use the mark in comrerce
Wi t hout authorization by respondent. The oath supported the
underlying application to regi ster WOODSTOCK' S Pl ZZA PARLOR
and design that was filed on Cctober 23, 1989 in the nane of
respondent. It is the registration that issued fromthis
application that petitioner now seeks to have cancel ed.

Carol Wodstock's presidency continued until August 14,
1990, at which time a special neeting of the board of
directors of Wodstock's Enterprises, Inc.-California was
held. By a mpjority vote, the board decided to renove Car ol
Wbodst ock as president of the California corporations. The

testinmony reveal s that board nenbers were unhappy w th her
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performance, alleging inaccessibility and | ack of direction.
The board further resolved to appoint Jeff Anbrose, part
owner of the San Di ego restaurant and general nanager of the
California restaurants, as president of the California
corporations. At the sanme neeting, Carol Wodstock

i ndicated that she was willing to sell her shares in the
California restaurants.

Al t hough the record reveals a nunber of proposals (from
both those within the corporations and those outside the
corporations) relating to the purchase/sale of the
California restaurants, nothing in this regard was ever
consummat ed. What did take place was an assi gnnent
involving trademark rights between Wodstock's Enterprises,
Inc.-California and the other California corporations. By
way of the assignnent agreenent dated Cctober 1, 1992, the
California corporations assigned to Wodstock's Enterpri ses,
Inc.-California all of their respective rights to the marks
WOODSTOCK' S and WOODSTOCK' S PI ZZA.  Cont enpor aneousl vy,

Whodst ock' s Enterprises, Inc.-California granted back
licenses to each of the other California corporations to use
the aforenentioned marks in connection with their restaurant
servi ces.

Agai nst this general historical background, we now turn
to consider the two grounds for cancellation, nanely fraud

and abandonnent.

FRAUD
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Petitioner alleges that respondent conmtted fraud on
the Patent and Tradenmark O fice because respondent's
president, Carol Wodstock, failed to disclose, when
respondent filed its application for the registration now
sought to be canceled, the rights of the respective
California corporations. Anong other things, petitioner
pl aces i nportance on the fact that a California state
trademark registration of the mark WOODSTOCK' S Pl ZZA PARLOR
was issued in 1983 in the nane of petitioner.

Carol Wodstock, in her capacity as president of
respondent, executed the oath supporting the underlying
application on May 17, 1989. M. Wodstock's oath included
the foll owm ng statenents

...She believes the applicant to be the
owner of the mark sought to be

regi stered; to the best of her know edge
and belief, no other person, firm
corporation or association has the right
to use the mark in conmerce w thout

aut hori zation by the applicant, either
in the identical formor in such near
resenbl ance thereto as to be likely,
when applied to the services of such

ot her person, to cause confusion, or to
cause m stake or to deceive...[enphasis
added]

The application was filed on Cctober 23, 1989. At the tine
that the statenments were made, and five nonths |ater when
the application was filed, M. Wodstock was president (and
sol e sharehol der) of Wodstock's Enterprises, Inc.-Oegon
and president (and part sharehol der) of each of the

California corporations, including petitioner, as well as a
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menber of the board of directors of each of the California
corporations. No reference to the California corporations
was made in the application.

In considering the charge of fraud here, the foll ow ng
principles control:

Fraud inplies sone intentional deceitful
practice or act designed to obtain
sonething to which the person practicing
such deceit would not otherw se be
entitled. Specifically, it involves a
willful wthholding fromthe Patent and
Trademark O fice by an applicant or

regi strant of material information
which, if disclosed to the Ofice, would
have resulted in disall owance of the
regi stration sought or to be maintained.
Intent to deceive nust be "wllful." If
it can be shown that the statenent was a
"fal se m srepresentation” occasioned by
an "honest"™ m sunder st andi ng,

i nadvertence, negligent om ssion or the
i ke rather than one made with a willfu
intent to deceive, fraud will not be
found. Fraud, noreover, will not lie if
it can be proven that the statenent,

t hough fal se, was nmade with a reasonabl e
and honest belief that it was true or
that the false statenent is not materia
to the issuance or maintenance of the
registration. It does appear that the
very nature of the fraud requires that
it be proven "to the hilt" with clear
and convincing evidence. There is not
room for specul ation, inference or

surm se and, obviously, any doubt nust
be resol ved agai nst the charging party.

First International Services Corp. v. Chuckles Inc., 5
USPQ2d 1628, 1634 (TTAB 1988); and Smth International, Inc.
v. din Corp., 209 USPQ 1033, 1043-44 (TTAB 1981). See
also: Torres v. Cantine Torresella S.r.1., 808 F.2d 46, 1
USP2d 1483, 1484 (Fed. Cir. 1986). See generally: J. T.



Cancel l ation No. 21, 229

McCart hy, McCarthy on Trademarks and Unfair Conpetition 88

31:76-31: 77 (4th ed. 1996).

The first thing that should be noted about the
application oath is that it is phrased in terns of a
subj ective belief, thereby making it extrenely difficult to
prove fraud so long as the signer has an honestly held, good
faith belief. The Board has noted in the past that the
wording of the oath in terns of a "belief" of applicant
"preclude[s] a definitive statenent by the affiant that
could be ordinarily used to support a charge of fraud."
Kemn Industries, Inc. v. Watkins Products, Inc., 192 USPQ
327 (TTAB 1976).23 Another noteworthy point about the
speci fic oath under consideration here is that it contains
addi ti onal |anguage not usually found in boilerplate
application oaths, nanely, that "to the best of [Caro
Wbodst ock' s] knowl edge and belief, no other person, firm
corporation or association has the right to use the mark in
commerce W thout authorization by [Wodstock's Enterprises,
Inc.-Oregon]..." (additional |anguage is highlighted)

Upon careful consideration of the record, we find that
Car ol Wodst ock reasonably held, at the tine she signed the
application oath, an honest, good faith belief that her

corporation, Wodstock's Enterprises, Inc.-Oregon, as the

3See al so: MCarthy, MCarthy on Trademarks and Unfair
Conpetition, supra at 8 31:76. This commentator has pointed out
that "[t]he oath is phrased in ternms of a subjective belief,
such that it is difficult, if not inpossible, to prove objective
falsity and fraud so long as the affiant or declarant has an
honestly held, good faith belief." (enphasis in original)
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seni or user of the registered mark, was the owner of the
mark and that the California corporations did not have the
right to use the registered mark w thout respondent's

aut hori zati on.

There is no dispute over the fact that respondent is
the senior user of the WOODSTOCK' S marks. Further, while it
is true that the subsequent California restaurants were
owned by separate entities, the record shows that the O egon
restaurant and the five California restaurants had all the
appear ances of being a chain of WOODSTOCK' S pi zza parl ors.
Having said this, we also recognize that there is no
agreenent (such as a license or franchise agreenent),
witten or oral, which covers trademark rights as between
respondent and petitioner. Nonetheless, w tnesses of both
sides have testified as to their perceptions about the
restaurants. They assuned that there was sone rel ationship
between the Oregon and California restaurants, sone
referring to themas a "chain" or "brother-sister."”

There are other facts which | end credence to the
perception that the Oregon and California restaurants were
part of the same chain with common ownership. |In corporate
busi ness records, the restaurants were nunbered "1" (the
Oregon restaurant) through "6" (the Davis, California
restaurant). The new enpl oyees' handbook indicated that the
first Whodstock's Pizza Parlor opened in Corvallis, Oregon
and "since then, five nore shops have been opened." After

listing these five locations in California, the handbook

10
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reads "[t] he enpl oyees at any one of these six shops are
truly dedicated to their work and to their fellow

enpl oyees."” There were joint Oregon/California pronotional
efforts |like the squeeze bottle in 1989 (listing all six

| ocations), and the T-shirts which were purchased in bul k by
respondent and distributed to the other restaurants.
Respondent | ent noney to the California corporations to
cover start-up costs, and sone of the enployees in
California were trained at the Oregon restaurant. Until
1990, corporate records for all six restaurants were kept in
Oregon, the corporations used a joint payroll to pay their
enpl oyees, the restaurants engaged in sone bul k ingredient
purchases, simlar enploynent contracts for managers were
used for all restaurants, and the restaurants were covered
under the sane insurance policy.

The above facts, coupled with Carol Wodstock's own
testinony, |lead us to conclude that her oath was not
fraudulent. Sinply put, in view of the totality of
ci rcunst ances surroundi ng the operations of the Oregon and
California restaurants, we find that Carol Wodstock, when
she signed the application oath, had a good faith, honest
belief that respondent, as the senior user, owned the mark
and that no other entity, including any of the California
corporations, had the right to use the sane or simlar mark
W t hout respondent’'s authorization. Respondent's failure to
di sclose in 1989 the perm ssive use by the California junior

users is irrelevant and could not have been material to the

11
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grant of a federal registration to respondent. Respondent,
as the senior user, and in the absence of a court hol ding or
a concurrent use proceeding, is entitled to an unrestricted
federal registration in spite of the existence of junior
users who m ght have common |law rights of use in California.
That is to say, even though, as petitioner alleges, M.
Whodstock "failed to acknowl edge the conflicting rights of

t he Whodstock California corporations”, one sinple fact
remai ns- - Wodstock's Enterprises, Inc.-Oregon is the senior
user of the WOODSTOCK' S marks. Further, the

Oregon/ California operations had the appearances of being a
chain of pizza parlors with common ownership. Thus, there
is no fraud. See: Mney Store v. Harriscorp Finance, Inc.,
689 F.2d 666, 216 USPQ 11 (7th Cr. 1982); G ant Food, Inc.
v. Ml one & Hyde, Inc., 522 F.2d 1386, 187 USPQ 374 (CCPA
1975); Hollowform Inc. v. Aeh, 515 F.2d 1174, 185 USPQ 790
(CCPA 1975); Anerican Security Bank v. Anerican Security &
Trust Co., 571 F.2d 564, 197 USPQ 65 (CCPA 1978); Sel fway,
Inc. v. Travelers Petroleum Inc., 579 F.2d 75, 198 USPQ 271
(CCPA 1978); Metro Traffic Control Inc. v. Shadow Network
Inc., __ _F.3d__, 41 USPQd 1369 (Fed. Cir. 1997);

Pennsyl vani a Fashion Factory, Inc. v. Fashion Factory, Inc.,
215 USPQ 1133 (TTAB 1982); International House of Pancakes,
Inc. v. Elca Corp., 216 USPQ 521 (TTAB 1982); Heaton
Enterprises of Nevada, Inc. v. Lang, 7 USPQ2d 1842 (TTAB
1988); and Space Base, Inc. v. Stadis Corp., 17 USPQ 1216
(TTAB 1990).

12
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In reaching this conclusion, we obviously recognize
Carol Wodstock's | ess than candid approach with her fell ow
boards of directors nenbers and sharehol ders in not
disclosing to themthe filing of a trademark application in
the name of the Oregon corporation; the facts surroundi ng
the dism ssal of Carol Wodstock as president of the
California corporations in 1990; and the proposals to
purchase the California businesses, with purchasers' placing
i nportance on the unfettered right to continue to use the
WOODSTOCK' S marks. Petitioner clains that Carol Wodstock
"intentionally hel ped herself to a corporate opportunity at
the direct expense of the California corporations which had
pl aced her in a position of trust." (reply brief, p. 8)
VWiile it may be that Carol Wodstock rushed to the Ofice
wi th the thought of shoring up her ownership position with
respect to the mark at i1issue (and, consequently, her
| everage and potential financial gain in any sale of the
California restaurants), it does not necessarily follow that
she | acked a good faith belief that respondent, as the
senior user, was entitled to the registration then sought.
Even assum ng arguendo that petitioner's assertions are
true, and that Ms. Wodstock may be cul pable in sone type of
sharehol der suit involving a breach of fiduciary duties, her
actions do not taint her underlying good faith belief that
Wbodst ock' s Enterprises, Inc.-Oregon, as the undi sputed
senior user, was entitled to an unrestricted federal

trademark registration.

13
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In view of the above, the fraud claimnust fail.

ABANDONVENT

Petitioner alleges that respondent has abandoned the
registered mark as a result of respondent's failure to
exercise control over the nature and quality of the
restaurant services rendered by the California restaurants.
Petitioner contends that there never was any trademark
i cense between the parties, and that respondent sinply gave
the mark away (by permtting the mark's use w thout any kind
of restriction or control) to each California corporation
when it was founded. Petitioner maintains that it is the
only one who is exercising control over the quality of the
services rendered in California by the California
restaurants under the WOODSTOCK' S marks. Petitioner again
pl aces i nportance on the fact that the California state
trademark registration of WOODSTOCK' S Pl ZZA PARLOR, i ssued
in 1983, is owned by petitioner. Petitioner also points to
the fact that petitioner renmoved Carol Wodstock as
president of the California corporations in 1990 due to poor
j ob performance and that, since that tinme, M. Wodstock, in
her capacity as president of respondent, has not even
pretended to exercise control over the California
oper ati ons.

Respondent contends, on the other hand, that it has
exercised sufficient control over the nature and quality of

the services rendered by the California restaurants.

14
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Respondent points to its alleged control over recipes and
advertising, as well as its preparation of certain docunents
such as cleaning lists, instructional guidelines, managers
reports, job descriptions, and guidelines for interview ng
prospective enpl oyees. Respondent further asserts that it
has been satisfied wth the quality maintained by the
California restaurants, and that it has had no problens with
Jeff Anbrose's job performance in running the California
operations; therefore, according to respondent, it has
relied, by and |l arge, upon the integrity of petitioner in
rendering a quality product in California.

Section 45(2) of the Trademark Act provides, in
rel evant part, that a mark is deened to be abandoned when
t he course of conduct of the owner of the mark causes the
mark to lose its significance as an indication of origin.*
Thi s course of conduct includes acts of omi ssion as well as
acts of commssion. The prevailing viewis that since
abandonment is in the nature of a conplete forfeiture, it
carries a strict burden of proof. P.A B. Produits et
Appareils de Beaute v. Satinine Societa, 670 F.2d 1031, 196
USPQ 801 (CCPA 1978); Grard Polly-Pig, Inc. v. Polly-Pig
by Knapp, Inc., 217 USPQ 1338 (TTAB 1983); and The Nestl e
Conmpany Inc. v. Nash-Finch Co., 4 USPQ2d 1085, 1089 (TTAB
1987) .

“We are concerned in the present case only with this portion of
the statutory definition of "abandonnent", and not "abandonment”
which results from nonuse as provided in Section 45(1).

15
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We begin our analysis with the prem se that naintenance
of exclusivity of rights in a mark is not required in order
to avoid a finding of abandonnment, since "[f]ew | ongstandi ng
trademarks could survive so rigid a standard." \Wal | paper
Manuf acturers, Ltd. v. Crown Wallcovering Corp., 680 F.2d
755, 214 USPQ 327, 333 (CCPA 1982). Instead, so |long as at
| east sonme purchasers identify respondent with the
regi stered mark, it cannot be said that respondent's course
of conduct has caused the registered nmark to lose its
significance as a mark. |d. at 335. As in Cown, it is
necessary to remenber the foll ow ng:

[ There is a] distinction between conduct
of a trademark owner which results in a
|l oss of right to enjoin a particular use
because of an affirmative defense
avai l abl e to that user and conduct which
results in a loss of all rights of
protection as a mark agai nst use by
anyone. Only when all rights of
protection are extinguished is there
abandonnment. E. Vandenburgh, Trademark
Law and Procedure 267-68 (2d ed. 1968).
While this states only a concl usi on

W t hout any guides as to when all rights
are deened to have been lost, it is

hel pful, neverthel ess, to keep the
distinction in m nd.

Id. See also: University Book Store v. University of

W sconsin Board of Regents, 33 USPQ@2d 1385 (TTAB 1994).
Thus, under Crown, whether petitioner in this case has

aright to continue to use the registered mark i s not

determ native of the question of abandonnent; rather, the

focus nust be on what rights, if any, respondent has in the

16
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registered mark. |d. Moreover, as enphasized by the court
in Ctown, "a mark becones abandoned only when the mark | oses
its significance as an indication of origin, not the sole

identification of source.” Crown, supra at 336. |n other

wor ds, regardl ess of whether petitioner has the right to use
the WOODSTOCK' S mark, the fact that the registered
WOODSTOCK' S Pl ZZA PARLOR and design mark identifies
respondent as one of two sources of the restaurant services
negates any inference of abandonnment. Grard Polly-Pig,

Inc. v. Polly-Pig by Knapp, Inc., supra.

Here, it is clear that nmenbers of the purchasing public
identify respondent with the registered mark for restaurant
services. Thus, respondent's mark has not lost its
significance as an indication of origin.

Further, to the extent that petitioner urges that
respondent has not exercised quality control over
petitioner's operations, the claimnust fail. 1In a
licensing situation, the question to be determned is
whet her the licensor exercises sufficient control to
guarantee the quality of the goods sold to the public under
the mark. An uncontrolled license, that is, a |icensing
arrangenent in which the |icensor retains no quality control
or supervision over the use of the mark by the |icensees,
results in an abandonnment of rights in the mark. Wether,
in fact, sufficient control is exercised is a question of

fact in each case and the burden of proving |lack of control

17
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or insufficient control is on the party claimng the
abandonment .

In order to avoid abandonnment of its mark, a |icensor
need not show that its quality control efforts are
conprehensi ve or extensive. Kentucky Fried Chicken Corp. v.
Di versified Packaging Corp., 549 F.2d 368, 193 USPQ 649, 655
(5th Cr. 1978) ("Retention of a trademark requires only
mnimal quality control"); Mdwest Plastic Fabricators v.
Underwriters Laboratories, 906 F.2d 1568, 15 USPQ2d 1359
(Fed. Cr. 1990) (defining the control requirenment to be
"reasonabl e control, i.e. such control as is practicable
under the circunstances of the case"). Sufficient control
by a licensor may exi st despite the absence of any forma
arrangenments for policing the quality of the goods sold or
services rendered under the mark by its licensee(s). See
W nnebago Industries, Inc. v. AQiver & Wnston, Inc., 207
USPQ 335, 337 (TTAB 1980). Control nay al so be adequate
where the licensor justifiably relies on the integrity of
the licensee to ensure the consistent quality of the
services perfornmed under the mark. See Taco Cabana
International Inc. v. Two Pesos Inc., 19 USPQ2d 1253, 1259
(5th Gr. 1991), aff'd 505 U.S. 763, 23 USPQ2d 1081 (1993).

The rationale behind quality control is that the public
has a right to expect a consistent quality of goods or
services associated with a trademark or service mark. Here,
so long as custoners entering a WOODSTOCK' S pi zza parlor in

Oregon or a WOODSTOCK' S pizza parlor in California can

18
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expect a consistent level of quality, the WOODSTOCK' s mar k
retains its source-indicating function. The rationale has
been explained in the follow ng terns:

The purpose of the quality-control
requirenent is to prevent the public
deception that would ensue from vari ant
qual ity standards under the sanme mark or
dress. \Were the particular

ci rcunst ances of the |icensing
arrangenment persuade us that the public
wi |l not be deceived, we need not

el evate form over substance and require
the same policing rigor appropriate to
nmore formal |icensing and franchising
transactions. \Were the |icense parties
have engaged in a cl ose working
relationship, and may justifiably rely
on each parties' intimacy wth standards
and procedures to ensure consi stent
quality, and no actual decline in
quality standards is denonstrated, we
woul d depart fromthe purpose of the | aw
to find an abandonnment sinply for want
of all the inspection and control
formalities. See Enbedded Monents, Inc.
v. International Silver Co., 648 F. Supp.
187, 194 (E.D.N. Y. 1986) (license
agreenent w thout explicit provision for
supervi sory control and absence of
actual inspection nevertheless no basis
for abandonnment where prior working

rel ati onship established basis for
reliance on licensee's integrity and

hi story of manufacture was "troubl e-
free").

Taco Cabana International Inc. v. Two Pesos Inc., supra at
1259. See al so: Exxon Corporation v. Oxxford C othes Inc.,
_F.3d___, 42 usPd 1417, 1424 (5th Cir. 1997) ["...if a
trademark has not ceased to function as an indicator of
origin there is no reason to believe that the public will be

msled..."]

19
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Both parties here agree that there is no formal,
witten agreenent between them covering use of the
WOODSTCOCK' S marks. It is settled, however, that a |license
can be inplied. See, e.g.: MCoy v. Mtsuboshi Cutlery
Inc., 67 F.3d 917, 36 USPQ2d 1289, 1291 (Fed. G r. 1995);
Uni versity Book Store v. University of Wsconsin Board of

Regents, supra at 1396; and Nestle Co. v. Nash-Finch Co.,

supra. We find that to be the case here; that is, rather
than constituting uncontroll ed use by petitioner in
California which resulted in the registered mark | osing al
source indicating significance, the reality of the situation
is akin to an informal, inplied |license fromrespondent to
petitioner to use the registered mark in California. G ven
the circunstances that respondent |ent noney to the
California corporations to start their restaurants under the
WOODSTOCK' S mark, we find, as a result of the parties'
course of conduct through the years, that respondent
essentially gave petitioner and the other corporations
perm ssion to use the WOODSTOCK' S nar k. 5

We have paid particular attention to the common origins

and history of the Oregon and California restaurants.

S\ so find notwi thstanding the following remark in the ninutes
of respondent's July 20, 1980 neeting of its board of directors:
"After a |l ong exam nation of deciding howto expand to
California, it was decided that the new pizza parlor to be built
in California wuld be under a new corporation and woul d have
nothing to do with the original Oegon corporation.” At the
sane neeting, the board also resolved to | end noney, if needed,
to the new California corporation. Suffice it to say that,
contrary to the statenent in the m nutes, subsequent events

t hrough the years show a cl ose rel ati onshi p between respondent
and the California restaurants.
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Al though there was a falling out in 1990 when Carol

Wodst ock was renoved as president, the restaurant

oper ati ons have been conducted, as indicated earlier in this
opi nion, nmuch like a chain. The restaurants' and their
owners' cl ose association warrant a relaxation of policing
formalities. Sonme of petitioner's enployees who remain to
this day, including Jeff Anbrose, petitioner's president,
received their training fromthe Oregon restaurant staff.
Thus, it is not surprising that the Oregon and California
restaurants use significantly simlar procedures and
products. Although there are specific differences between
the Oregon and California restaurants to be sure, the
operations are, by and large, very simlar. The dough
reci pes are the sane, and the sane brand of pizza sauce is
used, with the California restaurants using slightly |ess
pepper. The restaurants' decors, while different, are, in
several respects, very simlar. Gven the common roots and
history of the restaurants, it is not surprising that a
custonmer wal king into the WOODSTOCK' S restaurant in O egon
and then into a WOODSTOCK' S restaurant in California would
assunme that they were related in sone fashion. It is only
natural that the two operations would draw on their nutua
experience, which has resulted in success, to naintain the
requi site quality consistency. 1In point of fact, all the
evi dence indicates that there has been no decline in the

| evel of quality at any of the parties' restaurants. In

this connection, we note that sales at the California
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restaurants have increased over the years, and that the
restaurant in Chico has won an award for "best pizza in
Chico." Further, Carol Wodstock testified that she is
quite satisfied wwth the performance of Jeff Anbrose in
running the California restaurants, and that he is very
quality conscious. It bears repeating that M. Anbrose
started as an enployee at the Oregon restaurant in 1981,
receiving training there on how to nake pizzas. Later,
Chuck Wodstock had M. Anbrose set up the San Di ego
restaurant.

VWiile there was never a formal systemof quality
control over the California operations, it nust be
remenbered that "the inference of abandonnment is not
drawn...[where] satisfactory quality was maintained, and,
hence, no deception of purchasers occurred."” Stockpot, Inc.
v. Stock Pot Restaurant, Inc., 220 USPQ 52, 59 (TTAB 1983),
aff'd, 737 F.2d 1576, 222 USPQ 665 (Fed. Cir. 1984).
Therefore, even wthout, essentially, a formal system of
quality control over the restaurant services rendered by
petitioner in California, the registered mark was not
abandoned by respondent since respondent's nmark has not
ceased to function as an indicator of origin and the quality
of the services has, by all accounts, renained at an
acceptable level. Exxon Corporation v. Oxxford C ot hes
I nc., supra.

In summary, the fraud claimfails and the abandonnent

claimfails.
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Decision: The petition for cancellation is di sm ssed.

J. E. Rce
R F. G ssel
T. J. Quinn

Adm ni strative Trademark Judges
Trademark Trial and Appeal Board
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