THIS DISPOSITION IS
NOT CITABLE AS PRECEDENT
OF THE TTAB

Mai | ed: June 27, 2002

Paper No. 29
BAC

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

Uni ted German- Anerican Soci eties of Greater Chicago
V.
German Anerican Commttee of Greater New York Inc

Opposition No. 112,342
to application Serial No. 75/196, 492
filed on Novenber 1, 1996

Barry W Sufrin and Brian J. Lum of M chael Best &
Friedrich LLC for United German-Anerican Societies of
Greater Chicago.

WIlliamE. O Brien, Esq. for German Anerican Comm ttee of
Greater New York Inc.

Bef ore Seeherman, Hairston and Chapman, Adm nistrative
Trademar k Judges.
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mar k shown bel ow
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% German-American Steuben Parade

for goods and services ultimately identified as “books,
journals, and panphlets, all relating to the activities
of a not-for-profit organization which pronotes the
German- Ameri can heritage” in International Class 16, and
“organi zing community festivals featuring a variety of
activities nanely, parades, beauty pageants, ethnic
dances and the like” in International Class 41.' In an
amendnment to the application, applicant clainmed acquired
di stinctiveness under Section 2(f) of the Trademark Act.
United German- Anerican Societies of G eater Chicago
(an I'l'linois corporation) has opposed registration,
al l eging that for many years opposer has engaged in the
pronoti on of German- Anerican cul tural awareness through
(i) the organi zation of community festivals featuring
activities such as parades, (ii) the publication of
books, journals and panphlets, and (iii) the distribution
of souvenirs and nenorabilia, all of which opposer has a
valid and |l egal right to describe by use of the words

“CGerman- Aneri can Steuben Parade”; that since 1966 opposer

! The application is based on a clained date of first use and
first use in conmerce of March 20, 1991. The procedural history
of the application will be set forth later in this decision
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has continuously used “the term ' German- Ameri can St euben

Par ade,’ or
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substantially simlar terns” for the above-naned goods
and services (paragraph 2); that since 1966 and nost
recently in Septenber 1996 representatives of applicant
have corresponded with and visited opposer and, thus,
appl i cant was aware of opposer’s “use of the term
‘German- Aneri can Steuben Parade,’ or substantially
simlar ternms” (paragraph 3); that since Septenber 1996
applicant has al so been aware of the |ongstandi ng use of
the ternms “Steuben Parade” and “German- American Steuben
Par ade and Cel ebration” by the Steuben Day Observance
Associ ati on of Philadel phia and Vicinity, Inc.; that
notw t hst andi ng applicant’s prior know edge of the use of
the ternms by opposer and the Phil adel phia associ ation,
applicant erroneously stated in its application that no
other entity has the right to use the mark either in the
identical formor in near resenblance thereto; and that
notw t hst andi ng applicant’s prior know edge of the use of
the ternms by opposer and the Phil adel phia associ ati on,
applicant stated in its declaration under Section 2(f)
that the mark had beconme distinctive as applied to
“applicant’s goods ‘by reason of substantially exclusive
and conti nuous use as a mark by Applicant’ in comerce

which may be lawfully regul ated by Congress for the 5
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years next preceding the date of filing of this
Decl arati on” (paragraph 6).

Opposer specifically alleges that the mark i s not
regi strabl e because it violates Section 2(e)(1) in that
it consists of words which, when applied to applicant’s
goods and services, are nerely descriptive thereof; that
appl i cant has not satisfied the requirenments of
establishing a claimof distinctiveness under Section
2(f); that the term “Gernman-Anerican” is a generic term
whi ch, as applied to applicant’s goods and services,
descri bes the individuals who are the subjects of and
participants in the community festivals organi zed by
applicant; and that the term “Steuben Parade” is a
generic termwhich, as applied to applicant’s goods and
services, describes the type of community festivals
organi zed by applicant, celebrating both the birth of
General von Steuben and the participants’ Gernman- American
herit age.

Applicant, in its answer, denied the salient
al l egati ons of the notice of opposition, and raised the
affirmati ve defenses of |aches, acqui escence and

est oppel . ?

2 I nasnuch as applicant offered no evidence on any affirmative
defense and did not raise any affirmative defense in its brief
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The record consists of the pleadings; the file of
t he opposed application; and the testinony depositions,
with exhibits, of Erich M H mrel, opposer’s president,
and
Al fred W Taubenberger, president and general chairman of
t he Steuben Day Observance Associ ation of Phil adel phia
and Vicinity. Applicant offered no testinony or other
evi dence.

Both parties filed briefs on the case. An oral
heari ng was not requested.

The | ssues Before the Board

As noted above, the issues pleaded in the notice of
opposition are that applicant’s mark is generic; and if
not generic, then nerely descriptive, and | acking
acquired distinctiveness; and fraud. These issues were
also tried. Applicant, thus, was on notice it was
required to prove acquired distinctiveness. Although
opposer, in its main brief, characterizes the issues as
bei ng genericness and fraud, it is clear that acquired
di stinctiveness is also at issue in this proceeding as

was reiterated by opposer in its reply brief.?

on the case, we consider the affirmati ve defenses to have been
wai ved by applicant.
3 Opposer stated the following in its reply brief (p. 4):
[Applicant’s] argunents are
insufficient to carry its burden of
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In summary, the Board considers the issues before us
in this case to be genericness, descriptiveness, the
sufficiency of applicant’s proof of acquired
di stinctiveness, and fraud in connection with applicant’s
Section 2(f) declaration.

The Burden of Proof

Opposer stated the following in the “Introduction”
section of its brief (p. 4):

Appl i cant has not entered any evidence
into the record to carry its burden of
proving that the proposed mark is not
generic, nor to establish that its
decl arati on under Section 2(f) was not
know ngly fal se.

Applicant contends that the burden of proof on these
issues lies with opposer. (Brief, p. 4.)

I n support of its position, opposer cited the cases
of Filipino Yellow Pages Inc. v. Asian Journa
Publications Inc., 198 F.3d 1143, 53 USPQ2d 1001 (9th
Cir. 1999) (arguing that “in litigation, [the] proponent
of the proposed mark has the burden of showi ng that an

unregi stered mark is not generic”); and M| -Mar Shoe Co.

v. Shonac Corp., 75 F.3d 1153, 37 USPQd 1633 (7th Cir.

showi ng that the alleged mark i s not
generic and has acquired

di stinctiveness, and to rebut

[ opposer’ s] evidence that
[applicant’s] declaration under
Section 2(f) was know ngly false.
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1996), (quoting the Court that “‘when the mark cl ai med as
a trademark is not federally registered ...the burden is
on the claimant to establish that it is not an
unprotectabl e generic mark.””) (Brief, p. 12.) However,
both of the cited cases involve situations in which the
plaintiff was asserting rights in a mark, and because the
mark was not federally registered, the plaintiff had the
burden of show ng that the term was indeed functioning as
a mark. Thus, these cases are sinply not applicable to
the present situation.

| n Board proceedi ngs, our primary review ng Court
has held that the plaintiff nust establish its pleaded
case (e.g., likelihood of confusion, descriptiveness,
genericness, abandonment), and nmust generally do so by a
preponderance of the evidence. See Martahus v. Video
Duplication Services Inc., 3 F.3d 417, 27 USPQ2d 1846,
1850 (Fed. Cir. 1993); Magic Wand Inc. v. RDB Inc., 940
F.2d 638, 19 USPQ2d 1551, 1554 (Fed. Cir. 1991); and
Cerveceria Centroanericana, S.A. v. Cerveceria India
Inc., 892 F.2d 1021, 13 USPQ2d 1307, 1309 (Fed. Cir.
1989) .

The ground of fraud nust also be established by the
plaintiff, but it nust be in accordance with the higher

standard of clear and convincing proof. See A C.
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Aukerman Co. v. R L. Chaides Construction Co., 960 F.2d
1020, 22 USPQ2d 1321, 1338 (Fed. Cir. 1992). See also,
Whodstock’s Enterprises Inc. (California) v. Wodstock’s
Enterprises Inc. (Oregon), 43 USPQ2d 1440, 1443-1444
(TTAB 1997), aff’d unpub’d, Appeal No. 97-1580, Fed.
Cir., March 5, 1998.

Thus, it is opposer (plaintiff) who bears the burden
of proving by a preponderance of the evidence its claim
that applicant’s applied-for mark is generic or nerely
descri ptive®; and opposer bears the burden of proving by
cl ear and convi ncing evidence its claimthat applicant
commtted fraud on the USPTO

However, it is applicant who bears the burden of
establishing that its mark has becone distinctive. See
Yamaha | nternational Corp. v. Hoshino Gakki Co. Ltd., 840
F.2d 1572, 6 USPQ2d 1001, 1006 (Fed. Cir. 1988). The
i ssue of acquired distinctiveness is a question of fact.
See In re Loew s Theatres, Inc., 769 F.2d 764, 226 USPQ
865, 869 (Fed. Cir. 1985). There is no specific rule as
to the exact anount or type of evidence necessary at a

m nimumto prove acquired distinctiveness, but generally,

“In this opposition, opposer need not prove that the words
“Cerman- Areri can Steuben Parade” are nerely descriptive of the

i nvol ved goods and servi ces because applicant has conceded this,
first, by anending its application to seek registration under
Section 2(f), and second, in its brief on the case (pp. 10-11.)
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the nore descriptive the termor phrase, the greater the
evidentiary burden to establish acquired distinctiveness.
That is, the less distinctive the termor phrase, the
greater the quantity and quality of evidence that is
needed to prove acquired distinctiveness. See In re
Bongrain International (American) Corp., 894 F.2d 1316,
13 USP@2d 1727 (Fed. Cir. 1990); and Yamaha, 6 USPQ2d at
1008. See

also, 2 J. Thomas McCarthy, MCarthy on Tradenar ks and

Unfair Conpetition, 815:28 (4th ed. 2001).

The Evi dence

Applicant’s Application

Applicant filed its use-based application for the

mar k

ﬁ?’ German-American Steuben Parade

on Novenber 1, 1996, for the follow ng goods and
servi ces:

“[ goods] Books, journals, panphlets;
[ services] Organizing parades, parties and
pageants.”

In the first Ofice action, the Exam ning Attorney
refused registration of the mark as merely descriptive
under Section 2(e)(1l), and also held the mark incapable

of functioning as a mark and refused registration on the

10
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Suppl enental Regi ster. The Exam ning Attorney attached
copies of eight stories retrieved fromthe Nexis database
to show “Steuben Parade” describes the type of festival
appl i cant organi zes. Sone of these stories referred to a
New York festival (presumably applicant’s) and sone
referred to a Chicago festival (presumably opposer’s).

I n response, applicant contended that a claim of
acquired distinctiveness could be nade under Section 2(f)
of the Trademark Act.

In the second Office action, the same Exam ni ng
Attorney stated that the previous refusal under Section
2(e)(1) was in error, and required applicant to either
di scl ai mthe words “German- Aneri can St euben Parade,” or
claimacquired distinctiveness as to the word portion of
the mark (enphasis in the original) through affidavit or
decl aration of the applicant. Noting that applicant had
indicated a desire to proceed under Section 2(f), the
Exam ni ng Attorney expl ained that a properly worded
Section 2(f) declaration was required and the Exam ning
Attorney provided the follow ng sanple decl arati on:

The wording ‘ German- Anmeri can St euben
Par ade’ has becone distinctive of the
applicant’ s goods and services through
applicant’s substantially exclusive
and conti nuous use in conmmerce for at

| east the five years inmmedi ately
before the date of this statenent.

11
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It was in response to this O fice action that
applicant stated that the words have acquired
di stinctiveness and supported this claimby a declaration
under Section 2(f). The Section 2(f) declaration was
dated January 12, 1998 and signed by Theobald J. Dengler.
The Exam ning Attorney then approved the application

for publication in the Oficial Gazette, and it was

publi shed in the October 27, 1998 issue.

Testimony of Erich M Hi mmel

Erich M H nmmel, opposer’s president, has been
associ ated with opposer for over 20 years--as vice
president for 10 years and then president for the past 11
years. Opposer was founded over 80 years ago, with a
goal of maintaining German culture. The w tness
testified that he is aware of German- Anerican
organi zations in M| waukee, New York, and Phil adel phi a.
Opposer currently oversees about 65 German cl ubs,
assi sting the nenmber clubs in conducting different
functions; and opposer hosts “German- Ameri can Day” which

n5

i ncludes the “Steuben Parade. The parade is held in

Sept enber because that is von Steuben’s birth nonth.

° This parade is in honor of General Friedrich WIhelmvon
St euben, a Prussian Arny officer recruited to cone to the United

12
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Opposer has presented an annual “Steuben Parade” in
Chi cago for the last 36 years, using various names

i ncludi ng, “Steuben Parade,” “von Steuben Parade,”
“W 1| hel m von St euben Parade” and “German- Anerican Steuben
Parade.” (Dep., p. 31.)

In organizing the “Steuben Parade,” opposer obtains
the appropriate city of Chicago permts, |ines up groups
to be in the parade, produces and distributes flyers,
invites various politicians, and the like. Opposer also
produces prograns for the event; and it advertises its
“German Day” and “Steuben Parade” activities not only in
Chi cago area newspapers, but also in German | anguage
newspapers (e.g., the “Eintracht”) distributed outside of
the Chicago area. |In addition, opposer has a website on
the Internet.

M. H mel has known of the term * German- Aneri can
St euben Parade” since “as long as | can think back”

(dep., p. 13); and he explained that when there are only
Germans present at a discussion or event, the parade is
referred to as the “Steuben Parade,” but otherwise it is
referred to as the “Gernman- American Steuben Parade.” The

opposer’s parade

States by Benjam n Franklin and who then worked closely with
General George Washington in training the Continental Arny.

13



Qpposition No. 112342

brochure for 1996 (exhibit 2) is titled “CH CAGO 76th
German Day and 31st von Steuben Day PARADE”, whereas
opposer’s website page printed out in September 2001
(exhibit 4) shows

opposer’s parade banner “Societies of G eater Chicago
United German - Anerican STEUBEN PARADE.” According to
M. H mel, this banner has been used for over 20 years
in the parade.

Opposer participated in applicant’s parade in 1997
(e.g., marched in the parade carryi ng opposer’s banner),
and applicant participated in opposer’s parade in 1996 or
1997. Opposer has also participated in the Philadel phia
associ ation’s parade at | east once in 1998.

On January 28, 1997, opposer sent a letter (signed
by M. Hi mmel as opposer’s president) to applicant
conpl ai ni ng of applicant’s pendi ng application;
expl ai ning that any attenpt by applicant to claim
exclusive proprietary rights in “German American Steuben
Parade” woul d be resisted by opposer; and requesting that
applicant withdraw the application. (Exhibit 6.)
Appl i cant has never requested that opposer take a |license
to use the term “German- Aneri can Steuben Parade.”

Only Phil adel phia, Chicago (opposer) and New York

(applicant) present these “German-Anerican Steuben

14
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Parades”; and M. Himel testified as to his personal
know edge of applicant’s awareness of the three major
cities’ “Steuben Parades.”

On cross-exam nation M. Himel testified that
al t hough opposer at one tinme used a cornfl ower design in
the advertising of its parade, and the queen of the
parade sold cornfl owers, opposer stopped doing so about
five years ago. The wi tness was asked if he had any
know edge of any fraud commtted by applicant in filing
its application with the USPTO, and he responded “No.”
(Dep., p. 36.)

Testinony of Alfred W Taubenberger

The other testinony taken herein is that of Alfred
W Taubenberger, president and general chairman of the
St euben Day Observance Associ ation of Phil adel phia and
Vicinity (Philadel phia association). The Philadel phia
associ ation was founded in 1970, and M. Taubenberger has
been associated therewith since 1980, holding first the
office of corresponding secretary and | ater vice
chai r man.

The Phil adel phi a associ ati on coordi nates, devel ops
and pronotes the “German- Anmeri can Steuben Parade” in
Phi | adel phia. 1t has been organizing this parade for

over 31 years. Prior to January 1992, the Phil adel phia

15
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associ ati on parade was called the “Steuben Parade” or,
occasionally, the “German- Anreri can Steuben Parade.” The
| ead banner for this parade carries the wording
“Phi | adel phi a Ger man- Aneri can Steuben Parade, Ethnic
Heritage and Pride.”

The Phil adel phia association’s parade has officially
been called the “Gernman-Anerican Steuben Parade” since
January 27, 1992, when the association passed a notion to
that effect in order to identify it as a German- Ameri can
ethnic event. All signs, stationery, press rel eases,
prograns, t-shirts and the Iike now carry the wording
“German- Aneri can Steuben Parade.” This phrase is
intended to relate to German imm grants and their
descendants who are cel ebrating the i nm grant General von
St euben’ s acconplishments and his support of General
Washi ngton in the Revolutionary War. M. Taubenberger
testified that he believed about 95% of the people who
participate in the German events around Phil adel phia are
aware of Ceneral von Steuben.

In organizing the parade, the Phil adel phia
associ ation prints and distributes prograns, fliers,
posters, mailings to its nmenmbers, and invitations to
ot her German associ ations, and specifically invites

of ficers/representatives fromboth the New York (8-10

16
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peopl e) and the Chicago associations (2-3 people) to
participate therein. The parade is advertised in |ocal
newspapers, in German-Anerican papers throughout the
United States, and in magazines. The Phil adel phia
associ ation sells cornflowers, and gives away t-shirts to
peopl e who have been hel pful to the parade comm ttee.

The Phil adel phia association also runs a German-
American Day in June, and a German- Anerican Penn’s
Landi ng Summer Fest. M. Taubenberger is aware of
opposer and applicant, as well as German- Anerican
associations in Baltinmre, Maryland and Lancaster,
Pennsyl vani a.

M. Bill Hetzler, chairmn of the German- Anerican
St euben Parade Conm ttee of New York (which is governed
by applicant), is well known to M. Taubenberger as they
speak several tinmes a year, and have done so since their
first meeting in the md-1990s. M. Hetzler and M.
Taubenberger are invited to each other’s parades; and
t hey speak at each other’s banquets connected with their
respective “German- Aneri can Steuben Parades.” M.
Taubenberger has sought the advice of M. Hetzler
regardi ng the Phil adel phia associ ati on parade--e.g.,
sel ecting a grand marshal, obtaining cornfl owers.

However, M. Taubenberger was clear that in all of their

17
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di scussions, M. Hetzler has never nentioned or suggested
a |license or other agreenent between the New York and
Phi | adel phi a associations relating to giving Phil adel phi a
perm ssion to use the words “German- Aneri can St euben
Parade.” In fact, he reiterated that there has never
been a |icense or other agreement with any other party
regardi ng the Phil adel phia association’s use of “Gernman-
Ameri can Steuben Parade” to his know edge; and that no
such matter is reflected in any m nutes or any ot her
records of the association. (Dep., pp. 41, 43.) The
Phi | adel phi a associ ati on has never paid royalties to the
New York comm ttee, and there are no restrictions on
Phi | adel phia’ s use of the words “German- Aneri can St euben
Parade.” The New York conmm ttee has never raised any
obj ection to the Phil adel phia association’s use of the
wor ds “ Ger man- Aneri can Steuben Parade.”

The witness recalled his association’s January 27,
1992 neeting at which the then-chairman, M. Karnas, as
part of his notion that the association change its
| etterhead to read “German- Aneri can Steuben Parade,”
remarked that “the New York Steuben Parade had been using
[ Ger man- Aneri can Steuben Parade’] for sone tinme and it
made sense.” (Dep., p. 36.) M. Taubenberger’s

recoll ection of the discussion about this notion was that

18
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“Ger man- Anmeri can St euben Parade” unites a | arge group of
peopl e who are of German descent and background, and the
New York commttee “does use it [and] they are a
successful parade.” (Dep., p. 78.)

To M. Taubenberger’s know edge, the only cities
putting on this type and scal e of *Steuben Parade” are
New Yor k, Phil adel phia and Chi cago.

Due to their close proximty, the Phil adel phia
associ ation has nore rapport with the New York committee
than with the Chicago association. In the past, the
Phi | adel phi a associ ation has participated in at |east one
of the Chicago association’ s parades. Moreover, M.
Taubenberger is aware that the New York conm ttee has
been hol ding a parade for 44 years. Phil adel phia
associ ation representatives have attended the New York
commttee s parade since at least 1992; and it is M.
Taubenberger’s belief that the Phil adel phia association
has participated in the New York parade for all of the
Phi | adel phi a association’s 31 years of existence.
Further, New York commttee representatives have attended
t he Phil adel phia association’s parade since at | east
1996. In addition, each of the two organizations
(Phil adel phia and New York) has run advertisenents for

its own parade in the other’s parade program wth the

19
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advertisenents clearly | abeled “Gernman- Aneri can Steuben
Parade.” (Exhibit 4, page three; exhibit 2, page three;
and exhibit 3, page three.) The New York commttee’'s
1997 parade programclearly lists “Phil adel phia Ger man-
Ameri can Steuben Parade Conmttee” as a participant.
(Exhibit 5, page four.)

M . Taubenberger testified that the cornflower is an
hi storic synmbol for German-Anericans throughout the
United States, and particularly for German inm grants
because they renmenber cornflowers growing in wheat fields
t hroughout Germany. I n applicant’s 1997 parade program
t he Phil adel phia associ ation provided a float of the
Phi | adel phi a Cornfl ower Queen and her court.

On cross-exam nation, M. Taubenberger expl ained
that the only entity other than the New York and Chi cago
organi zations using the cornflower is The Steuben Society
of the United States (fornmed in 1919). The Phil adel phia
associ ation does not use the cornflower in its
adverti sing.

Generi cness

The critical issue in determ ning genericness is
whet her menbers of the relevant public primarily use or
under st and the designati on sought to be registered to

refer to the genus or category of goods or services in

20
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guestion. See H Marvin Gnn Corp. v. Internationa
Associ ation of Fire Chiefs, Inc., 782 F.2d 987, 228 USPQ
528 (Fed. Cir. 1986). In making our determ nation, we
follow the two-step inquiry set forth in Marvin G nn and
reaffirmed in In re American Fertility Society, 188 F.3d
1341, 51 USPQ2d 1832 (Fed. Cir. 1999), nanely:
(1) What is the genus or category of goods at
I ssue?, and
(2) |Is the designation sought to be registered
under st ood by the relevant public primarily to
refer to that genus or category of goods?
“The correct legal test for genericness, as set
forth in Marvin G nn, requires evidence of ‘the genus of
goods or services at issue’ and the understandi ng by the
general public that the mark refers primarily to ‘that
genus of goods or services.’” Anerican Fertility
Society, 51 USPQ2d at 1836. That is, do the nenbers of
the rel evant public understand or use the term sought to
be protected to refer to the genus of the goods and/or
services in question?
The genus or category of goods and services invol ved
in this case are books, journals, and panphlets, all
relating to activities which promote the German- Anerican

heritage, and organi zing community festivals featuring

par ades, beauty pageants, ethnic dances and the |ike.

21
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I n considering the understanding of the rel evant
public, we nmust first determ ne who conprises the public
for the identified goods and services. There are two
groups of relevant public, German-Anmericans and the
public at large. The evidence in this case shows that
many, if not nost, of the persons encountering
applicant’s applied-for mark are Gernman- Aneri cans.

Al t hough applicant (New York), opposer (Chicago) and a
third party (Phil adel phia) each distribute fliers and
posters throughout their respective cities, and advertise
in newspapers and nagazi nes, all of which, except for the
Ger man | anguage publications, nmay potentially be seen by
or be available to the general public, nonethel ess we
find the primary relevant public consists of German-
Americans. See Stocker v. General Conference Corp. of
Sevent h-day Adventists, 39 USPQ2d 1385, at 1394 (TTAB
1996) .

As we previously stated, it is opposer’s burden to
establish that the applied-for mark is generic. Opposer
argues that applicant’s proposed mark is a juxtaposition
of the generic terns “Gernman-Anerican” and “ St euben
Par ade” whi ch, when coupl ed together, remain generic for
the invol ved goods and services; and that the cornfl ower

desi gn has | ong been a generic enblem or synbol of

22
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vari ous German- American events including “Steuben
Par ades,” nmuch |ike the shamrock is a generic synmbol of
I rish-Americans and St. Patrick’s Day.

In its brief, applicant acknow edges that the term
“parade” is generic for parades; but otherw se contends
that the term “Steuben” is a surname, and that the term
““German- American’ is merely descriptive of a community
conpri sed of Germans and Anericans.” Applicant concl udes
that the conmbination of the terns “Gernman-American
St euben, and Parade” does not depict a genus or class of
goods or services, but “[r]ather, the resulting
conbi nation of terns nerely describes the nature of
applicant’s services to the general public.” (Brief, p.
11.)

Applicant contends that on this record opposer has
not met its burden of establishing that the phrase
“Ger man- Ameri can St euben Parade” is generic for either
applicant’s identified services or its identified goods
which are related thereto.

There is no evidence that the phrase " German-

Ameri can Steuben Parade” is the term by which the
identified goods ("“books, journals and panmphlets, al
relating to the activities of a not-for-profit

organi zati on which pronotes the German- Aneri can
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heritage”) and services (“organi zing community festivals
featuring a variety of activities nanely parades, beauty
pageants, ethnic dances and the like”) are known. The
evidence of record falls far short of establishing that
t he phrase “German- Anerican Steuben Parade” is understood
by the relevant public as referring to the genus of goods
and services represented by applicant’s identifications.
That is, opposer has failed to provide any evidence that
t he phrase as a whole, “German-Anerican Steuben Parade,”
is generic, or that the cornflower design is.® Even if
sone of the constituent elements are generic, this
conbi nati on of ternms and design have not been shown to be
generic for the identified goods and services. See
Anmerican Fertility Society, supra.

Accordi ngly, opposer has failed to prove that the

applied-for mark is generic.

® The case cited by opposer relating to a grape-|eaf design
appearing on wi ne | abels being held generic, Kendall-Jackson
Wnery Ltd. v. EE & J. Gllo Wnery, 150 F. 3d 1042, 47 USPQd
1332 (9th Gr. 1998), involved trademark infringenent, trade
dress, dilution and unfair conpetition clainms. The appellate
court upheld the judgnent for the defendant, stating that the
use of a grape leaf as a mark for wine would normal ly be

i nherently distinctive because it suggests rather than describes
the product. However, the court explained that the difference
in the specific case then before it was that because w ne
bottlers other than the plaintiff have | ong used grape | eaves to
decorate their |abels, the enblem of the grape |eaf has becone
generic for wine. 1In the present case, however, there is not
sufficient evidence that the cornflower design is in such conmon
usage.
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Descri ptiveness / The Sufficiency of Applicant’s Section
2(f) Evidence

By anending its application to claimthat the mark
has acquired distinctiveness, applicant conceded that the
wor ds “German- Aneri can Steuben Parade” are nerely
descriptive of the involved goods and services. Further,
as noted previously, applicant acknow edged in its brief
that the term “parade” is the generic nanme for a parade;
and the conbination of the words “German-Anerican Steuben
Parade” is nerely descriptive.

We find the words “German-Anmerican Steuben Parade”
are nmerely descriptive of both applicant’s services
(organi zing festivals) and the goods related thereto
(publications relating to the activities of an
organi zati on pronoting the German heritage). Further, we
find that these words are highly descriptive of
applicant’s service of organizing festivals featuring,
inter alia, parades, as well as the publications rel ated
thereto. Applicant’s identification of goods
specifically references that the publications pronote the
Ger man- Aneri can heritage; and the term “parade” is
adm ttedly generic for the involved services. In
addition, there is evidence that others use various

conbi nati ons of these terns for their respective parades.
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Wth this in mnd, we turn to the question of the
sufficiency of applicant’s evidence of acquired
di stinctiveness.

In order to establish acquired distinctiveness, “an
appl i cant nmust show that ‘in the m nds of the public, the
primary significance of a product feature or termis to
identify the source of the product rather than the
product itself.”” In re Dial-A Mattress Operating
Cor por ation, 240
F.3d 1341, 57 USPQ2d 1807, 1812 (Fed. Cir. 2001), quoting
fromthe case of I nwood Labs, Inc. v. Ives Labs., 456
U S. 844, at footnote 11 (1982).

As noted previously, the gquestion of acquired
di stinctiveness is one of fact which nust be determ ned
on the evidence of record. The Board stated in the case
of Hunter Publishing Co. v. Caulfield Publishing Ltd., 1
USPQ2d 1996, 1999 (TTAB 1986):

[ e] val uati on of the evidence requires
a subjective judgnent as to its
sufficiency based on the nature of the
mar k and the conditions surrounding
its use. While sone terns may never
acquire distinctiveness no matter how
| ong they have been used, others nay
acquire such significance in a
relatively short period of tine,
sonetimes even |less than five years.
See In re Capital Formation

Counsel ors, Inc., 219 USPQ 916 (TTAB
1983).
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See al so, Braun Inc. v. Dynam cs Corp. of America, 975
F.2d 815, 24 USPQd 1121 (Fed. Cir. 1992); and Om cron
I nc. v. Open Systens, Inc., 19 USPQ2d 1876 (TTAB 1989,
rel eased 1991).

In this case, applicant’s evidence of acquired
di stinctiveness consists solely of the declaration
subm tted during the prosecution of its application of
substantially exclusive use for five years.’ Applicant
of fered nothing further in this inter partes case. There
is no evidence of consuner recognition of the phrase
“Ger man- Aneri can St euben Parade” as applicant’s trademark
for its identified goods and services. Nor is there any
evi dence of the ampbunt applicant spends on
advertisenments; or the general attendance at its annual
parade. Conversely, opposer has submtted evidence of
third-party uses of the sane or substantially simlar
phrases by associations in two other major cities
(Phil adel phia and Chicago), with such uses being prior to
applicant’s fling date and continuing through to the
present. While the Exam ning Attorney was presunmably

aware of the Chicago association’ s parade, the evidence

"It is noted that applicant’s declaration asserts that the mark
“...has beconme distinctive as applied to applicant’s goods...,”
and does not nention applicant’s services.
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of use by the other third-party was not before the
Exam ni ng Attorney.

Thus, on the record before us, it is clear that the
public is exposed to at least three different entities
usi ng the words “German- Ameri can St euben Parade” for
publ i cations, parades, pageants and the |ike.

Conversely, there is no evidence that the public
recogni zes the phrase as applicant’s mark. Hence,
applicant’s claimof acquired distinctiveness cannot be
successful because the distinctiveness on which
purchasers rely is lacking. See Levi Strauss & Co. V.
Genesco, Inc., 742 F.2d 1401, 222 USPQ 939 (Fed. Cir.
1984) .

G ven the highly descriptive nature of “German-
Ameri can Steuben Parade” for the identified goods and
services, we would need to see a great deal nore evidence
t han applicant has submtted in this case in order to
find that the term has becone distinctive as the
i ndi cator of a single source for such goods and servi ces.
See In re Recorded Books Inc., 42 USPQd 1275 (TTAB
1997); In re Leatherman Tool Goup Inc., 32 USPQRd 1443
(TTAB 1994); In re Medical Disposables Co., 25 USPQ2d
1801 (TTAB 1992); and Flowers Industries Inc. v.

Interstate Brands Corp., 5 USPQ2d 1580 (TTAB 1987).
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The words “German- Aneri can St euben Parade” are
merely descriptive and applicant has not submtted
sufficient proof to establish acquired distinctiveness
under Section 2(f).

Fraud

Opposer’s ground of fraud refers to applicant’s
subm ssion of its Section 2(f) declaration during the
prosecution of its application. That declaration reads
as follows:

The Applicant, owner of the above
captioned application, believes that
the mark has become distinctive as
applied to applicant’s goods as set
forth in the above application (as
anended) by reason of substantially
excl usi ve and conti nuous use as a mark
by Applicant in conmerce which may be
awfully regul ated by Congress for the
5 years next preceding the date of
filing of this Declaration.?

Opposer essentially contends that applicant coul d

not reasonably assert that its use of the words “Gernman-

Ameri can Steuben Parade” was substantially exclusive

8 In the notice of opposition opposer also pled that applicant
conmtted fraud in signing the declaration in the original
application relating to the statenent that “...no other person,
firm corporation....” However, opposer did not pursue this
issue in its brief, presumably because during the testinony
deposition of opposer’s president, Erich H mel, M. H mel
specifically answered “no” to the question of any know edge he
had as to whether applicant commtted fraud in filing its
application. |In any event, such fraud was not proven by cl ear
and convincing evidence. See 5 J. Thomas McCarthy, MCarthy on

29



Qpposition No. 112342

based on the known uses of those words by at | east two
other entities. Opposer maintains that the mark in the

i nvol ved application should not be registered because it
was all owed by the Exam ning Attorney as a result of
applicant’s knowing and willful false statement to the
USPTO t hat applicant had made five years substantially
exclusive use, and it was this false claimthat persuaded
the Exam ning Attorney that the words “Gernman- Anerican

St euben Parade” had acquired distinctiveness as a
trademar k/ service mark of applicant’s.

Applicant strenuously argues that its declaration
refers to “substantially exclusive use as a mark...” and
t hus, there was no fraud or intent to defraud the USPTG
and that opposer has not net the burden of establishing
fraud by clear and convinci ng evidence.

Fraud in procuring a trademark regi stration occurs
when an applicant know ngly makes false, materi al
representations
of fact in connection with the application. See Torres
v. Cantine Torresella S.r.1., 808 F.2d 46, 1 USPQ2d 1483,
1484 (Fed. Cir. 1986). |In making our analysis of
applicant’s actions, we are governed by the foll ow ng

princi ples of what constitutes fraud:

Trademarks and Unfair Conpetition, 831:71 (4th ed. 2001), and
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Fraud inmplies sone intentional deceitful practice
or act designed to obtain something to which the
person practicing such deceit would not otherw se
be entitled. Specifically, it involves a willful
wi t hhol ding fromthe Patent and Trademark Office
by an applicant or registrant of materi al
information or facts which, if disclosed to the

O fice, would have resulted in the disall owance

of the registration sought or to be nmaintained.
Intent to deceive nust be “willful.” |[If it can be
shown that the statement was a “fal se

m srepresentation” occasi oned by an “honest”

nm sunder st andi ng, i nadvertence, negligent om ssion
or the like rather than one made with a w || ful
intent to deceive, fraud will not be found.

Fraud, noreover, will not lie if it can be proven
that the statenent, though false, was made with a
reasonabl e and honest belief that it was true

or that the false statement is not material to

t he i ssuance or mai ntenance of the registration.

It thus appears that the very nature of the charge
of fraud requires that it be proven “to the hilt”
with clear and convincing evidence. There is no
room for specul ation, inference or surm se and
obvi ously, any doubt nust be resol ved agai nst the
charging party.

Smith International, Inc. v. Ain Corp, 209 USPQ 1033,
1043-44 (TTAB 1981), citations omtted. See also, First
| nternational Services Corp. v. Chuckles, Inc., 5 USPQd
1628 (TTAB 1986); and Grard Polly-Pig, Inc. v. Polly-Pig
by Knapp, Inc., 217 USPQ 1338 (TTAB 1983).

Fraudul ent intent is an essential elenment of any
fraud claim See Electronic Realty Associates, Inc. v.
Extra Ri sk Associates, Inc., 217 USPQ 810 (TTAB 1982).

See also, 5 J. Thomas McCarthy, MCarthy on TradenarKks

and Unfair Conpetition, 831:69 (4th ed. 2001) (“Fraud in

cases cited therein.
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a 82(f) five-year declaration claimng the existence of
secondary neaning is possible but very difficult to
prove.”).

In determ ning opposer’s claimof fraud, we nust
consider the record that was before the Exam ning
Attorney at the tinme applicant filed its Section 2(f)
decl aration. The record of applicant’s application
included the stories retrieved fromthe Nexis database
whi ch were put into the record by the Exam ning Attorney
as part of her July 9, 1997 Ofice action. These stories
clearly included references to “Steuben Parades” in both
New York and Chicago. Thus, it cannot be said that the
Exam ni ng Attorney was unaware of at |east one other use
of the term “Steuben Parade” by others. (In fact, the
Exam ni ng Attorney submtted this material to establish
that “Steuben Parade” describes the type of festival that
appl i cant organi zes.)

Further, it was the Exam ning Attorney who required
(in the Ofice action dated March 2, 1998) that applicant
ei ther disclaimthe wording “German- Ameri can St euben
Parade” or claimacquired distinctiveness based on five
years use. The Exam ning Attorney even presented
applicant with a suggested claimof distinctiveness based

on five years use. On this record, it sinply cannot be
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said that applicant’s declaration under Section 2(f)

i nvol ved a withhol ding of information fromthe USPTO

whi ch, if disclosed, would have resulted in disallowance.
Opposer has also failed to prove applicant’s willful

intent to deceive the USPTO. As stated above, the

Exam ning Attorney invited the proof of acquired

di stinctiveness through a claimof five years

substantially exclusive use, despite the evidence of the

Chi cago parade before her. Also, the record shows that

opposer’s use was not consistently the exact phrase

“Ger man- Aneri can Steuben Parade” but rather “CH CAGO 76t h

German Day and 31st von Steuben German Day PARADE”; and

t he Phil adel phia association’s parade was identified as

“Phi | adel phi a Ger man- Aneri can Steuben Parade, Ethnic

Heritage and Pride.” These differing uses give credence

to applicant’s argunent that it did not believe others

were using the phrase “Gernman- Aneri can Steuben Parade” as

a mark; and therefore, applicant believed it had a

reasonabl e basis for asserting a claimof substantially

excl usive use of the words as a mark. See Marshall Field

& Co. v. Ms. Fields Cookies, 11 USPQ2d 1355 (TTAB 1989)

(procedural discussion of fraud relating to a Section

2(f) claim; and also at 25 USPQ2d 1321 (TTAB

1992) (decision after trial). On this record, we cannot
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find a willful intent on the part of applicant to deceive
t he USPTO by signing and submtting the decl aration under
Section 2(f).

Opposer has failed to establish by clear and
convi ncing evidence its claimof fraud.
Deci si on

The opposition is sustained only on the grounds that
t he words “German- Aneri can Steuben Parade” are nerely
descriptive when used on or in connection with
applicant’s identified goods and services, and applicant
has not established that the words have acquired
di stinctiveness under Section 2(f). Registration to

applicant is accordingly refused.

* k k k%

Seeherman, Adm nistrative Trademark Judge, concurring in
part and di ssenting in part:

| concur in the majority’s holding that the
opposition nust be sustained on the ground that the word
portion of applicant’s mark is nmerely descriptive and has
not acquired distinctiveness, and that the opposition
must be dism ssed on the ground of genericness. However,

| disagree with the finding that opposer has failed to
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prove that applicant comnmtted fraud in the filing of its
Section 2(f) declaration.

As the majority notes, the plaintiff has the burden
of proving fraud by clear and convincing evi dence.

Mor eover, case | aw mandates that it be proven “to the
hilt,” with no speculation, inference or surm se, and any
doubt nust be resol ved against the charging party. Smth
International, Inc. v. Adin Corp., 209 USPQ 1033 (TTAB
1981). | believe that opposer has done so in this case.

There are three elenents to establishing fraud. It
nmust be shown that the applicant nade 1) a false
statenment which was 2) material to the Exam ning
Attorney’s decision to allow the application. Further,
it must be shown 3) that the applicant knew that the
statenment was false, i.e., the false statenent was
intentionally made.

Here, opposer has shown that applicant’s statenment
inits Section 2(f) declaration was false. Applicant
stated, in connection with its claimthat the phrase
“Ger man- Aneri can St euben Parade” had acquired

di stinctiveness, that “...the mark has beconme distinctive
as applied to applicant’s goods as set forth in the above
application (as anmended) by reason of substantially

excl usive and conti nuous use as a mark by Applicant in
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commerce which may be lawfully regul ated by Congress for
the 5 years next preceding the date of filing of this
Declaration.” The statement was dated January 12, 1998.
Thus, according to the statenent, applicant’s use of the
phrase was substantially exclusive since January 1993.
However, opposer has shown that at the tinme the
decl arati on was made, applicant knew of the use of
“German- Anmeri can St euben Parade” by both opposer and the
Phi | adel phia organi zation. As the majority notes,
opposer marched in applicant’s parade in 1997 (within the
year prior to applicant’s nmaking its Section 2(f)
decl aration), carrying opposer’s banner which bears the
statement “Societies of Greater Chicago United German-
American STEUBEN PARADE.” And applicant participated in
opposer’s parade in 1996 or 1997. Applicant also knew at
the time that it filed its declaration that opposer
obj ected to applicant’s application in which applicant
was attenpting to claimexclusive rights to the phrase
“Ger man- Aneri can St euben Parade.” (Opposer’s letter
dated January 28, 1997).

Opposer has al so shown that the Phil adel phi a
organi zation officially adopted the name * German- Aneri can
St euben Parade” in January 1992 (six years before

applicant’s declaration of substantially exclusive use),
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and that this name has been used on all of the
Phi | adel phi a organi zation’s stationery, prograns and the
like. As the majority opinion details, the Philadel phia
associ ation has invited representatives fromthe New York
conmttee to its parade, and New York committee menbers
have attended the Phil adel phia association’s parade since
at | east 1996 (again, prior to the execution of the
Section 2(f) declaration in January 1998). Alfred
Taubenberger, of the Phil adel phia association, testified
that Bill Hetzler, chairman of the German- Anerican
St euben Parade Committee, which is governed by applicant,
has been invited to the Phil adel phia parade, and vice
versa. Each man is a speaker at the other’s banquets
connected with their respective “German-Aneri can Steuben
Parades.” Further, each organi zation advertises in the
ot her’ s parade program and opposer has introduced into
evi dence the applicant’s programfor its 1997 parade
which lists “Phil adel phi a German- Anmeri can Steuben Parade
Committee” as a participant.

This evidence is sufficient to show that the
statenment made by applicant in its Section 2(f)
decl aration was fal se, and al so that applicant knew (or
shoul d have known) of its falsity. | recognize that we

have no direct testinony that Theobald J. Dengler,
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applicant’s then president-chairman who signed the
decl arati on, was personally aware of the aforesaid
activities by opposer and the Phil adel phia associ ati on,
but it is not necessary to provide such direct evidence.
It is clear that the officers of applicant either knew
t hrough their direct contact with both organizati ons of
the use by these organizations of “German-Anerican
St euben Parade,” or would otherw se have been aware of
t he organi zations’ use of the phrase because applicant
participated in the other organizations’ parades, and
vice versa. Applicant cannot hide fromthe know edge its
organi zation had by having the declaration signed by
someone who woul d have been unaware of this information.
See Torres v. Cantine Torresella S.r.l., 808 F.2d 46, 1
USP@2d 1483 (Fed. Cir. 1986).

Finally, it is clear that the Section 2(f)
decl aration was material to the Exam ning Attorney’s
determ nation of registrability. The Exam ning Attorney
had actually refused registration of the application on
the ground that the phrase was nerely descriptive, and
had i ndicated that the mark woul d not be accepted w thout
a showi ng of acquired distinctiveness.

Thus, | believe that opposer has made out a prinm

facie case of fraud. And what has applicant submtted to
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rebut that case? Nothing. Applicant has submtted no
evi dence whatsoever. In its brief applicant’s attorney
has made the argunent that applicant did not believe
opposer and the Phil adel phia organi zati on were using the
phrase “ German- Aneri can Steuben Parade” as a nmark, but
were using the termdescriptively, and therefore
applicant believed it had a reasonabl e basis for
asserting a claimof substantially exclusive use of the
words as a mark. Aside fromthe fact that this argunment
is totally unsupported, | do not believe that this
semanti c game-playing may avoid a claimof fraud. The
manner in which opposer and the Phil adel phia organi zation
were using the phrase was the sane as the manner in which
appl i cant was using the phrase.® The other organizations

may not have been clainmng trademark rights in it because

® The najority conments that “opposer’s use was not

consistently the exact phrase ‘ German- Aneri can St euben Parade’
but rather *CH CAGDO 76th German Day and 31st von Steuben German
Day PARADE ; and the Phil adel phia association’s parade was
identified as ‘ Phil adel phia German- Aneri can St euben Par ade,
Ethnic Heritage and Pride.”” The majority states that these
differing uses give credence to applicant’s argunent that it did
not believe others were using the phrase “German-American

St euben Parade” as a mark. This argunent is equally
unpersuasive. Again, there is no testinony fromapplicant as to
its belief. Further, although there is evidence as to
variations in the nanmes used by opposer, the majority’s
recitation of the facts nakes clear that one of the terns used
is “CGerman- Anerican Steuben Parade.” Also, the official nane of
t he Phil adel phi a associ ation’s parade, used since 1992 on al
signs, stationery, press releases, progranms, t-shirts and the
like, is “Cerman-Anmerican Steuben Parade.”

39



Qpposition No. 112342

t hey recognized that it was a descriptive term which was
free for all German-Anericans to use to describe their
parades and related activities (in the same way that
American towns would not attenpt to gain exclusive rights
to FOURTH OF JULY PARADE for their particul ar parades).
But if applicant believed it was using the phrase as a
mark, it should have accorded the sane effect to the

ot her associations’ use of the phrase. That is, to the
extent that applicant was using “Gernman-Anerican Steuben
Par ade” as a mark, the use of this phrase by opposer and
t he Phil adel phia organi zati on was no | ess of a nark.

The majority also relies on the fact that during the
prosecution of the application the Exam ning Attorney
invited applicant to submt a Section 2(f) claim even
t hough the Exami ning Attorney’s Nexis search had reveal ed
four articles that nade reference to opposer’s parades.
The majority deduces fromthis fact that the information
about others’ using the termwas not material to the
decision to allow the application, and makes equi vocal
whet her applicant intended to deceive the Exam ning
Attorney with its Section 2(f) declaration. | disagree
with both points.

First, the articles made of record by the Exam ning

Attorney refer variously to “Von Steuben German Day
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Parade” (“Chicago Sun-Times,” May 23, 1997); the “von

St euben German Day Parade” (“Chicago Sun-Tines,”

Sept enber 14, 1996); the “31st annual General von Steuben
Day Parade” (“Chicago Tribune,” Septenber 13, 1996); and
t he “Steuben Parade” (“The Associated Press” wire service
report, Septenber 5, 1996). Thus, the Exam ning Attorney
was not aware, when she indicated that applicant could
assert a claimof acquired distinctiveness for the phrase

“Ger man- Aneri can St euben Parade,” that opposer was using
the latter phrase. More inportantly, the fact that the
Exam ni ng Attorney accepted the Section 2(f) declaration
does not show that the applicant’s statenent in its
Section 2(f) declaration of substantially exclusive use
was not material to the Exam ning Attorney’s decision to
all ow the application. If the Exam ning Attorney had
known of opposer’s use of the phrase " German- Anerican

St euben Parade” and the extent of opposer’s use, or that
there was an entirely separate organization

(Phil adel phia) also using the term she m ght well have
refused to allow the application. Just as the majority
has found (and | have concurred with this finding) that

applicant has failed to show that the phrase has acquired

di stinctiveness in view of opposer’s and the Phil adel phia
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organi zation’s use of the phrase, the Exam ning Attorney
may have al so determ ned this.

The majority’s second point is that the Exam ning
Attorney’s suggestion that applicant submt a Section
2(f) declaration sonehow negated any intent to deceive on
the part of applicant. | would point out that even
appl i cant has not contended, |et alone submtted
evidence, that it relied on the Exam ning Attorney’s
suggestion of filing a Section 2(f) declaration as a
basis for believing that the statenents made in its
Section 2(f) were not knowingly false. And | do not
believe that the nere fact that an Exam ning Attorney
suggests that an applicant may want to nmake a Secti on
2(f) claimcan insulate an applicant froma cl ai m of
fraud. Exam ning Attorneys routinely will suggest, if
they believe a mark to be nerely descriptive and not
generic, that an applicant consi der seeking registration
under Section 2(f). This does not relieve an applicant
of being truthful in its Section 2(f) declaration. Even
if we could go as far as saying that on the basis of the
articles the Exam ning Attorney was fully aware of the
use by opposer (and, as | stated above, the Exam ning
Attorney was not even aware that opposer was using the

exact phrase for which applicant clainmd acquired
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di stinctiveness), the Exam ning Attorney had no
information as to the use by the Phil adel phia
associ ation. Therefore, applicant cannot be said to have
relied on the Exam ning Attorney’s invitation to seek
registration pursuant to Section 2(f) despite her
supposed knowl edge of opposer’s use to justify
applicant’s claimof substantially exclusive use when
applicant knew, and the Exam ning Attorney did not know,
of the Phil adel phia organi zati on’s use.

| would also |like to make a coment about the
el ement of intent. Intent does not have to be shown by a
so-cal | ed snoki ng gun, such as testinmony by the applicant
itself or exhibits in which applicant states that it
intends to lie. Intent my be inferred. Here, the
statenment of substantially exclusive use has been shown
by opposer to be false. The evidence of applicant’s
know edge of opposer’s and the Phil adel phia
organi zations’ use of “German- Anerican Steuben Parade” is
sufficient to prove that the fal se statenment was
knowi ngly and intentionally made. Thus, applicant’s
conduct falls within the | anguage quoted by the majority
fromSmth International, Inc. v. Oin Corp., supra: a
willful withholding fromthe Patent and Trademark O fice

by an applicant of material information or facts which,
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if disclosed to the Ofice, would have resulted in the
di sal | owance of the registration.

Accordi ngly, because opposer has established by
clear and convincing evidence that applicant’s statenents
inits Section 2(f) declaration were know ngly and
intentionally false, and that these statenents were
material to the acceptance of the application by the
Exam ning Attorney, | would also sustain this opposition

on the ground of fraud.
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