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Opi nion by Bucher, Adm nistrative Trademark Judge:

Binda International S.A seeks registration on the
Principal Register of the mark BREILfor goods identified as
“hor ol ogi cal and chrononetric instrunents, precious stones,
jewelry and costune jewelry articles” in International
Class 14.1

This case is now before the Board on appeal fromthe

final refusal of the Trademark Exam ning Attorney to

! Application Serial No. 78313893 was filed on Cctober 15,
2003 based upon applicant’s allegation of a bona fide intention
to use the mark in comerce.
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regi ster this designation based upon the ground that the
proposed mark is primarily nerely a surnanme under Section
2(e)(4) of the Trademark Act, 15 U.S.C. § 1052(e)(4).

Appl i cant and the Trademark Exam ning Attorney have
fully briefed the case. Applicant did not request an oral
hearing. W affirmthe refusal to register.

I n support of the surnanme refusal, the Trademark
Exam ning Attorney cites to evidence she placed into the
record:

A total of 43 listings fromtel ephone books
in the United States are of record. These
listings identify use of the surnane in
fourteen (14) geographically dispersed
states: California, Colorado, Florida,
II'linois, Indiana, Massachusetts, M chigan,
New Jersey, New York, Onhio, Oregon

Pennsyl vani a, Virginia and Wsconsin.
Addi ti onal evidence fromthe Nexis database,
made of record in the first Ofice action

i ssued May 31, 2004, indicates coverage of
stories invol ving persons whose surnane is
BREI L, nanely, Lynne, Klaus, Rebecca, John,
Dol ores, Phyllis, Kinberley, Ilan and Peter.
Use of the surnanme for individuals nentioned
in materials originated in many geographi cal
areas of the United States, nanely, York
Daily Record (York, PA), The Seattle Tines,
The York Dispatch (York PA), Buffal o News
(New York), Richnond Tinmes Dispatch
(Virginia), Art Business News and The
Wchita Eagle, Daily Variety, and
Opht hal nol ogy Ti nes.

However, applicant argues that the Trademark Exam ning

Attorney has failed to establish a prima facie surnanme
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case. Applicant alleges that “[t]he rule is an unusually
| arge nunber of directory listings are needed to carry the

burden of proof,” citing to In re Harris-Intertype Corp.

518 F.2d 629, 186 USPQ 238 (CCPA 1975) to support this
proposition. Applicant goes on to allege that the
Trademar k Exam ni ng Attorney has not net her burden of
proof with “a listing of 40 white page occurrences and 15
NEXI S occurrences.” Applicant concedes that while the
desi gnation BREIL “can be considered a very rare surnane”’
“out of a popul ation of about 296,217,713 in the United
States this is .00001687% " Applicant argues repeatedly
that the termBREIL is not likely to be perceived as a
surnane but will instead be thought of as a coined or
fanci ful word. Applicant also contends that there is no
one in the applicant conpany who has the BREIL surnane;
that the word “Breil” does not have the | ook and feel of a
surnane; and that any doubt should be resolved in favor of
applicant. Acknow edging that there is no other recognized
meani ng for the word “Breil,” applicant argues that this
fact al one does not establish BREIL to be primarily nerely
a surnane, especially inlight of its rarity as a surnane.
The test for determ ning whether a mark is primarily

nmerely a surnane is the primary significance of the mark to
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the purchasing public. See In re Hutchinson Technol ogy

Inc., 852 F.2d 552, 554, 7 UPQ2d 1490, 1492 (Fed. Cr

1988), citing In re Kahan & Wisz Jewelry Mg. Corp., 508

F.2d 831, 184 USPQ 421 (CCPA 1975) and In re Harris-

Intertype Corp., supra. The initial burden is on the

Trademar k Exam ning Attorney to establish a prima facie

case that a mark is primarily nerely a surnane. See Inr

Et abli ssements Darty et Fils, 759 F.2d 15, 16, 225 USPQ

652, 653 (Fed. Cir. 1985). After the Trademark Exam ni ng
Attorney establishes a prina facie case, the burden shifts
to the applicant to rebut this finding.

The Board, in the past, has consi dered several
different factors in making a surnane determ nation under

Section 2(e)(4) on ternms shown in standard character

dr aw ngs:
(1) t he degree of surnane rareness;
(i) whet her anyone connected with applicant has the

sur namne;
(iii1) whether the term has any recogni zed neani ng
ot her than that of a surname; and
(i1v) t he structure and pronunciation or “look and

feel” of the surnane.

In re Benthin Managenent GrbH, 37 USPQRd 1332 (TTAB 1995).

W find that the Trademark Exam ni ng Attorney has net

her initial burden of establishing that BREIL is primarily
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merely a surnanme. In particular, the Trademark Exam ni ng
Attorney has presented evidence of forty-three |istings
fromtel ephone books coupled with fifteen occurrences in
t he Nexis/Lexis database. The Court of Appeals for the
Federal G rcuit has held that this type of evidence is
sufficient to establish a prima facie surnane case. See

Hut chi nson Technol ogy, 7 USPQRd at 1492; Darty, 225 USPQ at

653; see also 2 J. Thomas McCarthy, MCARTHY ON TRADEMARKS AND

UNFAIR COMPETITION, § 13.30, p. 13-50 (4'" ed. 2001).

The Trademark Exam ning Attorney’s evidence is
collected fromelectronic versions of national telephone
directories. There is no magi c nunber of directory
listings required to establish a prinma facie surnanme case.

In re Gegory, 70 USPQ2d 1792 (TTAB 2004); In re Cazes,

21 USPQ2d 1796, 1797 (TTAB 1991); In re Industrie Pirell

Soci eta per Azioni, 9 USPQRd 1564, 1566 (TTAB 1988), aff’d

unpubl i shed deci sion No. 89-1231, 883 F.2d 1026 (Fed. Cr
1989). Based upon the BREIL surnanme references in the
various Lexis/Nexis databases, we conclude that at a

m ni mum dozens of persons currently living in the United

St ates have the surnane “Breil.”?

2 W note that the evidence in this case is nmore conpelling
than that in several reported cases where a rare surnane was
found to be registrable — especially when a |linited nunber of

- 5-
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We note that applicant dism sses the various |istings
the Trademark Exam ning Attorney submtted for the record
i nasmuch as “out of a popul ation of about 296,217,713 in
the United States this is .00001687% " However, we find
applicant’s argunents as to the infrequency of the
occurrences in the record to be a hollow reed. The rich
diversity of surnanmes in this country is anply reflected in
conput er dat abase evidence. |I|f one were to take a
statistical neasurenent of this database for common nanes
like “Smith” or “Jones,” each would constitute a relatively
smal |l fraction of the total database content. G egory,
supra at 1795.

In any event, the Trademark Exam ning Attorney al so
has made of record excerpts of articles found in her Nexis
search of the term*“Breil.” These excerpts show that sone
persons naned in these news articles are different from

those listed in the tel ephone |listings nmentioned above.

listings is conbined with other relevant factors. See e.g. Kahan
& Wisz, 184 USPQ at 422 (six DUCHARME surnane tel ephone
directory listings); and In re Garan, Inc., 3 USPQ2d 1537 (TTAB
1987) (si x GARAN tel ephone directory listings and one NEXI S
listing); see also In re Sava Research Corp., 32 USPQ2d 1380
(TTAB 1994) (one hundred SAVA surnane tel ephone directory
listings, but SAVA has other neanings, |ooks |ike an acronym and
t he Trademark Exam ning Attorney produced evi dence of only one

i ndi vi dual having the surname SAVA with a search of the NEXI S

dat abase); and Bent hin Managenent, 37 USPQ2d at 1333 (one hundred
BENTHI N surnane tel ephone directory listings, but the design mark
was presented in “a highly stylized forni).

- 6 -
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As to the second Benthin factor, there is no clear
evidence in this record that sonmeone with the surnanme BREIL
is associated with applicant. Thus, based on the evidence
in this record, this factor is neutral.

The third Benthin factor we consider is whether the
term has a recogni zed neani ng other than that of a surnane.
According to the record, BREIL |acks any readily recogni zed
meani ng in the ordinary parlance. Furthernore, applicant
conceded in its brief that BREIL has no other neaning than
that of a surnane. Applicant’s brief at page 7.

Finally, we consider whether BREIL has the structure
and pronunciation — or the “look and feel” — of a surnane.

In re Industrie Pirelli, 9 USPQ2d at 1566. The Board found

PI RELLI to be a surnane because, inter alia, it “looks like
an Italian surnane, being simlar in structure to Italian
surnanes whi ch do appear in excerpts fromthe Anerican

Sur nanmes reference book made of record by applicant (viz.,
Antonel li, Mancinelli, Pacelli, etc.).” 1d. at 1565. The
termBREIL has a simlar structure and pronunciation to

rel ated Germani c surnanmes such as BRULE, BRI EL and
BREI LI NG See Garan, 3 USPQ2d at 1538. Accordingly, on
this factor, we agree with the Trademark Exam ni ng Attorney

that BREIL woul d be perceived only as a surnane.
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By contrast, if a term does not have the | ook and feel
of a surnane, such that consuners are likely to viewit as
sonet hing other than a surname, it would not be primarily
merely a surnanme. For exanple, the term HACKLER wi I | not
be perceived as primarily nmerely a surnane when used in
connection wth alcoholic beverages. 1In addition to the
fact that the term HACKLER has a dictionary meaning that
appears to tie into these goods, the term HACKLER does not
have the clear “look and feel” of a surnane. In re United

Distillers plc, 56 USPQ2d 1220 (TTAB 2000). See al so

Bent hi n Managenent, supra. That is clearly not the case

her ei n.

As to applicant’s suggestion, nade for the first tine
inits brief, that in spite of a finding that this is
primarily merely a surnanme, it has acquired distinctiveness
as a source indicator for watches, we agree with the well -
articul ated position expressed by the Trademark Exam ni ng
Attorney in her appeal brief:

Applicant further argues that BREIL is a
famous trademark, it was regi stered by
Applicant’ s predecessor for watches on the
Princi pal Register for 21 years but was not
renewed due to non-use in the United States
and that a surnanme refusal was not given
during the prosecution of the original
application. Applicant further argues that
BREIL is registered in several countries and
that the goods are sold throughout the world

- 8-
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and that BREIL has gathered trademark
significance worldwi de and is a well-known
wat ch through the sal e and adverti sing

t hroughout the world. Applicant further
stated that Anmerican purchasers of fine

wat ches know BREIL and w || associate the
trademark with watches. The fanme of the
applicant’s mark and the earlier existence
of a previous registration would certainly
be relevant factors in establishing

di stinctiveness under Section 2(f) of the
Trademark Act. Applicant has not clained
the benefits of Section 2(f) and, w thout a
formal claimof distinctiveness under
Section 2(f), the evidence of fane and a
prior registration cannot serve as the basis
for allowing registration of applicant’s
mark. See In re McDonald’s Corp., 230 USPQ
304, 307 (TTAB 1986).

In conclusion, while BREIL is a rare surnane, it has
the I ook and feel of a surnanme, the record points to no
ot her recogni zed neaning for this term and applicant has
not attenpted to take advantage of the provisions of

Section 2(f) of the Act.

Decision: The refusal to register the term BREIL

under Section 2(e)(4) of the Act is hereby affirned.



