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Before Simms, Hohein and Bucher, Adm ni strative Tradenark
Judges.

Opi ni on by Hohein, Adm nistrative Tradenmark Judge:

Cardi ff Software, Inc. has filed an application to

regi ster the term"AUTOVERGE PUBLI SHER' for "conputer software
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used to nmerge source data with formtenplates for delivery of
pre-filled forms."?!

Regi stration has been finally refused under Section
2(e)(1) of the Trademark Act, 15 U.S.C. 81052(e)(1), on the
ground that, when used in connection with applicant's goods, the
term " AUTOMERGE PUBLI SHER' is nmerely descriptive of them

Appl i cant has appealed. Briefs have been filed, but
an oral hearing was not requested. W affirmthe refusal to
register.

It is well settled that a termis considered to be
nmerely descriptive of goods or services, within the neaning of
Section 2(e)(1) of the Trademark Act, if it forthwith conveys
i nformati on concerning any significant ingredient, quality,
characteristic, feature, function, purpose, subject natter or
use of the goods or services. See, e.g., In re Guulay, 820 F.2d
1216, 3 USPQ2d 1009 (Fed. Cir. 1987) and In re Abcor Devel opnent
Corp., 588 F.2d 811, 200 USPQ 215, 217-18 (CCPA 1978). It is
not necessary that a termdescribe all of the properties or
functions of the goods or services in order for it to be
considered to be nerely descriptive thereof; rather, it is
sufficient if the termdescribes a significant attribute or idea

about them Moreover, whether a termis nerely descriptive is

! Ser. No. 78/039,026, filed on Decenber 12, 2000, which alleges a date
of first use anywhere and in conmerce of Septenber 21, 2000.
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determined not in the abstract but in relation to the goods or
services for which registration is sought, the context in which
it is being used or is intended to be used on or in connection
wi th those goods or services and the possible significance that
the termwoul d have to the average purchaser of the goods or
servi ces because of the manner of such use. See In re Bright-
Crest, Ltd., 204 USPQ 591, 593 (TTAB 1979). Thus, "[w] hether
consuners coul d guess what the product [or service] is from
consideration of the mark alone is not the test." Inre
American Geetings Corp., 226 USPQ 365, 366 (TTAB 1985).
Applicant argues in its brief that the term"AUTOVERGE
PUBLI SHER' i s suggestive rather than nerely descriptive of its
conputer software. Anobng other things, applicant asserts that

“"the term ' publisher' is defined as 'a person or corporation

whose business is publishing” and maintains that, inasnuch as a

"rel ated definition provided by the Exam ning Attorney is 'one
that is engaged in publishing printed material,"” the "word 'one
naturally refers to a person” (underlining by applicant).
Applicant contends, in view thereof, that because its goods "are

neither a person nor a corporation,” "the relation of the term
"publisher’ to conputer software is not inmediately apparent to

a consuner, especially when this word is used in connection with
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the term' AutoMerge' and the mark is properly considered inits
entirety.”

In addition, applicant observes that "there is no
record of any [third-party] use of 'AutoMerge Publisher' to
descri be a software programused to create pre-filled forns and
personal i zed response docunents.” "Even nore conpelling,"”
according to applicant, "is the fact that the Exam ning Attorney
could not find a single reference to ' AutoMerge Publisher' for
any software progrant as a result of his search of the "NEXI S
dat abase (enphasis by applicant). Thus, while admtting that
"the Exam ning Attorney has found articles suggesting that the
word 'automerge’ nmmy be descriptive of software prograns which
are all quite different in function and formthan applicant's
software,” applicant insists that the Exam ning Attorney "has
yet to find one article where the applicant's mark AUTOVERGE
PUBLI SHER has been used in a descriptive sense.” There being
"no evidence that anyone that manufactures a simlar software
product would need to use the mark AUTOMERGE PUBLI SHER to
describe their product, applicant asserts that "this mark shoul d
be considered at | east suggestive" when used in connection with
its goods because "[t]he conpetitive needs of others are not
damaged by the registration of a conposite mark that will never

be used by others to describe their goods."
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Applicant further argues that, "[e]ven assuni ng
arguendo that 'automerge' is descriptive of a certain type of
software program the overall conposite mark ... AUTOVERGE
PUBLI SHER is not imrediately descriptive of a software program
whi ch creates pre-filled fornms and personalized response
docunents.”™ In particular, applicant urges that:

When a consuner sees a mark, it is well
recogni zed that they see and consider the
mark as a whole. According to the Exam ning
Attorney, a reasonable consuner woul d see
the word Aut oMerge and di ssect and
understand this conposite word to be, in the
first part, an acronymfor "automatic" which
is defined in [the excerpt of record fron] a

conputer science dictionary as: "a w de
vari ety of devices that perform unattended
operation.” This presupposes that a

reasonabl e consuner would be famliar with a
definition found in a conputer science
dictionary. Although this software is used
in a conputer, the average consumer of this
software is not a conputer scientist and is
not famliar with definitions contained
within a conputer science dictionary. At
the very best, a consuner may understand
"automatic" to nean "largely or wholly

i nvoluntary”, which is the Webster's
dictionary definition and commonly
understood definition of this word. The
next step a consuner woul d all egedly enbark
upon is to define the word "nerge" to nean
"to conbine or unite.” The final step a
consuner would all egedly enbark upon is to
define "publisher" as "one that is engaged
in publishing printed material."” Thus, the
defi ned neani ng of AUTOVERGE PUBLI SHER is "a
| argely or wholly involuntary conbining or
uniting by one that is engaged in publishing
printed material."” After pondering and
defining these individual words, a consuner
I's supposedly able to identify a function,
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feature or characteristic of the underlying

goods. However, even after this inproper

di ssection and careful consideration, it is

not clear what function, feature or

characteristic is identified by the above

description. .... Every function [of

applicant's software] is controlled by the

user which is carried out by the algorithns

of the software code. Finally, as nentioned

above, since there is no person or

corporation doing the publishing (it is a

software progran), the use of the term

"PUBLI SHER' is totally incongruous. Al of

these factors support the argunent that the

subj ect mark i s suggestive, rather than

nerely descriptive.

The Exam ning Attorney, on the other hand, maintains
that the issue of mere descriptiveness of the term " AUTOMVERGE
PUBLI SHER" nust be determ ned "fromthe standpoint of actual or
prospective purchasers or users of the Applicant's goods." Such
i ndi vidual s, according to the Exam ning Attorney, are those "who
deal with the collecting, analyzing and processing [of] various
pi eces of data and information [and] who nust join all of this
i nformation together as a single docunent.” These individuals,
t he Exam ning Attorney contends, will inmrediately perceive the
merely descriptive significance of the term " AUTOVERGE
PUBLI SHER' as such termis used in connection with applicant's
goods.

In particular, applicant's specinens of use and its

advertising literature denonstrate that it invariably uses the

term " AUTOVERGE PUBLI SHER" in the format "AutoMerge Publisher,”
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t hereby nmaking the constituent elenents of such termreadily
apparent to custonmers for and users of its goods. Rather than
i nproperly dissecting applicant's asserted mark, the Exam ning
Attorney insists that, due to the manner of use thereof,
consuners for applicant's goods woul d i medi ately under st and
that the term "AUTOVERCGE PUBLI SHER' nerely describes a
characteristic or feature of the product. Specifically, as
expl ai ned by the Exam ning Attorney:

[T]he term AUTO, in relation to the
conputer industry, "refers to a wide variety
of devices that performunattended
operation,” and nmerely describes ... a
characteristic of the applicant's goods--
i.e., that the goods performspecific tasks
wi t hout human intervention. See Freedman,
Al an, The Computer dossary, p. 23 (7th ed.
1995). The term MERGE, is defined as "to
conmbine or unite: nerging two sets of
data,"” and nerely describes ... a
characteristic of the applicant's goods- -
i.e., that the goods allow the user to

conmbi ne sets of data. In the instant case,
t he conbi ned ternms, AUTO and MERGE, nerely

describes [sic] ... a characteristic of the
applicant's goods--i.e., that the goods

allow the user to conbine its data with the
data already in a database w thout human
i nvol venent .

As further evidence of the nere descriptiveness of the
term " AUTOVERGE, " the Exam ning Attorney points to excerpts from

articles retrieved fromhis search of the "NEXI S" database "in

which the term AUTOMERGE or AUTO MERCGE[,] appeared in twenty
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n2

stories. Al t hough nmany of the excerpts are fromwre services

and thus are of linmited probative value,® the npst pertinent of
the other excerpts are set forth bel ow (enphasi s added):

"The scanner al so includes an autonerge
feature that stitches together two pieces of
[a] large image." -- InfoWwrld, July 19,
1993;

"The unit al so includes Jam Sync and
Auto Merge, a feature that nerges M Dl data
fromtw sources into one file." -- MacWEEK,
June 25, 1991; and

"Scotland is already host to a species
of what locals call 'liveware' -- a database
t hat spreads aut ononmously on Maci nt osh
systens. Wen two conputers are connected,
the 'liveware' on one searches out databases
on the other, locates the one it wants and
then "auto nmerges” its data in a sort of
cybernetic date-rape." -- Washi ngton Post,
May 6, 1990.

Such evi dence, the Exam ning Attorney contends, shows that

conbi ning the descriptive terns "AUTO' and "MERGE" to formthe

2 Wil e the search request of "(' AUTOVERGE OR ' AUTO MERGE' ) AND NOT
CARDI FF" did indeed find 20 stories, excerpts fromonly 11 of the 20
articles located through such request were printed and nmade part of
t he record.

® Specifically, five of the 11 excerpts nade of record are fromeither
"Business Wre" or "PR Newswire." Such excerpts are of limted
probative val ue i nasnuch as there is no evidence that the stories set
forth therein have actually appeared in publications of general
circulation in the United States. It therefore cannot be assuned that
t he excerpts fromsuch articles have had any material inpact on
consuner perception or attitude as to the nmeaning of the term
"AUTOVERGE" or its equivalent "AutoMerge." See, e.g., In re Appetito
Provisions Co. Inc., 3 USPQ@d 1553, 1555 n. 6 (TTAB 1987) and In re
Men's Int'l Professional Tennis Council, 1 USPQd 1917, 1918-19 (TTAB
1986) .
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conmbi nati on "AUTOVERGE" "creates no incongruity"” and thus "the
mark remai ns nerely descriptive.”

Wth respect to the term"PUBLI SHER," the Exam ni ng
Attorney, besides relying on the definition thereof noted by
applicant, additionally cites definitions of the follow ng two
terms, which are attached to his brief, froman on-line edition

of the Merriam Webster Dictionary: (i) "desktop publishing,"

which is defined as "the production of printed matter by neans
of a desktop conputer having a | ayout programthat integrates
text and graphics,” and (ii) "electronic publishing,” which is
listed as signifying "publishing in which information is

di stributed by neans of a conputer network or is produced in a

4

format for use with a conputer.” Based on such entries, he

argues that (footnotes omtted):

* Al though the subnission thereof is technically untinely under
Trademark Rule 2.142(d), the Exam ning Attorney's request that the
Board "take judicial notice of all on-line dictionary definitions as
indicated" in his brief is granted inasmuch as the Board nay properly
take judicial notice of on-line dictionary definitions where, as here,
it is apparent that the on-line dictionary is also available in book
form Conpare In re CyberFinancial.Net Inc., 65 USPQRd 1789, 1791 n.
3 (TTAB 2002) with In re Total Quality Goup Inc., 51 USPQd 1474,
1476 (TTAB 1999). NMoreover, and in any event, we judicially notice in
this regard that The Anerican Heritage Dictionary of the English
Language (4th ed. 2000) simlarly defines "desktop publishing" as
connoting "t]he design and producti on of publications using personal
conmputers with graphics capability.” The same dictionary, in
pertinent part, also lists "electronic" as "[o0]f, relating to, or
produced by nmeans of electronics: electronic navigation; electronic
books" and sets forth "publishing”" as "[t]o prepare and issue (printed
material) for public distribution or sale"” and "[t]o issue a
publication.” It is well established that the Board may properly take
judicial notice of such dictionary definitions. See, e.g., Hancock v.
Anerican Steel & Wre Co. of New Jersey, 203 F.2d 737, 97 USPQ 330,
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The ... term PUBLISHER, is a comonly used
termin the conputer software industry and
is regularly used as a nodifier of another
conputer term i.e., desktop publisher

el ectroni c publisher, web publisher, etc.
The term PUBLISHER, is comonly used in the
conputer industry to describe a feature,
function or characteristic of a particul ar
conputer software program ... which allows
for the retrieving, indexing, storing,
creating, assenbling and printing of
document s.

In addition, the Exam ning Attorney "notes that the
Applicant's own evidence supports the argunent that its mark is
[merely] descriptive of its goods."” Specifically, applicant's
advertising literature contains the follow ng discussions of the
capabilities of its software (enphasis added):

Aut oMerge PublisherO is a powerful new way
to create pre-filled forns and personalized
response docunents and deliver them
automatically using print, Fax, eMiil and
Adobe PDF.

Usi ng the point & click Form Designer, you
can qui ckly design "nerge tenpl ates”, that
conbine with variable data, text, barcodes
and graphics from existing database and XM

applications or as an automated extension to
your TELEform | nformation Capture

application.

Aut oMer ge Publ i sher can create a w de range
of response docunents and forns including

332 (CCPA 1953); University of Notre Dane du Lac v. J. C Gournet Food
Inmports Co., Inc., 213 USPQ 594, 596 (TTAB 1982), aff’'d, 703 F.2d

1372, 217 USPQ 505 (Fed. G r. 1983); and Marcal Paper MIls, Inc. v.
Anerican Can Co., 212 USPQ 852, 860 n. 7 (TTAB 1981).

10
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confirmations, nenbership cards, coupons and
certificates.

Aut oMer ge Publ i sher supports Adobe ePaper

Sol utions and XM. standards. Through
support for Adobe PDF, nerged forns and
docunents have the | ook of 4-color printed
materials, but can be digitally signed and
subnmitted online. AutoMerge Publisher's XM
integration uses standard HTM. fornms, XM
data streans and processing rules to trigger
the creation and delivery of nerge forns or
docunents.

You may W sh to create a systemthat
automatically sends nerged content in a
specific order .... O you may want to
connect your nerge tenplates wi th hand-held

devi ces, |egacy applications or ERP systens

using data streanms to create high-quality

i nvoi ces, purchase orders or statenents
In a simlar vein, several Internet search results refer to
applicant's "AutoMerge Publisher"” software as "a powerful way to
i npl enent automated form nerge"” (enphasis added). Thus, in the
context of applicant's goods, the Exam ning Attorney naintains
t hat custoners for and users of such software "will have no
probl em determ ni ng that AUTOVERGE PUBLI SHER rel ates to the
col l ecting of various pieces of data and information together
for the purpose of printing, sending, receiving or 'publishing
the data" and thereby nerely describes a characteristic or
feature of the goods.

Finally, the Exam ning Attorney correctly observes

t hat :

11
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It is well-settled law that the fact [that]
an applicant may be the first and only user

of a nmerely descriptive ... designation does
not justify registrationif the termis
nerely descriptive. In re National Shooting

Sports Foundation, Inc., 219 USPQ 1018 (TTAB

1983). Additionally, the fact that a term

is not found in the dictionary is not

controlling on the question of

registrability. In re Gould Paper Corp.

834 F.2d 1017, 5 USP@@d 1110 (Fed. Gr

1987); Inre Oleans Wnes, Ltd., 196 USPQ

516 (TTAB 1977).
In view of the above, the Exami ning Attorney concludes that the
evi dence of record, including dictionary definitions, "NEX S
excerpts and applicant's advertising literature, is sufficient
to denonstrate that the term "AUTOVERGE PUBLI SHER' nerely
describes a significant characteristic or feature of applicant's
goods.

W agree with the Exam ning Attorney that, when
considered inits entirety, the term"AUTOVERGE PUBLI SHER" is
nerely descriptive of applicant's "conputer software used to

nmerge source data with formtenplates for delivery of pre-filled

forms.” W judicially notice, in this regard, that The Anerican

Heritage Dictionary of the English Language (4th ed. 2000) sets

forth the prefix "auto-" as neaning in relevant part
"automatic,” which in turn is defined as an adjective connoting
in pertinent part "la. Acting or operating in a manner

essential ly i ndependent of external influence or control: an

automatic light switch .... b. Self-regulating: an autonmatic

12
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washi ng machine." Thus, even if the typical purchasers and
users of applicant's goods woul d not be conputer scientists and
therefore would not be famliar with a technical definition of
"auto" froma conputer science dictionary as referring to "a
w de variety of devices that performunattended operation,"” it
is still the case that they would know that the ordinary or
everyday neaning of such termis "automatic." See In re Tine
Solutions Inc., 33 USPQ 1156, 1158 (TTAB 1994) [mark "YOUR
HEALTH | NSURANCE MANAGER' for software prograns for personal
record keeping and processing of nedical records, health
i nsurance and clains found nerely descriptive inasmuch as
consumers, although perhaps unfamliar with conputer dictionary
meani ng of word "manager," would certainly know the ordinary or
everyday meani ng of such word and, in consequence thereof, "the
mark will inmediately convey to theminformation concerning a
significant feature or function of applicant's progranms, nanely,
that they manage, i.e., handle with skill, personal health
i nsurance matters"].

Consequently, and in light of the previously indicated
meani ngs of the words "nerge" and "publisher,” which to

reiterate The Anerican Heritage Dictionary of the English

Language (3rd ed. 1992) respectively defines as "to conbine or
unite: nerging two sets of data"” and "one that is engaged in

publishing printed material,” it is readily apparent that to

13



Ser. No. 78/039, 026

custoners for and users of applicant's goods, the term
"AUTOMERGE PUBLI SHER' conveys forthwi th, w thout specul ation or
conjecture, that applicant's conputer software is used to
publish printed material, such as pre-filled forns, by
automatically conmbining or uniting source data with form

tenpl ates. Mreover, consuners of applicant's goods are al so
likely to be famliar with such term nol ogy as "desktop
publ i shing" and "el ectronic publishing,” given their need for
software that, inter alia, can publish such printed material as
pre-filled forns which incorporate information froma source or
sources of data. To those consuners, the term " AUTOVERGE

PUBLI SHER" i mredi ately conveys information as to a significant
characteristic or feature of software that automatically nerges
a particular source of data into a user-determ ned format for
further use or distribution. There is nothing in the

conmbination of the terns "auto," "merge" and "publisher” into
the term " AUTOVERGE PUBLI SHER' which is incongruous, anbiguous
or otherwi se "not imredi ately apparent” as cont ended by
appl i cant.

Admttedly, it is possible, as applicant argues, for
i ndividually descriptive words to be conmbined to forma valid,

regi strable mark which, as a whole, is not nerely descriptive.

However, as indicated by the Board in, for exanple, Inre

14
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Medi cal Di sposables Co., 25 USPQd 1801, 1804 (TTAB 1992), in
order for such to be the case:

[ T] he nmere act of conbining does not in
itself render the resulting conposite a

regi strable trademark. Rather, it nust be
shown that in conbination the

descri ptiveness of the individual words has
been di m ni shed, [such] that the conbi nation
creates a term so incongruous or unusual as
to possess no definitive neaning or

signi ficance other than that of an
identifying mark for the goods. See In re
Cal span Technol ogy Products, Inc., 197 USPQ
647 (TTAB 1977).

In this instance, applicant has not conbi ned the descriptive

terms "auto," "nerge" and "publisher"” in a bizarre or nebul ous
way, such as "AUTOPUBLI SHER MERGE" or "MERGE PUBLI SHERAUTO. "

| nst ead, the constituent elenents of the conbined term
"AUTOVERGE PUBLI SHER, " especially in light of applicant's manner

of use thereof as "AutoMerge Publisher,"” have a neaning in
conbi nation which is i medi ately recogni zable and identical to
that of their separate connotations.

Thus, nothing in the term"AUTOVERGE PUBLI SHER, " as
i ndi cated previously, is so incongruous or unusual as to possess
no definitive neaning or significance other than that of an
identifying mark for applicant's goods, nor does such conposite
term ot herwi se possess a new neaning different fromthat of its

constituent elenents. Furthernore, nothing in the conposite

term when used in connection with applicant's goods, requires

15
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t he exercise of immgination, cogitation or nental processing or
necessitates the gathering of further information in order for
the nmerely descriptive significance thereof to be imediately
apparent. Plainly, to custoners for applicant's conputer
software, such term conveys forthwith that a principal feature
or characteristic thereof is that the goods publish or provide
printed material by automatically nmerging source data with form
tenplates to create pre-filled forms. The term " AUTOVERGE
PUBLI SHER' is accordingly nerely descriptive of applicant's
goods within the neaning of the statute. See, e.g., Inre
Intelligent Instrunentation Inc., 40 USPQRd 1792, 1794-95 (TTAB
1996) [term "VI SUAL DESI GNER' nerely describes significant
pur pose or function of conmputer prograns which permt
programmi ng applications to be visually designed instead of
being witten in a programm ng | anguage]; and In re Tine
Sol utions Inc., supra.

Deci sion: The refusal under Section 2(e)(1l) is

af firnmed.
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