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Opi nion by Hairston, Adm nistrative Trademark Judge:

O R A Corporation seeks to register TACO BI TES as a
trademark for “frozen, packaged or prepared Mexican food,
namely rolled corn taquito tortillas with chicken, beef or
cheese fillings.”?!

The Trademark Exam ning Attorney has refused

regi stration under Section 2(e)(1) of the Trademark Act, 15

! Serial No. 76236276, filed July 18, 2001, based on an
al l egation of a bona fide intention to use the mark in commerce.
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U S.C. 81052(e)(1), on the ground that applicant’s mark is
nerely descriptive of the identified goods.

When the refusal was made final, applicant appeal ed.
Applicant and the Exam ning Attorney have filed briefs. An
oral hearing was not requested.

The Exam ning Attorney contends that TACO BITES is
nmerely descriptive of the identified goods because it
i mredi ately conveys information about their nature and
size, nanely, that they are bite size tacos. |In support of
the refusal, the Exam ning Attorney subm tted excerpts from

The Anerican Heritage Dictionary of the English Language

(El ectronic version, Third edition, 1992) wherein “taco” is
defined as “a corn tortilla folded around a corn filling
such as ground neat or cheese;” and “bite” is defined as
“an amount of food taken into the nouth at one tinme, a

mout hful ; and “a light nmeal or snack.” In addition, he
submtted over twenty third-party registrations of marks
that contain the word BITES for food itens. In each

regi stration, BITES has been disclainmed or the registration
i ssued under the provisions of Section 2(f) or on the

Suppl emental Register. |In addition, the Exam ning Attorney
subm tted excerpts of articles taken fromthe NEXI S

dat abase which contain references to “taco(s)” or “bite

size” inrelation to food itens. On the basis of this
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evi dence, the Exam ning Attorney concluded that TACO BI TES
is nerely descriptive of applicant’s identified goods.

Appl icant, on the other hand, argues that TACO BI TES
nmerely suggests information about the identified goods;
that it does not describe the goods in any direct or
i mredi at e manner; that applicant’s goods may be consuned in
nmore than one bite; and that the Exam ning Attorney has
i mproperly dissected the mark i nstead of considering the
mark as a whol e.

Further, applicant points to four registrations for
mar ks that contain the word BITES with no discl ai mer
thereof. The registrations are: Registration No.
1,278,190 for the mark SPUD BI TES for frozen potatoes, wth
a disclainmer of SPUD, Registration No. 1,399,736 for the
mar Kk BAGEL BI TES for frozen bagels with various toppings,
with a disclainmer of BAGEL; Registration No. 2,064,331 for
the mark DYNA BI TES and design for frozen breaded
veget abl es and cheese conbi nati ons; and Regi stration No.
2,322,663 for the mark HOT BI TES for prepared appetizers,
wth a Section 2(f) claim Applicant argues that these
regi strations support registration of its mark.

The test for determ ning whether a mark is nerely
descriptive is whether the involved termimedi ately

conveys information concerning a quality, characteristic,
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function, ingredient, attribute or feature of the product
or service in connection with which it is used, or intended
to be used. In re Abcor Devel opnent Corp., 588 F.2d 811
200 USPQ 215 (CCPA 1978). It is not necessary, in order to
find a mark nerely descriptive, that the mark descri be each
feature of the goods or services, only that it describe a
single, significant quality or property thereof. 1In re
Gyul ay, 820 F.2d 1216, 3 USPQ2d 1009 (Fed. Cir. 1987).
Further, it is well established that the determ nation of
nmere descriptiveness nust be made not in the abstract or on
t he basis of guesswork, but in relation to the goods or
services for which registration is sought, the context in
which the mark is used, and the inpact that it is likely to
make on the average purchaser of such goods or services.
In re Recovery, 196 USPQ 830 (TTAB 1977).

Appl i cant does not dispute that the word TACO is
nmerely descriptive of applicant’s goods. Also, as
previ ously indicated, the Exam ning Attorney submtted a
nunber of third-party registrations of marks that contain
the word BITES for food itens, wherein the word has been
di scl ai ned, or the registrations issued under the
provi sions of Section 2(f) or on the Suppl enental Register.
In this regard, we note the follow ng registrati ons:

Regi stration No. 2,358,304 for the mark BORDER BI TES for
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Mexi can appetizers, with a disclainmer of “BlITES

Regi stration No. 2,554,663 for the mark FUDGE BROANI E DOUGH
Bl TES and desi gn for candy, cakes, and bakery goods al
contai ni ng browni e dough, with a disclainmer of “FUDGE
BROWNI E DOUGH BI TES"; Regi stration No. 2,416,552 for the
mar k NANCY’ S BAGUETTE BITES for frozen appeti zers
consisting primarily of cheese and vegetabl e topping on
baguette, with a disclainmer of “BAGUETTE BI TES’

Regi stration No. 2,271,929 for the mark COCKI E DOUGH BI TES
and design for candy, cakes, and bakery goods al

cont ai ni ng cookie dough, with a disclainer of “COOKIE DOUGH
BI TES"; Registration No. 2,502,026 for the mark STRUDEL

BI TES, issued under Section 2(f), for puff pastry with
fruit and other flavor fillings; Registration No. 2,254,562
for the mark JALAPENO BI TES, issued on the Suppl enental

Regi ster, for breaded and fried jal apeno pepper; and

Regi stration No. 1,792,235 for the mark BUFFALO BI TES,

i ssued on the Suppl enental Register, for chicken for
consunption on or off the prem ses. These third-party

regi strations support the Exam ning Attorney’ s position

that the word BITES is descriptive in connection with food.
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The word BI TES woul d be perceived as the equival ent of
“bite size,” and in the absence of any limtations in
applicant’s identification of goods, we nust assune that
applicant’s tacos are of varying sizes, including small or
appeti zer size such that they may be consuned in a single
nmout hful . Thus, we find that the word BITES is descriptive
of applicant’s goods.

When these descriptive words TACO and BI TES are joi ned
in the mark TACO BITES, we find that the mark as a whole is
nmerely descriptive of applicant’s goods, in that it
i mredi atel y conveys to consuners that applicant’s goods are
bite size tacos.

We admit that inconsistent Ofice handling of
applications to register marks that include the word BI TES
is troubling. W note, however, that the mark HOT BI TES
i ssued under the provisions of Section 2(f), which is an
adm ssion of the descriptiveness of this mark. As to the
other three registrations relied on by applicant, we do not
know t he circunstances under which they issued. Moreover,
we do note that these registrations issued | ong before the
third-party registrations put into the record by the
Exam ning Attorney. As the Exam ning Attorney has pointed
out, it is entirely possible that a term i.e., “bites,”

that may not earlier have been viewed as descriptive has
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come into conmon use and is now recogni zed as descriptive.
In any event, as the Court noted in In re Nett Designs
Inc., 236 F.3d 1339, 57 USPQ2d 1546, 1566 (Fed. Cr. 2001),
t he Board nust assess each mark on the record submtted
with the particular application. 1In this case, the fact
that there are a handful of registrations for marks
containing the word BI TES wi thout a disclainer thereof does
not outwei gh the evidence of descriptiveness as shown by
the dictionary definition and the nunerous third-party
regi strations submtted by the Exam ning Attorney. See In
re Loew s Theatres, Inc., 769 F.2d 764, 226 USPQ 865, 869
(Fed. Cir. 1985) [“[E]ach application for a registration of
a mark for particular goods nust be separately evaluated’].
Deci sion: The refusal to register under Section

2(e)(1) is affirned.



