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Opi ni on by Rogers, Adm nistrative Trademark Judge:

MWV Soft, Inc. seeks to regi ster SEWERVAP on the
Princi pal Register as a mark for goods identified as
“conputer programfor use by engineers in the design,
pl anni ng and expansi on of sanitary sewer collection

systens,” in International Gass 9.1 Registration has been

! Serial No. 76177458, filed Decenber 4, 2000, based upon
applicant's allegation of its bona fide intent to use the mark in
conmerce. Applicant, in a transmttal letter for a conbi ned
filing of its notice of appeal and request for reconsideration
stated that it had al so included an anendnent to all ege use, but
t he exam ning attorney, in denying the request for
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refused under Section 2(e)(1) of the Trademark Act, 15

U S.C 81052(e)(1). The examning attorney's position is
that, when used on or in connection with applicant's goods,
SEVERVAP wi Il be nerely descriptive of them

When the exam ning attorney nmade the refusal final,
applicant appealed and filed a request for reconsideration,
whi ch the exam ning attorney denied. The appeal then was
resumed and has been fully briefed. Oal argunent was not
r equest ed.

The USPTO bears the burden of setting forth a prinma
facie case in support of a descriptiveness refusal. See In
re Gyulay, 820 F.2d 1216, 3 USPQRd 1009 (Fed. Cir. 1987).
To establish a prima facie case for refusal, the exam ning
attorney is not required to prove that the public would
actually view a proposed mark as descriptive, but nust
establish a reasonabl e predicate for the refusal, based on
substantial evidence, i.e., nore than a scintilla of

evidence. In re Pacer Technol ogy, 338 F.3d 1348, 67 USPQd

1629 (Fed. GCir. 2003). Wien the exam ning attorney sets
forth a prima facie case, the applicant cannot sinply

criticize the absence of additional evidence supporting the

reconsi deration, reported that the amendnent had not actually
been included anong the papers filed by applicant.
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refusal, but must cone forward with evidence supporting its
argunent for registration. Gyulay, supra

In this case, to neet the USPTO s burden, the
exam ning attorney has nade of record article excerpts
retrieved fromthe NEXI S database and vari ous web pages
retrieved fromthe Internet. |In addition, in his brief,
the exam ning attorney asks that we take judicial notice of
dictionary definitions of “sewer” and “map.” Finally, the
exam ning attorney relies on material the applicant
submi tted about its HOVAP software.?

The exam ning attorney argues that the ternms SEVWER and
MAP each are highly descriptive of applicant's goods and
that the conmbination of the two is just as descriptive
because the conbi nati on does not create any incongruity or
"a unitary mark with a separate, nondistinctive nmeaning."
According to the exam ning attorney, the specific
description conveyed by the conbined terns, when consi dered
in conjunction with the goods, rather than in the abstract,
is of "the field, features, purpose, and/or subject matter

of the goods."

2 The examining attorney required the applicant to subnit
literature detailing the nature of its SEWERVAP software and the
applicant, reporting that none existed, submtted the H,OVAP

i nformati on because that product, applicant explained, "is a
sonewhat rel ated conputer program”
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Applicant essentially acknow edges that both SEWER and
MAP, each consi dered al one, would be descriptive of its
conput er program for designing, planning and expandi ng
sanitary sewer collection systens. Applicant argues,
however, that the conbination is not nerely descriptive of
its product, contending that, "[while it may seem|ike the
conposite should have neaning, it really is only two
separately descriptive words. It does not nake one
descriptive word or phrase.” Brief, p. 3. Applicant
relies on a nunber of cases in which descriptive terns were
conbi ned to nmake a non-descriptive conposite. However,
applicant does not attenpt to anal ogi ze the case at hand to
any one of the cases it references and does not explain the
basis for its assertion that even if SEWER and MAP are
i ndi vidual |y descriptive, the conbinati on SEWERVAP is only
suggesti ve.

Applicant also contests the probative value of the
evi dence made of record by the exam ning attorney.
Specifically, applicant asserts that in the NEXIS excerpts
the words SEVER and MAP only appear "nearby" each other and
do not appear as either SEVWERVAP or SEVER MAP. In
addition, the applicant argues that many of the NEXI S
excerpts and web pages are or appear to be after the filing

date of the application and therefore "are irrelevant."”
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The question whether a termis merely descriptive is
determned not in the abstract, but in relation to the
goods or services for which registration is sought, the
context in which it is being used on or in connection with
t hose goods or services and the possible significance that
the termwould have to the average purchaser or user of the

goods or services. See In re Bright-Crest, Ltd., 204 USPQ

591, 593 (TTAB 1979) and In re Recovery, 196 USPQ 830, 831

(TTAB 1977).

A mark is considered nerely descriptive of goods or
services, wthin the nmeaning of Section 2(e)(1) of the
Trademark Act, if it imrediately describes an ingredient,
quality, characteristic or feature thereof, or if it
directly conveys information regarding the nature,
function, purpose or use of the goods or services. Inre

Abcor Devel opnent Corp., 588 F.2d 811, 200 USPQ 215, 217-

218 (CCPA 1978); see also Gyulay, supra. It is not
necessary that a term describe all of the properties or
functions of the goods or services in order for it to be
merely descriptive thereof; rather, it is sufficient if the
termdescribes a significant attribute or idea about them

In re Venture Lendi ng Associ ates, 226 USPQ 285 (TTAB 1985).

It has long been settled that the question whether a

termis descriptive or not is determ ned based on what the
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evi dence reveals at the tinme when the issue of
registrability is under consideration, i.e., the tine when
the application is being considered in the USPTO See |In

re Thunderbird Products Corporation, 406 F.2d 1389, 160

USPQ 730 (CCPA 1969) ("the board properly considered the
l[iterature references published after the filing of the

application and correctly deci ded" termwas descriptive and

not registrable); see also, In re Sanuel Moore & Conpany,

195 USPQ 237 (TTAB 1977). Accordingly, applicant is

i ncorrect in arguing that nuch of the evidence proffered by
the examning attorney is irrelevant because it postdates
applicant's filing date. W have considered all the

evi dence.

We agree with the applicant that none of the NEXI S
excerpts show use of SEWERMAP or even SEVER MAP. But many
of the excerpts show that sewer systens are "napped" and
one excerpt (dated, we note, prior to applicant's filing
date) refers to the resulting product as a "sewer system
map" Worcester Telegram & Gazette, August 10, 2000. We
cannot conceive of a nore apt description, and applicant
has not suggested one, for the resulting product when
engi neers map a sewer system SEWER MAP, or even SEVERNAP,
woul d be readily perceived as a shorthand reference to a

"sewer system map." See Abcor, supra, wherein GASBADGE was
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hel d descriptive for the Wal den Gas Mnitoring Badge used
to determ ne an individual's exposure to pollutants.

We nust assess the |likely perception of SEVERVAP from
the point of view of the average purchaser or user of
applicant's conputer program i.e., the engi neers engaged
in "the design, planning and expansi on of sanitary sewer
col l ection systens."” Applicant's pronotional brochure for
its HHOVAP program stated by applicant to be simlar to its
SEVERMAP program discusses use of "AS" nmappi ng and
nodel i ng functions. Likew se, many of the NEXI S excerpts
refer to the G S system being used in conjunction with
mappi ng of sewers. W have no doubt that nunici pal
engi neers working for water and sewer authorities, who
woul d have actual need for working with sewer system naps,
and who apparently would be famliar wwth G S mappi ng and
nodel i ng, woul d percei ve SEWERVAP to i nmedi ately descri be
the end result of using applicant's conputer program

Frankly, given the existence of ternms such as "road

map" and "topographic map, "3

we believe that even an average
i ndi vidual would readily percei ve SEWERVAP, when used on or

in conjunction with applicant's conputer program as

® W take judicial notice of the presence of entries for both
"road map" and "topographic map" in The Random House Di ctionary
of the English Language (2d ed. 1987).
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indicating that the software is for produci ng sewer system
maps. In this regard, we note that the NEXI S excerpts and
one of the Internet web pages illustrate discussion of
sewer mapping by nmunicipalities in publications of general
circul ation, not specialized trade publications that only
engi neers woul d be exposed to. Nonethel ess, the exam ning
attorney need not establish unequivocally that individual
menbers of the general public would find SEVWERVAP
descriptive. It is sufficient that engineers would find it
descri ptive.

Applicant has criticized the evidence proffered by the
exam ning attorney, but it has not proffered any evi dence
of its own to show why engi neers would have to cogitate or
engage in nental reasoning to determ ne the meani ng of
SEVERVAP when used on or in conjunction with applicant's
computer program Nor has applicant articul ated any
argunment why the conpound term SEWERVAP woul d be vi ewed as
i ncongruous, anbi guous or otherw se distinctive. See Inre

A La Vieille Russie Inc., 60 USPQ2d 1895, 1899 (TTAB 2001)

("the words 'Russian art' are not |lent any additiona
meani ng sinply by virtue of their having been conbined into
the conmpound term RUSSI ANART. Applicant has suggested no
such other or additional neaning that results fromthe

conpression of the two words into one"). Accordingly, we
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find applicant has not rebutted the prina facie case
est abl i shed by the exam ning attorney.
Deci sion: The refusal of registration under Section

2(e) (1) of the Lanham Act is affirnmed.



